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REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY — PATENT
PRosecuTioN HIGHWAY (PCT-PPH) PILoT PROGRAM BETWEEN THE
KOREAN INTELLECTUAL PROPERTY OFFICE (KIPO) AND THE USPTO

Application No.: | 12768786 First Named Inventor: | David Moreau
Filing Date: 4/28/2010 Attorney Docket No.. | 255P001
Title of the

nvention: | OyStem and Method for Assembly of Packettes Having Closure

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE SUBMITTED VIA
EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT HITP://WWW.USPTO.GOV/EBC/EFS HELP.HTML.

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PILOT PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PILOT PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry of
another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the priority
claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1) to (4)
above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for the priority
claim in the corresponding PCT application.

The corresponding PCT application number(s) is/are: PCT/US2011/034303

The international filing date of the corresponding PCT application(s) is/are: 28 April 2011

I. List of Required Documents:

a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above-identified
corresponding PCT application(s)

is attached.
O is hot attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability
in the above-identified corresponding PCT application(s)

is attached.
O is hot attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the
English language). A statement that the English translation is accurate is attached for the document in
b. above.

d. (1) An information disclosure statement listing the documents cited in the international work products
(ISR, WO/ISA, WO/IPEA, IPER) of the corresponding PCT application.

is attached.

O has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except for U.S. patents or U.S. patent application publications)
are attached.

O have already been filed in the above-identified U.S. application on
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This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain
a benefit by the public, which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and
37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to
complete this form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark
Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO
THIS ADDRESS.
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David Moreau

Il. Claims Correspondence Table:

Patentable Claims in

Claims in US Application | the corresponding PCT Explanation regarding the correspondence
application
1-15 1-15 claims have novelty, inventive step and industrial applicability

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.
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/David L. Nocilly/

2/20/12

Date

vare  David L. Nogilly
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48259

Registration Number
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
MAILED
BOND, SCHOENECK & KING, PLLC MAR 27 2012
ONE LINCOLN CENTER : OFFICE OF PETITIONS
SYRACUSE NY 13202-1355
In re Application of : DECISION ON REQUEST TO
David MOREAU et al. : PARTICIPATE IN PCT-PPH PROGRAM
Application No. 12/768,786 : AND PETITION TO MAKE SPECIAL
Filed: April 28,2010 : UNDER 37 CFR 1.102(a)

Atty. Docket No.: 255P001
For: SYSTEM AND METHOD FOR ASSEMBLY OF PACKETTES HAVING
CLOSURES

This is a decision on the request to participate in the PCT Patent Prosecution Highway -
(PCT-PPH) program and the petition under 37 CFR 1.102(a), filed February 20, 2012, to
make the above-identified application special.

The request and petition are DISMISSED.

A grantable request to participate in the PCT —PPH program and petition to make special
under 37 CFR 1.102(a) require:

(1) the U.S. application must have an eligible relationship to one or more PCT application
where the ISA or IPEA are the JPO, EPO, KIPO, IPAU, Russia, Spain, Finland, Austria,
or USPTO;

(2) at least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product
in the international stage or applicant must identify and explain why the claim(s) is/are
not subject to the observation in Box VIII;

(3) applicant must submit a copy of the claim(s) from the PCT application(s) that have
novelty, inventive step, and industrial applicability along with an English translation
thereof and a statement that the English translation is accurate, if the claims are not in the
English language;

(4) all the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);



Application No. 12/768,786 ' Page 2

(5) examination of the U.S. application has not begun;

(6) applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial
applicability along with an English translation thereof;

(7) applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S.
patent application publications; and

(8) applicant is required to submit a claims correspondence table in English which
indicates how all the claims in the U.S. application correspond to the claims indicated as
having novelty, inventive step, and industrial applicability in the latest international work
product.

Requirements (1) to (3) and (5) to (7) above are considered to have been met. However,
the request to participate in the PPH program and petition fail to meet requirements (4)
and (8).

Regarding requifement (4), it is not evident that the claims provided are claims from the
PCT application as they are not labeled as such.

Requirement requirement (8), applicant has failed to indicate whether the claims in the
U.S. application sufficiently correspond to the claims in the PCT application.

Applicant is given ONE opportunity with a time period of ONE MONTH or THIRTY
DAYS, whichever is longer, from the mailing date of this decision to correct the
deficiencies. NO EXTENSION OF TIME UNDER 37 CFR 1.136 IS PERMITTED.
If the deficiencies are not corrected within the time period given, the application will
await action in its regular turn.

Response must be filed via the Electronic Filing System (EFS) using the document
description: Petition to make special under Patent Pros. Hwy. Any preliminary
amendments and IDS submitted with the PPH documents must be separately indexed as a
preliminary amendment and IDS, respectively.

Telephone inquiries concerning this decision should be directed to Robert DeWitty,
Petition Attorney, Office of Petitions at 571-272-8427.



Application No. 12/768,786 ~ Page 3

All other inquiries bonceming the examination or status of the application is accessible in
the PAIR system at http://www.uspto.gov/ebc/index.html.

>
=
David Bucci

Petitions Examiner
Office of Petitions .



PATENT
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re the application of:
Name: David Moreau Docket No. 255P001
Filed: April 28, 2010 Ser. No. 12/768786

For: System and Method for Assembly of  Confirmation No. 6282
Packettes Having Closures

REQUEST FOR RECONSIDERATION OF
DISMISSED REQUEST TO PARTICIPATE IN PCT-PPH PROGRAM

Office of Petitions
Commissioner For Patents
PO Box 1450

Alexandria VA 22313-1450

Dear Sir:

In response to the Decision on Request to Participate in PCT-PPH Porgram and
Petition to make Special Under 37 CFR 1.102(a), transmitted herewith for filing in the
above-identified application are: (i) a corrected claims correspondence table wherein it is
stated that the claims in the US application sufficiently correspond to the claims in the PCT
application; and (ii) an appropriately labeled PCT claims list. Applicant has thus complied
with all requirements and respectfully requests that the Petition to Participate in PCT-PPH
Program and Petition to make Special Under 37 CFR 1.102(a) be granted.

Respectfully submitted,

Date: April 18, 2012

David L. Nocilly

Reg. No. 48,259

Attorneys for Applicant

BOND, SCHOENECK & KING, PLLC
One Lincoln Center

Syracuse, NY 13202

Telephone: 315.218.8530

Telefax: 315.218.8100



US Claims

PCT Claims

1. An apparatus for making a packette, comprising:

a feed roll for supplying a substrate;

at least one roller for advancing said substrate
provided by said feed roll in a horizontal orientation;

a punch positioned to form a hole in said substrate
as said substrate is advance passed said punch.

a feeder bow! having a weld nest and a pick and
place mechanism for positioning a closure in said substrate in
alignment with said hole formed in said substrate;

a welder for adhering said closure to said
substrate;

a guide for orienting said substrate and said
closure vertically;

a first sealing mechanism positioned to form side
and bottom seals in said substrate around said closure, thereby
defining a pocket in said substrate;

a filling station positioned to fill said pocket with a
predetermined amount of material from a bulk source;

a second sealing mechanism positioned to form a
top seal in said substrate, thereby forming a closed pocket; and

cutting knives for cutting said substrate in a

predetermined location to sever said pocket from said substrate.

1. An apparatus for making a packette, comprising:

a feed roll for supplying a substrate;

at least one roller for advancing said substrate
provided by said feed roll in a horizontal orientation;

a punch positioned to form a hole in said substrate
as said substrate is advance passed said punch.

a feeder bow! having a weld nest and a pick and
place mechanism for positioning a closure in said substrate in
alignment with said hole formed in said substrate;

a welder for adhering said closure to said
substrate;

a guide for orienting said substrate and said
closure vertically;

a first sealing mechanism positioned to form side
and bottom seals in said substrate around said closure, thereby
defining a pocket in said substrate;

a filling station positioned to fill said pocket with a
predetermined amount of material from a bulk source;

a second sealing mechanism positioned to form a
top seal in said substrate, thereby forming a closed pocket; and

cutting knives for cutting said substrate in a

predetermined location to sever said pocket from said substrate.

2. The apparatus of claim 1, further comprises a
roller positioned to grasp said substrate on said feed roll and

advance said substrate to said punch.

2. The apparatus of claim 1, further comprises a
roller positioned to grasp said substrate on said feed roll and

advance said substrate to said punch.

1982522.1 4/18/2012




3. The apparatus of claim 1, wherein said welder is

an ultrasonic welder.

3. The apparatus of claim 1, wherein said welder is

an ultrasonic welder.

4, The apparatus of claim 1, further comprising an

inspection station positioned downstream of said filling station.

4 The apparatus of claim 1, further comprising an

inspection station positioned downstream of said filling station.

5. The apparatus of claim 4, wherein said vision
inspection system comprises an vision camera aligned to capture
images of said pocket after filling with said material and verify that

said pocket has been properly filled.

5. The apparatus of claim 4, wherein said vision
inspection system comprises an vision camera aligned to capture
images of said pocket after filling with said material and verify that

said pocket has been properly filled.

6. The apparatus of claim 1, wherein said guide

comprises a plurality of adjustable guide rods.

6. The apparatus of claim 1, wherein said guide

comprises a plurality of adjustable guide rods.

7. The apparatus of claim 6, wherein said guide rods
are positioned to fold said substrate and reorient said substrate

from a horizontal to a vertical alignment.

7. The apparatus of claim 6, wherein said guide rods
are positioned to fold said substrate and reorient said substrate

from a horizontal to a vertical alignment.

8. A method of forming a packette, comprising the

steps of:

advancing a film of substrate;

punching a hole in said substrate;

attaching a closure to said substrate so that said
closure is aligned with said hole;

folding said substrate;

forming first and second side seams and a bottom
seam in said substrate around said closure and said hole to form a
pocket in said substrate;

filling said pocket with material from a bulk source;
and

forming a top seam in said filled pocket.

8. A method of forming a packette, comprising the

steps of:

advancing a film of substrate;

punching a hole in said substrate;

attaching a closure to said substrate so that said
closure is aligned with said hole;

folding said substrate;

forming first and second side seams and a bottom
seam in said substrate around said closure and said hole to form a
pocket in said substrate;

filling said pocket with material from a bulk source;
and

forming a top seam in said filled pocket.

1982522.1 4/18/2012




9. The method of claim 8, further comprising the step
of clipping said substrate to isolate said pocket from any adjacent

substrate.

9. The method of claim 8, further comprising the step
of clipping said substrate to isolate said pocket from any adjacent

substrate.

10. The method of claim 9, further comprising the step

of inspecting said filled pocket.

10. The method of claim 9, further comprising the step

of inspecting said filled pocket.

11. The method of claim 10, wherein the step of
inspecting said filled pocket comprising capturing a digital image of
said filled pocket and analyzing the captured image to verify that

the step of filling said pocket with material was performed correctly.

11. The method of claim 10, wherein the step of
inspecting said filled pocket comprising capturing a digital image of
said filled pocket and analyzing the captured image to verify that

the step of filling said pocket with material was performed correctly.

12. The method of claim 10, wherein said step of

forming comprises heat sealing,

12. The method of claim 10, wherein said step of

forming comprises heat sealing,

13. The method of claim 12, where said step of
attaching said closure to said substrate comprises the step of

ultrasonically welding said closure to said substrate.

13. The method of claim 12, where said step of
attaching said closure to said substrate comprises the step of

ultrasonically welding said closure to said substrate.

14, The method of claim 13, wherein said step of
ultrasonically welding said closure to said substrate comprises

ultrasonically welding said closure to said substrate with 20,000 Hz.

14, The method of claim 13, wherein said step of
ultrasonically welding said closure to said substrate comprises

ultrasonically welding said closure to said substrate with 20,000 Hz.

15. The method of claim 9, further comprising the step

of die cutting said filled pocket after forming the top seam

15. The method of claim 9, further comprising the step

of die cutting said filled pocket after forming the top seam

1982522.1 4/18/2012
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ll. Claims Correspondence Table:

Patentable Claims in

Claims in US Application | the corresponding PCT Explanation regarding the correspondence
application
1-15 1-15 all claims sufficiently correspond, claims in the US are identical to claims in PCT application

lli. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.
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Date

name David L. Nocilly 48259

(Print/Typed) Registration Number
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UNITED STATES PATENT AND TRADEMARK OFFICE

) Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www uspto.gov

MAILED
BAYER MATERIAL SCIENCE LLC ' :
100 BAYER ROAD : MAR 102011
PITTSBURGH, PA 15205 ‘ OFFICE OF PETITIONS
In re Application of
Jonathan R. Heim, et al. _ :
Application No. 12/768,846 - DECISION ON PETITION

Filed: April 28,2010
Attorney Docket No. BMS103010US2

" This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
January 21, 2011, to revive the above-identified application.

The application became abandoned for failure to reply in a timely manner to the Notice to File
Missing Parts of Nonprovisional Application (Notice), mailed May 6,2010. The Notice seta
period for reply of two (2) months from the mail date of the Notice. No extensions of time under
the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the application became
abandoned on July 7, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a reply, (2) the petition fee of $1620, and (3) a proper statement of
unintentional delay.

In view of the above, the petition is GRANTED.

Telephone inquiries concerning this decision should be directed to undersigned at (571) 272-
1642. All other inquiries concerning the examination or status of this application should be
directed to the Office of Patent Application Processing at their hotline 571-272-4000.

This application is being referred to the Office of Patent Application Processing for pre-
examination of the reply received January 21, 2011.

/AMW/

April M. Wise
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office ~
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPLO.gOV

r APPLICATION NO. I FILING DATE l FIRST NAMED INVENTOR ' |'A'ITORNEY DOCKETNO. | CONFIRMATION NO. J -
12/768,868 04/28/2010 Kazunori BAN 4639-113 (W163-US) 6466
22429 7590 03/28/2011
EXAMINER
LOWE HAUPTMAN HAM & BERNER, LLP | J
1700 DIAGONAL ROAD TRAN, KHOI H
SUITE 300 ART UNIT PAPER NUMBER
ALEXANDRIA, VA 22314 r l l
3664
l MAIL DATE I DELIVERY MODE |
03/28/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
2 United States Patent and Trademark Office
AT _ . ) ~ P.0.Box 1450 _
MAR 28 2““‘ Alexandria, VA 22313-1450
LOWE HAUPTMAN HAM & BERNER, LLP
1700 DIAGONAL ROAD
SUITE 300
ALEXANDRIA VA 22314
In re application of : DECISION ON REQUEST TO
Ban et al. :  PARTICIPATE IN PATENT
Application No. 12/768,868 : PROSECUTION HIGHWAY
Filed: April 28, 2010 : " PROGRAM AND PETITION
For: ARTICLE CONVEYING ROBOT :  TO MAKE SPECIAL UNDER
SYSTEM : 37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(a), filed February 19, 2011, to make the
above-identified application special.

The request and petition are GRANTED.

A grantable request to participate in the PPH program and petition to make special
require:

(1) The U.S. application must validly claim priofity under 35 U.S.C. 119(a) to one or
more applications filed in the JPO, USPTO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate; ‘ ' ‘

(3) All the claims in the U.S: application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);
(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the latest Office action from each of the JPO
application(s) containing the allowable/patentable claim(s) along with an English
translation thereof and a statement that the English translation is accurate; .

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in
the JPO Office action along with copies of documents except U.S. patents or U.s.
patent application publications.



al

In light of the preliminary amendment filed February 19, 2011 and the petition being

properly submitted via EFS-Web as is required, the request to participate in the PPH
pilot program complies with the above requirements. Therefore, the above-identified
application has been accorded “special” status. -

-

All other ihquiries concerning the examination or status of the application should be
directed to the Patent Application Information Retrieval (PAIR) system.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Mikado Buiz, Quality
Assurance Specialist, at (571) 272-6578.

/ Mikado Buiz /
Mikado Buiz,
Quality Assurance Specialist
Technology Center 3600

MB/MB: 03/25/11



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor: Laurent Bonnet
Confirmation No.: 8485

Serial No.: 12/768,880

Filing Date: 04-28-2010

L et g gt S et it -

Atty Docket No.: 234837
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status

SIR:

Applicant respectfully submits that Special Status is sought on the basis
that the present invention materially contributes to the development of renawable
energy resources or energy conservation.

The undersigned attorney may be contacted at the number below to
facihifate the resolution of any matters. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 09-0470.

Respectiuily submitted,
General Electric Company
By: /Douglas D. Zhang/

Douglas D. Zhang
Reg. No. 37,985

Dated: January 5, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-8755



Boc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot FTOGRAIE {1E-1)
wvdd for ab‘“‘.\mﬁi‘ LR, OME (333‘\ N‘”"

EFARTMENT OF COauE d

08 3 vl 1N W Lneteod prammier.

Lindier s Fapeneark Bisfustion At of 1488

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Aftemay Docket Appfication Muanber

12STEREQ0 Filing d8te! gaona0io

234837 )
Musmbet: 234837 $iF Rrmen X S

Fiest Mamed

antor, | LtEnt Bomnet

Tiie WIND TURRINE WITH INTEGRATED DESIGN AND CONTROLUNG METHOD

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABQVE-DENTIFIED APRPLICATION, Sew lnstruction Shest on pags 2.

This pelition must be fimely filed elechronically using the USPTO slsctronic Bling svstem, EFS-Weh.
Y By filing this petition:

Applicant is requesting early publication: Applicant herveby requasts early publication under
37 CFR 1.219 and the publication fee set forth In 37 CFR 1.18{d} accompanies this request.

2. By filing this pelititey, applicant is agresing 1o make an elechon without raversa in a lelephonio intervisw and
siact an invention that meets the sligibility requirernents for the Green Technology Pilot Program, ¥ the Office
dutermines that tha claims arg not obviously directed to o singls invention. See instruchion Shestl.

3 This request is actompaniad by statements of special status for the afigibility reguiremaent,

4. The application contains ne mors than thres (3) independent claims and twenty (20} total claims.

8. The application does not contain any mulliple dependent claims.
& Other sHachments: Statement Cormarndng the Basks for the Specisl Ratus

fMounlas D Zhangd V0530
Signature ouglas . Zhang! Date G053
Name  Dougles D Fhang 7 9R5
(Rt Typed) Ruginteatian M mer

Note: Signetsres of gl Ihe Srvenies or g
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In re Application of :

Laurent BONNET : DECISION ON PETITION
Application No. 12/768,880 : TO MAKE SPECIAL UNDER
Filed: April 28, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 234837 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed on January 06, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth 74 Federal Register Notice 64666 (December 8, 2009) and amended by
75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A\
A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Lee W. Young at 571-272-
4549.

The application is being forwarded to the Technology Center Art Unit 2839 for action in
its regular turn.

o wc

Lee W. Young &~
Quality AssuranceSpecialist
Technology Center 2800
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WONG, CABELLO, LUTSCH, RUTHERFORD & BRUCCULERI,
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20333 SH 249 6th Floor
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MAY 2 7-2011
In re Application of ' : OFFICE OF PET ITIONS
Chris Palmer et al. : DECISION ON PETITION
Application No. 12/768,923 : TO WITHDRAW
Filed: April 28, 2010 : FROM RECORD
Attorney Docket No. 09-022-US (149- : '
0228US)

This is a decision on the request to withdraw as attorney of record under 37 CFR §
1.36(b), filed May 17, 2011.

The request is NOT APPROVED.

The request cannot be approved because it lacks the name of the first inventor or the
assignee of record that is associated with the address listed in the request. Therefore,
the change of correspondence address is considered improper.

The Office will only accept correspondence address changes to the most current
address information provided for the assignee of the entire interest who properly
became of record under 37 CFR 3.71, or, if no assignee of the entire interest has
properly been made of record, the most current address information provided for the
first named inventor. 37 CFR 3.71(c) states:

An assignee becomes of record either in a national patent
application or a reexamination proceeding by filing a
statement in compliance with § 3.73(b) that is signed by a
party who is authorized to act on behalf of the assignee.

The assignee must establish its ownership of the patent to the satisfaction of the
Director. In this regard, the statement under 37 CFR 3.73(b) must have either: (i)
documentary evidence of a chain of title from the original owner to the assignee (e.g.,
copy of an executed assignment), and a statement affirming that the documentary
evidence of the chain of title from the original owner to the assignee was or
concurrently is being submitted for recordation pursuant to § 3.11; or (ii) a statement
specifying where documentary evidence of a chain of title from the original owner to
the assignee is recorded in the assignment records of the Office (e.g., reel and frame
number).

All future communications from the Office will continue to be directed to the above-
listed address until otherwise notified by applicant.
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OFFICE OF PETITIONS
In re Application of : _
Chris Palmer et al. C : DECISION ON PETITION
Application No. 12/768,923 : TO WITHDRAW
Filed: April 28, 2010 : : FROM RECORD
Attorney Docket No. 09-022-US (149- ' -
0228US)

This is a decision on the renewed request to withdraw as attorney of record under 37
CFR § 1.36(b), filed June 15, 2011. '

The request is NOT APPROVED.

The request cannot be approved because the Office no longer accept address changes
to a new practitioner/customer number or law firm filed with a request, absent the
filing of a power of attorney to the new representative. Therefore, the change of
correspondence address is still considered to be improper.

As stated in the previous decision of May 27, 2011, the Office will only accept
correspondence address changes to the most current address information provided for
the assignee of the entire interest who properly became of record under 37 CFR 3.71,
or, if no assignee of the entire interest has properly been made of record, the most
current address information provided for the first named inventor. 37 CFR 3.71(c)
states: :

An assignee becomes of record either in a national patent
application or a reexamination proceeding by filing a
statement in compliance with § 3.73(b) that is signed by a
party who is authorized to act on behalf of the assignee.

The assignee must establish its ownership of the patent to the satisfaction of the
Director. In this regard, the statement under 37 CFR 3.73(b) must have either: (i)
documentary evidence of a chain of title from the original owner to the assignee (e.g.,
copy of an executed assignment), and a statement affirming that the documentary
evidence of the chain of title from the original owner to the assignee was or
concurrently is being submitted for recordation pursuant to § 3.11; or (ii) a statement
specifying where documentary evidence of a chain of title from the original owner to
the assignee is recorded in the assignment records of the Office (e.g., reel and frame
number).
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All future communications from the Office will continue to be directed to the above-
listed address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to the undersigned at
(571) 272-4584.
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Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HIGHWAY (PCT-PPH) PiLoT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AND THE USPTO

Appication Nos 12768927 Filng date: | 28 April 2010

First Named Inventor: Adam anht

venion. Downhole Actuator Apparatus Having a Chemically Activated Trigger

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

Th ding PCT )
apzliccc;rtriz?lp::mlt?gr(s) is/are: PCTUG2011/032592

The international filing date of the corresponding
PCT application(s) is/are:

14 Aprif 2011

I. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified
corresponding PCT application(s)

Is attached.

I:l Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

I:] Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.
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ReEQUEST FOR PARTICIPATION IN THE PCT-PPH PiLoT PROGRAM
BETWEEN THE KIPO AND THE USPTO

(continued)

Application No.: 12768827
First Named Inventor] Adgm \,’Vﬂght

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

21 October 2011

Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

D Are attached.
Have already been filed in the above-identified U.S. application on 21 Cctober 2011

Il. Claims Correspondence Table:

Claims in US Application Patentable Claims

in the corresponding Explanation regarding the correspondence
PCT Application
1-25 1-25 identical Correspondence

lil. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signawre  /@wrence R. Youst/ pate 29 Novemnber 2011
(N;'mte}ryped) E‘"awrence R YQUSt Registration Number 38?95

[Page 2 of 2]



PCT/US2011/032592

PATENT COOPERATION TREATY

From the
INTERNATIONAL SEARCHING AUTHORITY
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YOUST LAWRENCE R,

2208 DALLAS TX 75201 USA

LAWRENCE YOUST PLLC 2960 MCKINNON, SUITE

PCT

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY

(PCT Rule 43bis.1)

Date of mailing

(day/monti/year) 30 SEPTEMBER 2011 (30.09.2011)

Applicant's or agent's file reference
09027043 U1

FOR FURTHER ACTION

See paragraph 2 betow

International application Ne.

PCT/US2011/032592

International filing date (day/monthlyear)
14 APRIL 2011 (14.04.2011)

Priority date(day/month/year)
28 APRIL 2010 (28.04.2010)

International Patent Classification (IPC) or both national classification and IPC

E21B 47/12(2006.01)i, E2]1B 23/00(2006.01)i, GO1V 3/60(2006.01}i

Applicant

HALLIBURTON ENERGY SERVICES, INC. etal

Box No.
D Box No. Il

Basis of the opinion

Priority

2. FURTHER ACTION

For further options, see Form PCT/ISA/220.

{. This opinion contains indications relating to the following items:

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability

Reasoned statement under Rule 43bis. 1{a)(i) with régard o novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

Certain defects in the international application

[ ] BoxNo.m

D Box'No. IV Lack ofupity of invention

Box No. V

D Box No. VI Certain docuraents- cited

D Box No. VII

D Box No. VIII Certain observations on the international application

If a demand for international preliminary examination is made, this opinion will-be considered to be a written opinion of the
International Preliminary Examining Authority ("IPEA") except that this does not apply where the applicant chooses an Authority
othier than this one to be the IPEA andthe chosen JPEA has notified the Intenational Burean under Rul¢ 66.1bis(b) that written
opinions of this Intemational Searching Authority will not be so considered.

[f this opinion is, as provided above, considered to be'a written opinion of the IPEA, the applicant is invited to submit to the
IPEA a written reply together, where appropriate, with amendments, before the éxpiration of 3 months from the date of mailing
of Form PCT/ISA/220 or before the expiration of 22 months from the priarity date, whichever expires later.

Name and mailing address of the ISA/KR
Korean Intellectual Property Office
Government Complex-Dagjeon, 189
7 Cheongsa-ro, Seo-gu, Dagjeon 302~
701, Republic of Korea

Facsimile No, 82-42-472-7140

Date of completion of this opinion

30 SEPTEMBER 2011 (30.09.2011)

Authorized officer

KANG, Min Sug

Telephone No.82-42-481-5520

Form PCT/ISA/237 (cover sheet) (July 2011y



WRITTEN OPINION OF THE International application No.

INTERNATIONAL SEARCHING AUTHORITY PCT/US2011/032592

Box No. I Basis of this opinion

1. With regard to the language, this opinion has been established on the basis of :

the international application in the language in which it was filed

D a translation of the international application into , which is the language of a
translation furnished for the purposes of international search (Rules 12.3(a) and 23.1(b))

2. D This opinion has been established taking inte account the rectification of an obvious mistake authorized by or notified

to this Authority under Rule 91 (Rule 4344s.1(a))

3. ‘With regard to any nucleotide and/or amine acid sequence disciosed in the international application, this opinion has been
established on the basis of:

a. a sequence listing filed or furnished
on paper
D in electroni¢ form

b. time of filing or furnishing
contained in the international-application as filed.
E] filed together with the international application in electronic form.
D furnished subsequently to this Anthority for the purposes of search.

4. D 1n addition, in the case that more than one version or copy of a sequenice listing has been filed or furnished, the required
statemnents that the information in the subsequent or additioan! copies is identical to that in the application as filed or does
not go beyond the application as filed, as appropriate, were furnished.

5. Additional comments:

Form PCT/HSA/237 (Box No. Iy( July 2011)



WRITTEN OPINION OF THE International application No.

INTERNATIONAL SEARCHING AUTHORITY PCT/US2011/032592

Box No.V Reasened statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

1. Statement

Novelty (N) Claims 1728 YES
Claims NONE NO

Inventive step (IS) Claims 1-25 YES
Claims ~NONE NO

Tndustrial applicability 1A} Claims  1-25 YES
Claims NONE NO

2. Citations and explanations :

Reference is made to the following documents:

D1: US 6554074 B2 (LONGBOTTOM; JIM ROBERT) 29 April 2003

DZ: WO 2009-098498 A1l (CALEDYNE LIMITED et al.) 13 August 2009
D3: US 6340062 Bl (SKINNER: NEAL G.) 22 January 2002

D4: US 05558153 A (HOLCOMBE: MICHAEL W. et al.) 24 September 1996

1. Novelty and Inventive Step

1.1 Claims 1-20

1.1.1 Independent Claims 1, 16

The subject matter of Independent claims 1, 16 differs from these prior art documents
in that an downhole actuator apparatus in claims 1, 16 comprises a piston(66) and a
fluid(70). And these are not obvious to a person skilled in the art by the documents,
taken alone or in combination. Therefore, claims 1, 16 meet the requirements of PCT
Article 33(2) and (3) with respect to novelty and inventive step.

1.1.2 Dependent Claims 2-15, 17-20
Claims 2-15 are dependent on claim 1 and claims 17-20 are dependent on claim 16.
Therefore claims 2-15, 17-20 meet the reguirements of PCT Article 33(2) and (3).

1,2 Claims 21-25

1.2.1 Independent Claim 21

The subject matter of Independent elaim 21 differs from these prior art documents in
that an downhole actuator apparatus in claim 21 comprises a fluid(70); and a control
system(B84). And these are not obvious to a person skilled in the art by the documents,
taken alone or in combination., Therefore, claim 21 meets the requirements of PCT
Article 33(2) and (3) with respect to novelty and inventive step.

1.2.2 Dependent Claims 22-25
Claims 29-25 are dependent on claim 21 and therefore meet the requirements of PCT

Article 33(2) and (3).

2, Industrial Applicability
Claims 1-25 are industrially applicable under PCT Article 33(4).

Form PCT/ISA/237 (Box No. V) (July 2011)
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9°SQ892 Fig.2A

(57) Abstract: A downhole actuator apparatus that selectively maintains a pressure ditferential between two pressure regions in a
well. The apparatus includes a body defining first and second chambers. A piston is slidably disposed in the body and is selective-
ly moveable between first and second positions. A barrier is disposed in the body to selectively separate the first and second
chambers. A fluid is disposed in the first chamber between the barrier and the piston. A control system that is at least partially dis-
posed within the body is operable to generate an output signal responsive to receipt of a predetermined input signal. The output
signal is operable to create a failure of the barrier such that at least a portion of the fluid flows from the first chamber to the second
chamber and the piston moves from the first position to the second position.
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DOWNHOLE ACTUATOR APPARATUS HAVING A CHEMICALLY
ACTIVATED TRIGGER

FIELD OF THE INVENTION

[0001] This invention relates, in general, to equipment utilized in conjunction with
operations performed in subterranean wells and, in particular, to a downhole actuator

apparatus having a chemically activated trigger.

BACKGROUND OF THE INVENTION

[0002] Without limiting the scope of the present invention, its background will be
described in relation to setting packer assemblies, as an example.

[0003] In the course of completing a subterrancan well, one or more packer
assemblies are commonly installed at various locations within the well to isolate the wellbore
annulus from the production tubing. Typically, a packer assembly incorporates a slip
arrangement for securing the packer against the casing or liner wall and an expandable
clastomeric element for creating a reliable hydraulic seal to isolate the annulus. In this
manner, the packer assemblies are capable of supporting the production tubing and other
completion equipment in the well and providing a seal between the outside of the production
tubing and the inside of the well casing to block movement of fluids in the annulus to, for
example, isolate a production interval.

[0004] Such production packers as well as other types of downhole tools may be run
downhole on production tubing to a desired depth in the wellbore. Certain production
packers may be set hydraulically by creating a pressure differential across a setting piston.
For example, this pressure differential may be generated by creating a pressure differential
between the fluid within the production tubing and the fluid within the wellbore annulus.
This pressure differential shifts the setting piston to actuate the production packer into sealing
and gripping engagement with the wellbore casing or liner. To prevent premature actuation
of the setting piston, an actuator assembly including a rupture disc may be positioned in the
flow path between the pressure differential. When it is desired to set the production packer,
sufficient pressure may be applied to burst the rupture disc, thereby allowing the actuator
assembly to operate and providing a fluid path for the differential pressure to operate on the

setting piston.
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[0005] As operators increasingly pursue more complicated completions in deep water
offshore wells, highly deviated wells and extended reach wells, the use of rupture discs to
create a downhole pressure barrier has become more difficult due to the lack of pressure
headroom between the downhole hydrostatic pressure and the burst or collapse pressure of
the downhole tubulars. Accordingly, a need has arisen for a downhole actuator assembly
operable to selectively prevent and allow the application of a pressure differential to a
hydraulically set downhole tool. A need has also arisen for such a downhole actuator
assembly that is operable for use in complicated completions in deep water offshore wells,

highly deviated wells and extended reach wells.

SUMMARY OF THE INVENTION

[0006] The present invention disclosed herein is directed to an improved downhole
actuator assembly operable to selectively prevent and allow the application of a pressure
differential to a hydraulically set downhole tool. In addition, the downhole actuator assembly
of the present invention is operable for use in complicated completions in deep water offshore
wells, highly deviated wells and extended reach wells.

[0007] In one aspect, the present invention is directed to a downhole actuator
apparatus that has a body defining first and second chambers and a piston slidably disposed
in the body that is selectively moveable between first and second positions. A barrier is
disposed in the body to seclectively separate the first and second chambers. A fluid is
disposed in the first chamber between the barrier and the piston. A control system that is at
least partially disposed within the body is operable to generate an output signal responsive to
receipt of a predetermined input signal. The output signal is operable to create a failure of the
barrier such that at least a portion of the fluid flows from the first chamber to the second
chamber and the piston moves from the first position to the second position.

[0008] In one embodiment, the body defines a fluid path between two pressure
regions and the piston is sealably disposed in the fluid path to maintain a pressure differential
between the two pressure regions when the piston is in the first position. In this embodiment,
the piston may include a piston area that is exposed to pressure from at least one of the
pressure regions to bias the piston from the first to the second position. Alternatively or
additionally, the piston may be biased toward the second position from the first position by a
spring. In another embodiment, the fluid in the first chamber prevents the piston from

moving to the second position until failure of the barrier. In this embodiment, fluid may be
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one or more substantially incompressible fluids, one or more compressible fluids or may be a
combination of one or more substantially incompressible fluids and one or more compressible
fluids.

[0009] In one embodiment, the barrier may be a disc member. In another
embodiment, the control system may include a signal detector, a control circuit and a trigger,
such that upon receipt of the predetermined input signal by the signal detector, the control
circuit activates the trigger to create the failure of the barrier. In this embodiment, the
predetermined input signal may be a surface generated signal such as a wireless signal, an
electromagnetic signal, an acoustic signal, a pressure signal, an electrical signal, an optical
signal or the like. Alternatively, the predetermined input signal may be a downhole generated
signal such as a signal from a timer, a downhole sensor or the like. Also, in this embodiment,
the output signal may be heat generated by the trigger that melts at least a portion of the
barrier, pressure generated by the trigger that shifts a piercing assembly that forms an
opening through the barrier, a chemical jet generated by the trigger that makes an opening in
the barrier or the like. In this and other embodiments, the trigger may include an energetic
material such as pyrotechnic compositions, flammable solids, explosives, thermites and the
like.

[0010] In another aspect, the present invention is directed to a downhole actuator
apparatus that has a body defining first and second chambers and a fluid path between two
pressure regions. A piston is slidably disposed in the body and selectively moveable between
first and second positions. The piston is sealably disposed in the fluid path to maintain a
pressure differential between the two pressure regions when the piston is in the first position.
A barrier is disposed in the body to selectively separate the first and second chambers. A
fluid is disposed in the first chamber between the barrier and the piston. The fluid is operable
to selectively prevent the piston from moving to the second position. A control system is
disposed at least partially within the body. The control system includes a signal detector, a
control circuit and a thermite trigger, such that upon receipt of a predetermined input signal
by the signal detector, the control circuit activates the thermite trigger to create a failure of
the barrier enabling at least a portion of the fluid to flow from the first chamber to the second
chamber and the piston to move from the first position to the second position, thereby
allowing fluid communication between the two pressure regions.

[0011] In a further aspect, the present invention is directed to a downhole actuator

apparatus that includes a body defining a fluid path between two pressure regions. A barrier
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is disposed in the fluid path to maintain a pressure differential between the two pressure
regions. A control system is at least partially disposed within the body. The control system
includes a signal detector, a control circuit and a thermite trigger, wherein upon receipt of a
predetermined input signal by the signal detector, the control circuit activates the thermite
trigger to create a failure of the barrier, thereby allowing fluid communication between the

two pressure regions.

BRIEF DESCRIPTION OF THE DRAWINGS

[0012] For a more complete understanding of the features and advantages of the
present invention, reference is now made to the detailed description of the invention along
with the accompanying figures in which corresponding numerals in the different figures refer
to corresponding parts and in which:

[0013] Figure 1 is a schematic illustration of a well system including a plurality of
actuators used to operate well tools by controlling fluid communication between pressure
regions in the well according to an embodiment of the present invention;

[0014] Figures 2A-2B are cross sectional views of a downhole actuator apparatus for
controlling fluid communication between pressure regions in the well in first and second
operating positions according to an embodiment of the present invention;

[0015] Figures 3A-3B are cross sectional views of a downhole actuator apparatus for
controlling fluid communication between pressure regions in the well in first and second
operating positions according to an embodiment of the present invention;

[0016] Figures 4A-4B are cross sectional views of a downhole actuator apparatus for
controlling fluid communication between pressure regions in the well in first and second
operating positions according to an embodiment of the present invention; and

[0017] Figures SA-5B are cross sectional views of a downhole actuator apparatus for
controlling fluid communication between pressure regions in the well in first and second

operating configurations according to an embodiment of the present invention.

DETAILED DESCRIPTION OF THE INVENTION

[0018] While the making and using of various embodiments of the present invention
are discussed in detail below, it should be appreciated that the present invention provides

many applicable inventive concepts, which can be embodied in a wide variety of specific
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contexts. The specific embodiments discussed herein are merely illustrative of specific ways
to make and use the invention, and do not delimit the scope of the invention.

[0019] Referring initially to figure 1, a well system that is schematically illustrated
and generally designated 10, includes a plurality of well tools that are interconnected to form
a tubular string 12 that has been installed in casing string 14 that is cemented in a wellbore
16. Each of the illustrated well tools includes an actuator for operating that well tools
between its operating positions or configurations. Specifically, the illustrated well tools are
depicted as a circulating valve 18, a tester valve 20, a multi-sampler tool 22, a packer 24 and
a choke 26. As depicted, actuator 28 is used to operate circulating valve 18, actuator 30 is
used to operate tester valve 20, actuators 32, 34 are used to control flow into sample
chambers 36, 38 of a multi-sampler tool 22, actuator 40 is used to set packer 24 and actuator
42 is used to operate choke 26.

[0020] In each of these cases, the actuators are used to operate the corresponding well
tool by controlling fluid communication between pressure regions in the well. For example,
when the pressure regions are blocked from one another, the well tool is in one position and
when there is fluid communication between the pressure regions, the well tool is actuated to
another position. The pressure regions could be, for example, an interior flow passage 44 of
tubular string 12 and an annulus 46 formed radially between tubular string 12 and casing 14.
In another example, the pressure regions could be interior flow passage 44 of tubular string
12 and an interior chamber within a sample chamber 36, 38 or the pressure regions could be
two chambers with a sample chamber 36, 38 such as a nitrogen charged chamber and an
atmospheric chamber. As a further example, the pressure regions could be sections of a
control line leading from the surface to a well tool, sections of a control line between well
tools or other similar control line configuration. Accordingly, it is to be understood by those
skilled in the art that the actuators of the present invention may be used to operate the
corresponding well tools by controlling fluid communication between any two pressure
regions in the well without departing from the principles of the present invention.

[0021] Even though figure 1 depicts the actuators of the present invention in a
specific well system, it should be understood by those skilled in the art that the actuators of
the present invention are equally well suited for use with a wide variety of well tools in other
types of well systems. Also, even though figure 1 depicts the actuators of the present
invention in a vertical section of a wellbore, it should be understood by those skilled in the art

that the actuators of the present invention are equally well suited for use in wells having other
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configurations including slanted wells, deviated wells, horizontal well or wells having lateral
branches. Accordingly, it should be understood by those skilled in the art that the use of
directional terms such as above, below, upper, lower, upward, downward, left, right and the
like are used in relation to the illustrative embodiments as they are depicted in the figures, the
upward direction being toward the top of the corresponding figure and the downward
direction being toward the bottom of the corresponding figure.

[0022] Referring now to figures 2A-2B, a downhole actuator apparatus for controlling
fluid communication between pressure regions in the well is depicted in first and second
operating positions and is generally designated 50. It should be noted that actuator 50, as
well as the other actuator embodiments described below, may operate as any of the actuators
described above with reference to figure 1 or may operate as a component part or
subassembly of such an actuator assembly, for example, to pilot another component of the
actuator assembly or associated well tool. In the illustrated embodiment, actuator 50 has an
axially extending generally tubular body or housing assembly 52. In the illustrated
embodiment, housing assembly 52 includes two housing members 54, 56 that are securably
coupled together at a threaded coupling 58. Housing member 56 includes a port 60 and a port
62 that are respectively in communication with different pressure regions in the well. For
example, port 60 may be associated with a relatively high pressure region 64, such as the
wellbore annulus, a pressurized gas chamber, the central flow path of a tubular string or the
like. Likewise, port 62 may be associated with a relatively low pressure region 66, such as an
atmospheric chamber, a sample chamber or the like.

[0023] Slidably and sealingly disposed within housing member 56 is a piston 66 that
initially blocks communication between ports 60, 62, as best seen in figure 2A. Piston 66 is
biased to the left by pressure acting on a differential piston area 68. Initially, displacement of
piston 66 to the left is substantially prevented a fluid 70 disposed within a fluid chamber 72.
Fluid 70 is preferably a substantially incompressible fluid such as a hydraulic fluid but could
alternatively be a compressible fluid such as nitrogen, a combination of substantially
incompressible fluids, a combination of compressible fluids or a combination of one or more
compressible fluids with one or more substantially incompressible fluids. Preferably, while
fluid 70 prevents piston 66 from moving sufficiently to the left to open communication
between ports 60, 62, piston 66 is able to float as pressure differences between pressure

region 64 and fluid chamber 72 are balanced.
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[0024] Securably and sealingly positioned between housing member 54 and housing
member 56 is a barrier assembly 74 that includes a barrier 76 and a support assembly 78
having a fluid passageway 80 defined therethrough. Barrier 76 initially prevents fluid 70
from escaping from chamber 72 into a chamber 82 of housing member 54. Barrier 76 is
depicted as a disk member and is preferably formed from a metal but could alternatively be
made from a plastic, a composite, a glass, a ceramic, a mixture of these materials, or other
material suitable for initially containing fluid 70 in chamber 72 but failing in response to an
output signal as described below.

[0025] Positioned within housing member 54 is a control system 84 that includes
numerous components that cooperate together to receive and process a predetermined input
signal and to generate an output signal that creates a failure of barrier 76. For example,
control system 84 includes a signal detector such as a pressure sensor, a strain sensor, a
hydrophone, an antenna or any other type of signal detector which is capable of receiving the
predetermined input signal, which may be in the form of a wireless signal such as an acoustic
signal, pressure pulses, electromagnetic telemetry or the like. Alternatively, the signal
detector could be hard wired to the surface and operable to receive the predetermined input
signal in the form of an electrical signal, an optical signal or the like. As another
alternatively, the signal detector may communicate with other downhole devices which may
be internal or external to housing assembly 52 such as a timer, a downhole sensor or the like
that generates the predetermined input signal.

[0026] The signal detector may include or be in communication with a control circuit
that interprets the input signal, for example, by digitally decoding the input signal, and that
determines whether actuator 50 should be operated. The control circuit is preferably an
electronic circuit including various components such as a microprocessor, a digital signal
processor, random access member, read only member and the like that are programmed or
otherwise operable to recognize the predetermined input signal and to determine whether
actuator 50 should be operated. Control system 84 also includes a downhole power supply
operable to provide the required power to the other elements of control system 84.
Preferably, the power supply is in the form of one or more batteries, however, other types of
power supplies may alternatively be used without departing from the principles of the present
invention. Control system 84 may also include timing devices to delay or control the time
period between receipt of the predetermined input signal and the generation of the output

signal.
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[0027] Control system 84 further includes an output signal generator or trigger
depicted in figure 2A as a chemical jet nozzle assembly 86. Chemical jet nozzle assembly 86
includes a chemical element or energetic material 88, an ignition agent 90 and a nozzle 92.
Chemical element 88 is preferably formed from a composition of a metal powder and a metal
oxide that produces an exothermic chemical reaction at high temperature known as a thermite
reaction. The metal powder used in the composition may include aluminum, magnesium,
calcium, titanium, zinc, silicon, boron and the like. The metal oxide used in the composition
may include boron(IIl) oxide, silicon(IV) oxide, chromium(III) oxide, manganese(IV) oxide,
iron(Ill) oxide, iron(Il, III) oxide, copper(Il) oxide, lead(Il, III, IV) oxide and the like. For
example, a composition of aluminum and iron(Ill) oxide may be used which has a reaction
according to the following equation:

[0028] Fe,O5 + 2A1 -> 2Fe + Al,O3 + Heat

[0029] Use of chemical element 88 that produces a thermite reaction is advantageous
in the present invention as the reactants are stable at wellbore temperatures but produce an
extremely intense exothermic reaction following ignition. Chemical element 88 may also
include a binder material to hold the included chemicals together, including, for example,
TEFLON (TM), VITON (TM), PBAN (polybutadiene acrylonitrile copolymer), HTPB
(hydroxyl-terminated polybutadiene), epoxy and the like.

[0030] In the illustrated embodiment, ignition agent 90 is connected to the control
circuit via an electrical cable 94 so that, when it is determined that actuator 50 should be
operated, the control circuit supplies electrical current to ignition agent 90. Ignition agent 90
is preferably a metal burning fuse such as a magnesium fuse which is activated by the
electrical current. Metal fuses are preferred as metals burn without releasing cooling gases
and can burn at extremely high temperatures. Magnesium fuses are most preferred due to the
reactive nature of magnesium and the temperature at which magnesium burns which is
sufficiently high to ignite chemical element 88. Alternatively, a nichrome wire such as a
NiCr60 wire, may be used to directly ignite chemical element 88. As another alternative, a
nichrome wire may be used in an ignition train to ignite a metal burning fuse which in turn
ignites chemical element 88. In this case, both the nichrome wire and the metal burning fuse
may be considered to be ignition agent 90.

[0031] In the illustrated embodiment, nozzle 92 is designed to focus the heat and
molten materials created in the thermite reaction into a hot jet that is directed towards barrier

76. The hot jet causes a focused hot spot on barrier 76 resulting in the desired failure of
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barrier 76. It is noted that the mode of failure of barrier 76 may including penetrating,
melting, combustion, ignition, weakening or other degradation of barrier 76.

[0032] Even though control system 84 has been described as being positioned within
housing member 54, those skilled in the art will recognize that certain elements of control
system 84 could alternatively be positioned outside of actuator 50 including the signal
detector, the control circuit and the power supply, without departing from the principle of the
present invention. For example, one or more of these components could be located within the
well tool that is to be actuated by actuator 50 or could be located in other tools that are
coupled to actuator 50. For the purposes of the present invention, it is only relevant that the
output signal generator is positioned sufficiently proximate to barrier 76 to cause the desired
failure.

[0033] In operation, the signal detector of control system 84 receives the
predetermined input signal and the control circuit processes the predetermined input signal to
verify the signal. If the control circuit determines that actuator 50 should be operated,
electrical power is supplied from the power supply to ignition agent 90 to initiate the
chemical reaction in chemical element 88. The chemical reaction causes barrier 76 to fail,
creating opening 96 therethrough, as best seen in figure 2B. Fluid communication is thus
established between chamber 72 and chamber 82 through opening 96, which allows fluid 70
to exit chamber 72 as piston 66 is urged to the left by pressure from high pressure region 64
acting on differential piston area 68. Communication is now permitted between pressure
regions 64, 66 via ports 60, 62, as best seen in figure 2B.

[0034] Referring now to figures 3A-3B, a downhole actuator apparatus for controlling
fluid communication between pressure regions in the well is depicted in first and second
operating positions and is generally designated 150. Actuator 150 has an axially extending
generally tubular body or housing assembly 152 including two housing members 154, 156
that are securably coupled together at a threaded coupling 158. Housing member 156
includes ports 160, 162 that are respectively in communication with different pressure
regions 164, 166. Slidably and sealingly disposed within housing member 156 is a piston
166 that initially blocks communication between ports 160, 162, as best seen in figure 3A.
Piston 166 is biased to the left by pressure acting on a differential piston arca 168. Initially,
displacement of piston 166 to the left is substantially prevented a fluid 170 disposed within a
fluid chamber 172. Preferably, while fluid 170 prevents piston 166 from moving sufficiently
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to the left to open communication between ports 160, 162, piston 166 is able to float as
pressure differences between pressure region 164 and fluid chamber 172 are balanced.

[0035] Securably and sealingly positioned between housing member 154 and housing
member 156 is a barrier assembly 174 that includes a barrier 176 and a support assembly 178
having a fluid passageway 180 defined therethrough. Barrier 176 initially prevents fluid 170
from escaping from chamber 172 into a chamber 182 of housing member 154. Positioned
within housing member 154 is a control system 184 that includes a signal detector, a control
circuit, a power supply, optional timing devices and an output signal generator or trigger
depicted in figure 3A as a chemically initiated piercing assembly 186. Chemically initiated
piercing assembly 186 includes a chemical element or energetic material 188, an ignition
agent 190 and a piercing element 192 slidably disposed within a cylinder 194. Chemical
element 188 is preferably a combustible element such as a propellant that has the capacity for
extremely rapid but controlled combustion that produces a combustion event including the
production of a large volume of gas at high temperature and pressure.

[0036] In an exemplary embodiment, chemical element 188 may comprises a solid
propellant such as nitrocellulose plasticized with nitroglycerin or various phthalates and
inorganic salts suspended in a plastic or synthetic rubber and containing a finely divided
metal. Chemical element 188 may comprise inorganic oxidizers such as ammonium and
potassium nitrates and perchlorates such as potassium perchlorate. It should be appreciated,
however, that substances other than propellants may be utilized without departing from the
principles of the present invention, including other explosives, pyrotechnics, flammable
solids or the like. In the illustrated embodiment, ignition agent 190 is connected to the
control circuit via an electrical cable 196 so that, when it is determined that actuator 150
should be operated, the control circuit supplies electrical current to ignition agent 190.

[0037] In operation, the signal detector of control system 184 receives the
predetermined input signal and the control circuit processes the predetermined input signal to
verify the signal. If the control circuit determines that actuator 150 should be operated,
electrical power is supplied from the power supply to ignition agent 190 to initiate the
chemical reaction in chemical element 188. The chemical reaction causes piercing element
192 to move to the right piecing barrier 176, as best seen in figure 3B. Fluid communication
is thus established between chamber 172 and chamber 182 through opening 196, which
allows fluid 170 to exit chamber 172 as piston 166 is urged to the left by pressure from high
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pressure region 164 acting on differential piston arca 168. Communication is now permitted
between pressure regions 164, 166 via ports 160, 162, as best seen in figure 3B.

[0038] Referring now to figures 4A-4B, a downhole actuator apparatus for controlling
fluid communication between pressure regions in the well is depicted in first and second
operating positions and is generally designated 250. Actuator 250 has an axially extending
generally tubular body or housing assembly 252 including two housing members 254, 256
that are securably coupled together at a threaded coupling 258. Housing member 256
includes ports 260, 262 that are respectively in communication with different pressure
regions 264, 266. Slidably and sealingly disposed within housing member 256 is a piston
266 that initially blocks communication between ports 260, 262, as best seen in figure 4A.
Piston 266 is biased to the left by a biasing member depicted as a spiral wound compression
spring 268, however, those skilled in the art will recognize that other types of biasing
member, including other types of mechanical spring or fluid spring, could alternatively be
used without departing from the principle of the present invention. Initially, displacement of
piston 266 to the left is substantially prevented a fluid 270 disposed within a fluid chamber
272.

[0039] Securably and sealingly positioned between housing member 254 and housing
member 256 is a barrier assembly 274 that includes a barrier 276 and a support assembly 278
having a fluid passageway 280 defined therethrough. Barrier 276 initially prevents fluid 270
from escaping from chamber 272 into a chamber 282 of housing member 254. Positioned
within housing member 254 is a control system 284 that includes a signal detector, a control
circuit, a power supply, optional timing devices and an output signal generator or trigger
depicted in figure 4A as a chemical jet nozzle assembly 286. Chemical jet nozzle assembly
286 includes a chemical element or energetic material 288, an ignition agent 290 and a nozzle
292.

[0040] In operation, the signal detector of control system 284 receives the
predetermined input signal and the control circuit processes the predetermined input signal to
verify the signal. If the control circuit determines that actuator 250 should be operated,
electrical power is supplied from the power supply to ignition agent 290 via electrical cable
294 to initiate the chemical reaction in chemical element 288. The chemical reaction causes
barrier 276 to fail, as best seen in figure 4B. Fluid communication is thus established

between chamber 272 and chamber 282 through opening 296, which allows fluid 270 to exit
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chamber 272 as piston 266 is urged to the left by spring 268. Communication is now
permitted between pressure regions 264, 266 via ports 260, 262, as best seen in figure 4B.
[0041] Referring now to figures 5A-5B, a downhole actuator apparatus for controlling
fluid communication between pressure regions in the well is depicted in first and second
operating positions and is generally designated 350. Actuator 350 has an axially extending
generally tubular body or housing assembly 352 including two housing members 354, 356
that are securably coupled together at a threaded coupling 358. Housing member 356
includes ports 360, 362 that are respectively in communication with different pressure
regions 364, 366. Positioned within port 360 is a barrier 376 that is operable to initially
prevent fluid communication between pressure regions 364, 366. Positioned within housing
assembly 352 is a control system 384 that includes a signal detector, a control circuit, a power
supply, optional timing devices and an output signal generator or trigger depicted in figure
4A as a chemical jet nozzle assembly 386. Chemical jet nozzle assembly 386 includes a
chemical element or energetic material 388, an ignition agent 390 and a nozzle 392.

[0042] In operation, the signal detector of control system 384 receives the
predetermined input signal and the control circuit processes the predetermined input signal to
verify the signal. If the control circuit determines that actuator 350 should be operated,
electrical power is supplied from the power supply to ignition agent 390 via electrical cable
394 to initiate the chemical reaction in chemical element 388. The chemical reaction causes
barrier 376 to fail, as best seen in figure 5B. Communication is now permitted between
pressure regions 364, 366 via ports 360, 362, as best seen in figure 5B.

[0043] While this invention has been described with reference to illustrative
embodiments, this description is not intended to be construed in a limiting sense. Various
modifications and combinations of the illustrative embodiments as well as other
embodiments of the invention will be apparent to persons skilled in the art upon reference to
the description. It is, therefore, intended that the appended claims encompass any such

modifications or embodiments.

12



10

15

20

25

30

WO 2011/139520 PCT/US2011/032592

What is claimed is:

1. A downhole actuator apparatus comprising:

a body defining first and second chambers;

a piston slidably disposed in the body and selectively moveable between first and
second positions;

a barrier disposed in the body and selectively separating the first and second
chambers;

a fluid disposed in the first chamber between the barrier and the piston; and

a control system at least partially disposed within the body, the control system
operable to generate an output signal responsive to receipt of a predetermined input signal,
the output signal operable to create a failure of the barrier such that at least a portion of the
fluid flows from the first chamber to the second chamber and the piston moves from the first

position to the second position.

2. The apparatus as recited in claim 1 wherein the body defines a fluid path
between two pressure regions and wherein the piston is sealably disposed in the fluid path to
maintain a pressure differential between the two pressure regions when the piston is in the

first position.

3. The apparatus as recited in claim 2 wherein the piston includes a piston area

that is exposed to pressure from at least one of the pressure regions.

4. The apparatus as recited in claim 1 wherein the piston is biased toward the

second position from the first position by a spring.

5. The apparatus as recited in claim 1 wherein the fluid prevents the piston from

moving to the second position until failure of the barrier.

6. The apparatus as recited in claim 1 wherein the barrier further comprises a

disc member.

7. The apparatus as recited in claim 1 wherein the fluid further comprises a

substantially incompressible fluid.
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8. The apparatus as recited in claim 1 wherein the fluid further comprises a

compressible fluid.

9. The apparatus as recited in claim 1 wherein the control system further
comprises a signal detector, control circuit and a trigger, wherein upon receipt of the
predetermined input signal by the signal detector, the control circuit activates the trigger to

create the failure of the barrier.

10.  The apparatus as recited in claim 9 wherein the predetermined input signal
further comprises a surface generated signal selected from the group consisting of a wireless
signal, an electromagnetic signal, an acoustic signal, a pressure signal, an electrical signal and

an optical signal.

11.  The apparatus as recited in claim 9 wherein the predetermined input signal
further comprises a downhole generated signal selected from the groups consisting of a timer

generated signal and a sensor generated signal.

12.  The apparatus as recited in claim 9 wherein the output signal further comprises

heat generated by the trigger that melts at least a portion of the barrier.

13.  The apparatus as recited in claim 9 wherein the output signal further comprises
pressure generated by the trigger that shifts a piercing assembly that forms an opening

through the barrier.

14.  The apparatus as recited in claim 9 wherein the output signal further comprises

a chemical jet generated by the trigger that makes an opening in the barrier.
15. The apparatus as recited in claim 9 wherein the trigger further comprises an

energetic material selected from the group consisting of pyrotechnic compositions,

flammable solids, explosives and thermites.
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16. A downbhole actuator apparatus comprising:

a body defining first and second chambers and a fluid path between two pressure
regions;

a piston slidably disposed in the body and selectively moveable between first and
second positions, the piston sealably disposed in the fluid path to maintain a pressure
differential between the two pressure regions when the piston is in the first position;

a barrier disposed in the body and selectively separating the first and second
chambers;

a fluid disposed in the first chamber between the barrier and the piston, the fluid
operable to selectively retain the piston in the first position; and

a control system at least partially disposed within the body, the control system
including a signal detector, a control circuit and a trigger, wherein upon receipt of a
predetermined input signal by the signal detector, the control circuit activates the trigger to
create a failure of the barrier such that at least a portion of the fluid flows from the first
chamber to the second chamber and the piston moves from the first position to the second
position, thereby allowing fluid communication between the two pressure regions.

17.  The apparatus as recited in claim 16 wherein the barrier further comprises a

disc member.

18. The apparatus as recited in claim 16 wherein the trigger further comprises a

thermite trigger that melts at least a portion of the barrier.

19.  The apparatus as recited in claim 16 wherein the trigger further comprises a

thermite trigger that propels a mechanical piercing assembly into the barrier.

20. The apparatus as recited in claim 16 wherein the trigger further comprises a

thermite trigger that discharges a chemical jet that makes an opening in the barrier.

15



10

15

20

WO 2011/139520 PCT/US2011/032592

21. A downbhole actuator apparatus comprising:

a body defining a fluid path between two pressure regions;

a barrier disposed in the fluid path to maintain a pressure differential between the two
pressure regions; and

a control system at least partially disposed within the body, the control system
including a signal detector, a control circuit and a thermite trigger, wherein upon receipt of a
predetermined input signal by the signal detector, the control circuit activates the thermite
trigger to create a failure of the barrier, thereby allowing fluid communication between the

two pressure regions.

22.  The apparatus as recited in claim 21 wherein the barrier further comprises a

disc member.

23.  The apparatus as recited in claim 22 wherein the thermite trigger melts at least

a portion of the barrier.

24, The apparatus as recited in claim 21 wherein the thermite trigger propels a

mechanical piercing assembly into the barrier.

25. The apparatus as recited in claim 21 wherein the thermite trigger discharges a

chemical jet that makes an opening in the barrier.
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INTERNATIONAL SEARCH REPORT International application No.
PCT/US2011/032592

A. CLASSIFICATION OF SUBJECT MATTER

E21B 47/12(2006.01)i, E21B 23/00(2006.01)i, GO1V 3/00(2006.01)i

According to International Patent Classification (IPC) or to both national classification and IPC

B. FIELDS SEARCHED

Minimum documentation searched (classification system followed by classification symbols)
E21B 47/12; E21B 23/04; E21B 34/06; E21B 43/00; E21B 49/00; E21B 4/04

Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched
Korean utility models and applications for utility models
Japanese utility models and applications for utility models

Electronic data base consulted during the international search (name of data base and, where practicable, search terms used)
eKOMPASS(KIPO internal) & Keywords:set packer, rupture, chemically activated trigger, piston, barrier

C. DOCUMENTS CONSIDERED TO BE RELEVANT

Category* Citation of document, with indication, where appropriate, of the relevant passages Relevant to claim No.

A US 6554074 B2 (LONGBOTTOM; JIM ROBERT) 29 April 2003 1-25
See column 5, & and figures 2-3.

A WO 2009-098498 A1 (CALEDYNE LIMITED et al.) 13 August 2009 1-25
See page 7 and figure 5.

A US 6340062 B1 (SKINNER; NEAL G.) 22 January 2002 1-25
See colums 56 and figure 2H.

A US 055581534 A (HOLCOMBE; MICHAEL W. et al.) 24 September 1996 1-25
See column 6, claim 1 and figure 3.

|:| Further documents are listed in the continuation of Box C. }AV‘ See patent family annex.

* Special categories of cited documents: "T" later document published after the international filing date or priority

"A" document defining the general state of the art which is not considered date and not in conflict with the application but cited to understand
to be of particular relevance the principle or theory underlying the invention

"E"  earlier application or patent but published on or after the international "X" document of particular relevance; the claimed invention cannot be
filing date considered novel or cannot be considered to involve an inventive

"L"  document which may throw doubts on priority claim(s) or which is step when the document is taken alone
cited to establish the publication date of citation or other "Y" document of particular relevance; the claimed invention cannot be
special reason (as specified) considered to involve an inventive step when the document is

"O" document referring to an oral disclosure, use, exhibition or other combined with one or more other such documents,such combination
means being obvious to a person skilled in the art

"P"  document published prior to the international filing date but later "&" document member of the same patent family

than the priority date claimed

Date of the actual completion of the international search Date of mailing of the international search report
30 SEPTEMBER 2011 (30.09.2011) 30 SEPTEMBER 2011 (30.09.2011
Name and mailing address of the ISA/KR Authorized officer I
' Korean Intellectual Property Office s
Government Complex-Daejeon, 189 Cheongsa-ro, KANG, Min Sug N i
) Seo-gu, Daejeon 302-701, Republic of Korea o
Facsimile No. 82-42-472-7140 Telephone No.  82-42-481-5520

Form PCT/ISA/210 (second sheet) (July 2009)




INTERNATIONAL SEARCH REPORT International application No.

Information on patent family members PCT/US2011/032592

Patent document Publication Patent family Publication

cited in search report date member(s) date

US 6554074 B2 29.04.2003 US 2002-121377 A1l 05.09.2002

WO 2009-098498 A1 13.08.2009 EP 2250338 A1 17.11.2010
US 2011-0036585 At 17.02.2011

US 6340062 B1 22.01,2002 US 2002-0023780 A1l 28.02.2002
US 2002-0027006 A1 07.03.2002
US 6412558 B1 02.07.2002
US 6457539 B1 01.10.2002

US 05558153A A 24.09. 1996 GB 2294486 A 01.05. 1996

Form PCT/ISA/210 (patent family annex) (July 2009)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www uspto.gov

LAWRENCE R. YOUST
" Lawrence Youst PLLC

One Waterway Court S ACis
Suite 3B ‘ MA"_ED
The Woodlands TX 7738Q JAN 17 2012

OFFICE OF PETITIONS
In re Application of _ _

WRIGHT et al. : DECISION ON REQUEST TO
Application No.: 12/768,927 . : PARTICIPATE IN THE PATENT
Filed: April 28, 2010 : PROSECUTION HIGHWAY
Attorney Docket No.: 2009-IP- : PROGRAM AND PETITION
027043 U1 US ' : TO MAKE SPECIAL UNDER

For: DOWNHOLE ACTUATOR : 37 CFR 1.102(a)
APPARATUS HAVING A CHEMICALLY :
ACTIVATED TRIGGER

This is a decision on the request to participate in the PCT Patent Prosecution Highway
(PCT-PPH) pilot program and the petition under 37 CFR 1. 102(a) filed on November
29, 2011, to make the above-identified application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make
special require: '

(1) The U.S. application must have an eligible relationship to one or more PCT
applications where the ISA or IPEA are the JPO, EPO, KIPO, NPI, NBPR, or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work
product in the international stage or applicant must identify and explain why the
claim(s) is/are not subject to the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have
novelty, inventive step, and industrial applicability along with an English translation
thereof and a statemernt that the English translation is accurate, if the claims are not
in the Enghsh language; :

(4) All the claims in the U.S. application must sufficiently correspond or be amended
to sufficiently correspond to the claim(s) that have novelty, inventive step, and
industrial applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;
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(6) Applicant must submit a copy of the latest international work product from the
PCT application indicating that the claim(s) have novelty, inventive step, and
industrial applicability along with an English translation thereof and a statement that
the English translation is accurate if the latest international work product is not in the
English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in
the international work product along with copies of documents except U.S. patents or
U.S. patent application publications.

The request to participate in the PCT-PPH pilot program and petition comply with the
above requirements. Accordingly, the above-identified application has been accorded
“special” status. ' '

Telephone inquiries concerning this decision should be directed to JoAnne Burke at
571-272-4584.

All other inquiries concerning the examination or status of the application is
accessible in the PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits
commensurate with this decision once this application’s formality reviews have been
completed.

AOfﬁce of Petitions
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UNITED STATES PATENT AND TRADEMARK OFFICE

DIEHL SERVILLA LLC

33 WOOD AVE SOUTH
SECOND FLOOR, SUITE 210
ISELIN, NJ 08830

In re Application of

SWEENEY, Sean et al.

Application No. 12/768,953

Filed: April 28,2010

Attorney Docket No. ANS0189-00US

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED
NOV 02 2010
QOFFICE OF PETITIONS
DECISION ON PETITION

TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed September 30, 2010.

The request is moot because a revocation of power of attorney has been previously filed.

A review of the file record indicates that the power of attorney to DIEHL SERVILLA LLC has
been revoked by the assignee of the patent application on September 30, 2010. Accordingly, the

request to withdraw under 37 C.F.R. § 1.36(b) is moot.

Al future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to Tredelle Jackson at 571-272-

2783.

/Tredelle D. Jackson/
Paralegal Specialist
Office of Petitions

cc: MOSER IP LAW GROUP/ANSELL LIMITED
1030 BROAD STREET, SUITE 203
SHREWSBURY NJ 07702



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspio.gov

MAILED

JUN 282011
MARSH, FISCHMANN & BREYFOGLE LLP :
8055 East Tufts Avenue QFFICE OF PETITIONS
Suite 450
Denver CO 80237

In re Application of:

HEIMET AL.

Serial No.: 12/768,962 :

Filed: April 28, 2010 . DECISION ON PETITION

Attorney Docket No.: 40197-00593

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
June 7, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, November 10, 2010, which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on February 11, 2011.

The petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in
that (1) the reply in the form of an amendment; (2) the petition fee of $810.00; and (3) a
statement of unintentional delay. Accordingly, the reply to the non-final Office action of
November 10, 2010 is accepted as having been unintentionally delayed.

It is not apparent whether the person signing the statement of unintentional delay was in a
position to have firsthand or direct knowledge of the facts and circumstances of the delay at
issue. Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997). In the event that
such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry results
in the discovery that it is not correct that the entire delay in filing the required reply from the due
date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, petitioner must notify the Office.
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On Petition

This application is being referred to Technology Center AU 1787 for processing of the
amendment and for appropriate action by the Examiner in the normal course of business in
accordance with 37 CFR 1.114.

Any questions concerning this matter may be directed to Jose’ G Dees at (571) 272-1569.

?

Christopher Bottorff
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USplo.gov

[ APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. l
12/769,089 04/28/2010 Masatoshi HOMAN 26160 6894
23389 7590 03/18/2011
SCULLY SCOTT MURPHY & PRESSER, PC [ EXAMINER |
400 GARDEN CITY PLAZA
SUITE 300 L ART UNIT I PAPER NUMBER |

GARDEN CITY, NY 11530 3735

l MAIL DATE I DELIVERY MODE

03/18/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

SCULLY SCOTT MURPHY & PRESSER, PC
400 GARDEN CITY PLAZA

SUITE 300

GARDEN CITY NY 11530

In re Application of :

HOMAN, MASATOSHI et al : DECISION ON REQUEST TO
Application No. 12/769,089 : PARTICIPATE IN PATENT
Filed: April 28,2010 : PCT/PROSECUTION HIGHWAY
Attorney Docket No. 26160 : PROGRAM AND PETITION

For: MEDICAL SYSTEM AND METHOD OF TO MAKE SPECIAL UNDER

SWITCHING ANTENNA - . 37CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed March 17, 2011 to make the above-identified
application special.

The request and petition are granted.
A grantable request to participate in the PPH pilot program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO/PCT
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the JPO/PCT
application(s) containing the allowable/patentable claim(s) along with an English translation
thereof and a statement that the English translation is accurate; and

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in the JPO
office action along with copies of documents except U.S. patents or U.S. patent application
publications.



In light of the petition being properly submitted, the request to participate in the PPH program
and the petition comply with the above requirements. Accordingly, the above-identified
application has been accorded “special” status.

The applicant is encouraged to cite and submit all relevant prior art references, if any, to
facilitate examination in this application. This application will be forwarded to an examiner for
examination.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen at 571-272-
4856. All other inquiries concerning the examination or status of the application should be
directed to Chuck Marmor, SPE of Art Unit 3735, and 571-272-4730 for Class 600/302 and also
accessible in the PAIR system at http://www.uspto.gov/ebc.index.html.

Petition is granted.

/Henry C. Yuen/

Henry C. Yuen, Special Programs Examiner

Technology Center 3700 — Mechanical Engineering,

Manufacturing and Products Cor
571-272-4856



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED

COZEN O'CONNOR, P.C.

1900 MARKET STREET JUN 08 ?»01 !
PHILADELPHIA PA 19103-3508 QFFICE OF PETITIONS
In re Application of

BIDDULPH-KRENTAR, Brian ;

Application No. 12/769,170 : DECISION ON PETITION
Filed: April 28,2010 : UNDER 37 CFR 1.78(a)(6)

Attorney Docket No. HITA0001-100

This is a decision on the petition under 37 CFR 1.78(a)(6), filed May 12, 2011, to accept an
unintentionally delayed claim under 35 U.S.C. § 119(e) for the benefit of priority to a prior-filed
provisional application.

The petition is DISMISSED.

A petition under 37 CFR 1.78(a)(6) is only applicable to those applications filed on or after
November 29, 2000. Further, the petition is appropriate only after expiration of the period
specified in 37 CFR 1.78(a)(5)(ii) and must be filed during the pendency of the nonprovisional
application. In addition, the petition must be accompanied by:

1) the reference required by 35 U.S.C. § 119(e) and 37 CFR 1.78(a)(5)(i)
to the prior-filed application, unless previously submitted,;

2) the surcharge set forth in § 1.17(t); and.

3) a statement that the entire delay between the date the claim was due
under 37 CFR 1.78(a)(5)(i1) and the date the claim was filed was
unintentional. The Director may require additional information
where there is a question whether the delay was unintentional.

The petition does no comply with item (1).

The reference required by 37 CFR 1.78(a)(5) must be included in an ADS or the
specification must contain or be amended to contain such reference in the first
sentence(s) following the title. Petitioner has not provided the required reference and
therefore fails to comply.
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In regards to item (3), 37 CFR § 1.78(a)(6) requires a statement that the entire delay between the
date the claim was due under 37 CFR § 1.78(a)(5)(ii) and the date the claim was filed was
unintentional. Since the statement appearing in the petition varies from the required language,
the statement is being construed as the statement required by 37 CFR §1.78(a)(6). If this is not a
correct reading of the statement appearing in the petition, petitioner should promptly notify the
Office.

Accordingly, before the petition under 37 CFR 1.78(a)(6) can be granted, a renewed petition
under 37 CFR 1.78(a)(6) and either an Application Data Sheet or a substitute amendment
(complying with 37 CFR 1.121 and 37 CFR 1.76(b)(5)) with the required reference is required.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
- Alexandria, VA 22314

By fax:- (571) 273-8300
ATTN: Office of Petitions

Any questions concerning this matter may be directed to Jose’ G Dees at (571) 272-1569.

Petitions £xaminer
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

COZEN O'CONNOR, P.C.
1900 MARKET STREET MAILED
PHILADELPHIA PA 19103-3508

SEP 13201
OFFICE OF PETITIONS
In re Application of
BIDDULPH-KRENTAR, Brian :
Application No. 12/769,170 : DECISION ON PETITION
Filed: April 28, 2010 : UNDER 37 CFR 1.78(a)(6)

Attorney Docket No. HITA0001-100

This is a decision on the renewed petition under 37 CFR 1.78(a)(6), filed September 2, 2011, to
accept an unintentionally delayed claim under 35 U.S.C. § 119(e) for the benefit of priority to a
prior-filed provisional application. '

The petition is DISMISSED.

A petition under 37 CFR 1.78(a)(6) is only applicable to those applications filed on or after
November 29, 2000. Further, the petition is appropriate only after expiration of the period
specified in 37 CFR 1.78(a)(5)(ii) and must be filed during the pendency of the nonprovisional
application. In addition, the petition must be accompanied by:

(1) the reference required by 35 U.S.C. § 119(e) and 37 CFR 1.78(a)(5)(i)
to the prior-filed application, unless previously submitted;

2) the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the claim was due
under 37 CFR 1.78(a)(5)(i1) and the date the claim was filed was
unintentional. The Director may require additional information
where there is a question whether the delay was unintentional.

The petition does not comply with item (1).

The reference to add the above-noted, prior-filed application in the first paragraph of
the specification on page one is not acceptable as drafted since it improperly
incorporates by reference the prior-filed application. An incorporation by reference
statement added after an application’s filing date is not effective because no new
matter can be added to an application after its filing date (see 35 U.S.C. § 132(a)).
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If an incorporation by reference statement is included in an amendment to the specification to
add a benefit claim under 35 U.S.C. § 120 after the filing date of the application, the amendment
would not be proper. When a benefit claim under 35 U.S.C. § 120 is submitted after the filing of
an application, the reference to the prior application cannot include an incorporation by reference
statement of the prior application. See Dart Industries v. Banner, 636 F.2d 684, 207 USPQ 273
(C.A.D.C. 1980). Note MPEP §§ 201.06(c) and 608.04(b).

Accordingly, before the petition under 37 CFR 1.78(a)(6) can be granted, a renewed petition
under 37 CFR 1.78(a)(6) and either an Application Data Sheet or a substitute amendment
(complying with 37 CFR 1.121 and 37 CFR 1.76(b)(5)) with the required reference is required.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

Any questions concerning this matter may be directed to Jose’ G Dees at (571) 272-1569.

@uc'

Petitio xaminer
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450
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COZEN O'CONNOR, P.C. MAILED

1900 MARKET STREET

PHILADELPHIA PA 19103-3508 NOvV 072011
OFFICE OF PETITIONS

" In re Application of

BIDDULPH-KRENTAR, Brian :

Application No. 12/769,170 : DECISION ON PETITION
Filed: April 28, 2010 :  UNDER 37 CFR 1.78(a)(6)
Attorney Docket No.: HITA0001-100

This is a decision on the renewed petition under 37 CFR 1.78(a)(6), filed October 21, 2011, to
accept an unintentionally delayed claim under 35 U.S.C. §119(e) for the benefit of the prior-filed
provisional application set forth in the concurrently filed Amendment.

The petition is GRANTED.

A petition under 37 CFR 1.78(a)(6) is only applicable to those applications filed on or after
November 29, 2000. Further, the petition is appropriate only after expiration of the period
specified in 37 CFR 1.78(a)(5)(ii) and must be filed during the pendency of the nonprovisional
application. In addition, the petition must be accompanied by:

(1) the reference required by 35 U.S.C. § 119(e) and 37 CFR 1.78(a)(5)(i)
to the prior-filed application, unless previously submitted;

) the surcharge set forth in § 1.17(t); and

3 a statement that the entire delay between the date the claim was due
under 37 CFR 1.78(a)(5)(ii) and the date the claim was filed was
unintentional. The Director may require additional information
where there is a question whether the delay was unintentional.

Additionally, the instant nonprovisional application must be pending at the time of filing of the
reference to the prior-filed provisional application as required by 37 CFR 1.78(a)(5)(ii). Further,
the nonprovisional application claiming the benefit of the prior-filed provisional application must
have been filed within twelve months of the filing date of the prior-filed provisional application.

All of the above requirements having been satisfied, the late claim for priority under 35 U.S.C. §
119(e) is accepted as being unintentionally delayed.



Application No. 12/769,170 2

The granting of the petition to accept the delayed benefit claim to the prior-filed application
under 37 CFR 1.78(a)(6) should not be construed as meaning that this application is entitled
to the benefit of the filing date of the prior-filed application. In order for this application to be
entitled to the benefit of the prior-filed application, all other requirements under 35 U.S.C.
§119(e) and 37 CFR 1.78(a)(4) and (a)(5) must be met. Similarly, the fact that the corrected
Filing Receipt accompanying this decision on petition includes the prior-filed application
should not be construed as meaning that applicant is entitled to the claim for benefit of
priority to the prior-filed application noted thereon. Accordingly, the examiner will, in due
course, consider this benefit claim and determine whether the application is entitled to the
benefit of the earlier filing date.

A corrected Filing Receipt, which includes the priority claim to the prior-filed provisional
application, accompanies this decision on petition. '

Any inquiries concerning this decision may be directed to Jose’ G Dees at (571) 272-1569. All
other inquiries concerning either the examination procedures or status of the application should
be directed to the Technology Center.

The application is being forwarded to Technology Center AU 2165 for consideration by the
examiner of the claim under 35 U.S.C. §119(e) for the benefit of priority to the prior-filed
provisional application.

ose G Dees
Petitions Examiner
Office of Petitions

ATTACHMENT: Corrected Filing Receipt
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UNITED STATES DEPARTMENT OF COMMERCE
United Stutes Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

www.uspto.gov

APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE RECD ATTY.DOCKET.NO TOT CLAIMS]IND CLAIMS
12/769,170 04/28/2010 2165 1066 HITAO0001-100 20 4
_ CONFIRMATION NO. 7047
34132 CORRECTED FILING RECEIPT

COZEN O'CONNOR, P.C.

5600 MARKET STRELT T

PHILADELPHIA, PA 19103-3508
' Date Mailed: 11/07/2011

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Brian Biddulph-Krentar, Exton, PA;
Power of Attorney: The patent practitioners associated with Customer Number 34132

Domestic Priority data as claimed by applicant
This appln claims benefit of 61/174,173 04/30/2009

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)

Permission to Access - A proper Authorization to Permit Access to Application by Participating Offices
(PTO/SB/39 or its equivalent) has been received by the USPTO.

If Required, Foreign Filing License Granted: 05/06/2010

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 12/769,170 ‘
Projected Publication Date: Not Applicable
Non-Publication Request: No

Early Publication Request: No
** SMALL ENTITY **
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Title

CRITICAL TEST RESULT MANAGEMENT SYSTEM AND METHOD
Preliminary Class

707

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application’s filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/generalf/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
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set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
itis revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

SelectUSA

The United States represents the largest, most dynamic marketplace in the world; an unparalieled location for
innovation and commercialization of new technologies. Through SelectUSA, our nation works to encourage,
facilitate, and accelerate business investment. Go to www.SelectUSA.gov for more information. Whether
you choose to visit www.SelectUSA.gov will have no effect on the examination of your patent application.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
Jack|. Hanoka

12769171 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 28,2010

Attorney Docket No.  STJ-00401

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 07-MAR-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



PTO/SB/140

Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request PETITION TO WITHDRAW AN APPLICATION FROM ISSUE AFTER PAYMENT OF

THE ISSUE FEE UNDER 37 CFR 1.313(c)

Application Number 12769182

Filing Date 28-Apr-2010

First Named Inventor Hiroyuki FUJINUMA

Art Unit 1761

Examiner Name EISA ELHILO

Attorney Docket Number 358911U50CIP

Title

HEAD HAIR DYEING METHOD

An application may be withdrawn from issue for further action upon petition by the applicant. To request that the Office
withdraw an application from issue, applicant must file a petition under this section including the fee set forth in § 1.17(h) and a
showing of good and sufficient reasons why withdrawal of the application from issue is necessary.

APPLICANT HEREBY PETITIONS TO WITHDRAW THIS APPLICATION FROM ISSUE UNDER 37 CFR 1.313(c).

A grantable petition requires the following items:

(1) Petition fee; and

(2) One of the following reasons:

(a) Unpatentability of one or more claims, which must be accompanied by an unequivocal statement that one or more claims
are unpatentable, an amendment to such claim or claims, and an explanation as to how the amendment causes such claim or
claims to be patentable;

{(b) Consideration of a request for continued examination in compliance with § 1.114 (for a utility or plant application only); or
{c) Express abandonment of the application. Such express abandonment may be in favor of a continuing application, but not a
CPA under 37 CFR 1.53(d).

Petition Fee
] Applicant claims SMALL ENTITY status. See 37 CFR 1.27.
] Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g}(2).
] Applicant(s) status remains as SMALL ENTITY.

< Applicant(s) status remains as other than SMALL ENTITY

Reason for withdrawal from issue




(3 Oneor more claims are unpatentable

(® Consideration of a request for continued examination (RCE) (List of Required Documents and Fees)

O Applicant hereby expressly abandons the instant application {(any attorney/agent signing for this reason must
have power of attorney pursuant to 37 CFR 1.32(b)).

RCE request,submission, and fee.

| certify, in accordance with 37 CFR 1.4(d){(4) that:
[1 TheRCE request ,submissicn, and fee have already been filed in the above-identified application cn

Are attached.

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

| certify, in accordance with 37 CFR 1.4(d){(4) thatlam:

® An attorney or agent registered to practice before the Patent and Trademark Office who has been given power of attorney
in this application.

(O Anattorney or agent registered to practice before the Patent and Trademark Office, acting in a representative capacity.

(O Asoleinventor
(O Ajointinventor; | certify that | am authorized to sign this submission on behalf of all of the inventors
(> Ajointinventor; all of whom are signing this e-petition

(O The assignee of record of the entire interest that has properly made itself of record pursuant to 37 CFR 3.71

Signature Nincent K. Shier/

Name Vincent K. Shier

Registration Number 50552




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date: August 8,2011

In re Application of :
DECISION ON PETITION

UNDER CFR 1.313(c)(2)

Hiroyuki FUJINUMA

Application No : 12769182
Filed : 28-Apr-2010
Attorney Docket No: 358911USOCIP

This is an electronic decision on the petition under 37 CFR 1.313(c)(2), filed August 8,2011 , to withdraw the above-identified
application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under 37 CFR 1.114 (request for
continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid in this application cannot be refunded. If, however, this application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new Notice of Allowance.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

This application file is being referred to Technology Center AU 1761  for processing of the request for continuing examination
under 37 CFR 1.114.

Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

ARTHUR M REGINELLI ,
4 TH FLOOR, FIRST NATIONAL TOWER

AKRON OH 44308 MAILED

AUG 25 2011

OFFICE OF PETITIONS

In re Application of

Frazier et al. :

Application Number: 12/769,273 : ON PETITION
Filing or 371(c) Date: 04/28/2010 :

Attorney Docket Number: 17314-0011002

This is a decision on the petition to defer issuance filed on July 19,2011. This is also a decision
on the petition under 37 CFR 1182, filed July 14, 2011, to change the order of the names of the
inventors.

The petitions are GRANTED.

Petition to change the order of inventor’s names

Office records have been corrected to reflect the change in the order of the named inventors. A
corrected Filing Receipt, which sets forth the desired order of the named inventors, accompanies

this decision on petition.

As authorized, the $400 fee for the petition under 37 CFR 1.182 has been assessed to petitioner’s
deposit account.

Petition to defer issuance
In the absence of an extraordinary circumstance, it has been the policy of the Office to defer
issance of a patent, upon request, for a period of up to one (1) month only." Accordingly, since

the period of deferral requested has passed, the petition to defer issue is granted.

If an additional deferral period is required, another petition and fee should be promptly
submitted. The petition must include a showing of extraordinary circumstances.

1S_eq MPEP 1306.01.

2_S_@ Note 1, supra.



Application No. 12/769,273 -~ 2
The application is being referred to the Office of Data Management for processing into a patent.

Telephone inquiries specific to this matter should be directed to the undersigned at 571 272-
3231. :

Prsal

uglas I. Wood
Senior Petitions Attorney
Office of Petitions

Encl: Corrected Filing Receipt



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 223131450

wWww.uspto.gov

APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE RECD ATTY.DOCKET.NO TOT CLAIMS|IND CLAIMS
12/769,273 04/28/2010 1778 2426 ' 17314-0011002 10 3
CONFIRMATION NO. 7251
83412 " CORRECTED FILING RECEIPT

Arthur M Reginelli

& Fioo,Fret Natonal Tower | e

Akron, OH 44308
Date Mailed: 08/25/2011

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Joel R. Lehman, Taft, CA;
Verlin Frazier, Maricopa, CA,;
Assignment For Published Patent Application
Occidental Oil and Gas Holding Corporation, a California corporation

Power of Attorney:

P Musselman Jr--31644 Joshua Griswold--46310
J Gray--37141 Michael Cox--47505
Russell Rippamonti--39521 Thomas Reger 11--47892
Terry Stalford--39522 Elizabeth Dahm--51352
Spencer Patterson--43849 Darien Reddick--57956

Domestic Priority data as claimed by applicant
This application is a DIV of 11/955,161 12/12/2007 PAT 7,731,037

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)

If Required, Foreign Filing License Granted: 05/06/2010
The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 12/769,273
Projected Publication Date: Not Applicable
Non-Publication Request: No

Early Publication Request: No
page 1 of 3



Title

SEPARATING SAND FROM FLUIDS PRODUCED BY A WELL
Preliminary Class

210

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ:
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that'patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/webl/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
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set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Forelgn AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

~ page 3of 3
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N UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
DW Fob-11

KACVINSKY DAISAK PLLC (1070)

4500 BROOKTREE ROAD

SUITE 302 MA]LED

WEXFORD, PA 15090

FEB 182011
OFFICE OF PETITIONS
In re Application of :
Wilkinson, Rabe-Hesketh, : DECISION REFUSING STATUS

Duarte, Hornyak, Kodama, Ho, : UNDER 37 CFR 1.47 (a)
Ballot, Rizkalla, Gibson, :

Sanborn, levi and Vogel,

Application No.: 12/769, 318

Filed: April 28, 2010

Attorney Docket No.: 1070P5920

This is a decision in response to the petition filed under 37 CFR
1.47(a) on December 13, 2010.

The petition is DISMISSED.

Rule 47 applicant is given TWO MONTHS from the mailing date of
this decision to reply, correcting the below-noted deficiencies.
Any reply should be entitled “Request for Reconsideration of
Petition Under 37 CFR 1.47(a),” and should only address the
deficiencies noted below, except that the reply may include an
oath or declaration executed by the non-signing inventor. -
FAILURE TO RESPOND WILL RESULT IN ABANDONMENT OF THE APPLICATION.
Extensions of time may be obtained in accordance with 37 CFR
1.136(a).

The above-identified application was filed on April 28, 2010,
without a fully executed oath or declaration. Accordingly, on
May 11, 2010, the Office of Data Management, Application
Assistance Unit mailed a Notice to File Missing Parts of
Nonprovisional Application, requiring, inter alia, the signature
of joint inventors Tim Wilkinson and Ezekiel Sanborn, as it is
missing from the declaration submitted on filing.

On December 13, 2010, petitioners filed the present petition and
fee, the requisite surcharge, and an executed declaration,
including joint inventor Ezekiel Sanborn. Petitioners assert
that copies of the application was emailed to non-signing
inventor Wilkinson on May 18, and 28, 2010; June 11, and June 24,



Application No. 12/769, 318 Page 2

2010; September 1, 8, 13, and 22, 2010; and November 11, and 22,
2010, but that no response was received.

A grantable petition under 37 CFR 1.47(a) requires:

(1) proof that the non-signing inventor cannot be reached or
located, notwithstanding diligent effort, or refuses to sign the
oath or declaration after having been presented with the
application papers (specification, claims and drawings);

(2) an acceptable ocath or declaration in compliance with 35
U.S5.C. §§ 115 and 116;

(3) the petition fee;

(4) a surcharge of $130 or $65 (small entity) if the
petition and/or declaration is not filed at the time of filing
the application, and

(5) a statement of the last known address of the non-signing
inventor.

The petition lacks items (1) (2) and (5).

As to item (1): The transmission of documents via Email, while a
common practice, can be problematic. Transmission and receipt of-
documents-whether in image, word-processing, spreadsheet or other
form-can be effected by differences in software generation
between the sender and recipient(s), and other interferences
include but are not limited to sender’s and recipient’s Internet
service provider’s (ISP) and/or office/personal security firewall
systems.

Thus, in the absence of an express statement from a non-signing
inventor (s) that he/she/they have received, opened and read a
document, unlike a printed page in the language of the recipient
there is as of this writing no basis to presume that an Emailed
document was in a form that can be read and comprehended.

Petitioners may show proof that a copy of the application was
sent or given to the non-signing inventor for review by providing
a copy of the cover letter transmitting the application papers
(specification, including claims, drawings, if any, and the
declaration) to the non-signing inventor or details given in an
affidavit or declaration of facts by a person having first-hand
knowledge of the details. :

In the event that the application papers are returned as
undeliverable, petitioners may show diligent efforts to locate
the non-signing inventor by providing a copy of an envelope
showing that a letter sent to the last known address of the non-
signing inventor was returned as undeliverable by the post
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office. Furthermore, details of the efforts made to locate the
non-signing inventor should be set forth in an affidavit or
declaration of facts by a person having first-hand knowledge of
the details. Additionally, if an inventor no longer lives at the
last known address, petitioners may show diligent efforts by use
of a national registry or other database to determine a current
address for the non-signing inventor. If a more recent address
is discovered, petitioners should send or give a copy of the
application papers to the inventor at that address.

As such, petitioners should attempt to determine the last known
address for the non-signing inventor. Details of the efforts
taken to determine the inventor’s last known address should be
provided with any renewed petition.

Likewise, before a bona fide refusal to sign the declaration can
be alleged, petitioners must show that a copy of the application
was sent or given to the inventor. If the inventor refuses in
writing, petitioners must submit a copy of that written refusal
with any renewed petition. If the refusal was made orally to a
person, then that person must provide details of the refusal in
an affidavit or declaration of facts.

If repeated attempts to contact the non-signing inventor are
unsuccessful, petitioners will have demonstrated that the
inventors cannot be reached, despite diligent efforts, or have
refused to sign the declaration.

As to item (2): The declaration included with the present
petition is not acceptable. The declaration does not identify
the citizenship, residence and mailing or post office address of
each inventor.

As to item (5): The petition does not provide a statement of the
last known address of the non-signing inventor.

Further correspondence with respect to this matter should be
delivered through one of the following mediums:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450



-

Application No. 12/769,318 Page 4

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

By Internet: EFS-Web!

Any questions concerning this matter may be directed to the
undersigned at (571) 272-3204.

Homgod ot

Sherry D. “Brinkley
Petitions Examiner _
Office of Petitions i

! www.uspto.gov/ebc/efs help.html (for help using EFS-Web call the

Patent Electronic Business Center at (866) 217-9197)




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www uspto.gov
DIW May-11

KACVINSKY DAISAK PLLC (1070)
4500 BROOKTREE ROAD MA"‘ED
SUITE 302 MAY 12 2011
WEXFORD, PA 15090
OFFICE OF PETITIONS
In re Application of :
Tim Wilkinson, et al. : DECISION REFUSING STATUS

Application No.: 12/769,318 : UNDER 37 CFR 1.47(a)
Filed: April 28,2010 :
Attorney Docket No.: 070P5920

This is a decision on the renewed petition filed, April 18, 2011, under the provisions of 37 CFR
1.47(a).

The petition is DISMISSED.

Rule 47 applicant is given TWO MONTHS from the mailing date of this decision to reply,
correcting the below-noted deficiencies. Any reply should be entitled “Request for
Reconsideration of Petition Under 37 CFR 1.47(a),” and should only address the deficiencies
noted below, except that the reply may include an oath or declaration executed by the non-
signing inventor. FAILURE TO RESPOND WILL RESULT IN ABANDONMENT OF
THE APPLICATION. Extensions of time may be obtained in accordance with 37 CFR
1.136(a).

The above-identified application was filed on March 14, 2010, without an executed oath or
declaration. Accordingly, on March 25, 2010, a Notice to File Missing Parts of Nonprovisional
Application was mailed. On December 13, 2010, a petition under 37 CFR 1.47(a) was filed;
however, the petition was dismissed in a decision mailed February 17, 2011. In response, on
April 18, 2011, the present petition was filed.

A grantable petition under 37 CFR 1.47(a) requires (1) proof that the non-signing inventor cannot
be reached or located, notwithstanding diligent effort, or refuses to sign the oath or declaration
after having been presented with the application papers (specification, claims and drawings); (2)
an acceptable oath or declaration in compliance with 35 U.S.C. §§ 115 and 116; (3) the $200
petition fee; (4) a surcharge of $130 or $65 (small entity) if the petition and/or declaration is not
filed at the time of filing the application, and (5) a statement of the last known address of the
non-signing inventor.

The present petition lacks items (1) and (2).
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Before a refusal to sign an oath or declaration can be alleged, it must be demonstrated that a bona
fide effort has been made to present a complete copy of the application papers (specification,
including claims, drawings, and oath or declaration) to the non-signing inventor at the non-
signing inventor’s last know address. In this case, the evidence suggests that the application
papers were merely “Left At: Porch” of the last known address. However, refusal by the non-
signing inventor cannot be inferred since there is no evidence of record to show that complete
application papers were given to the non-signing inventor or whether complete application
papers were sent to and actually received by the non-signing inventor at his last known address.

Thus, in the absence of an express statement from a non-signing inventor that a complete copy of
the application papers (specification, claims, drawings, oath, etc.) were received, petitioner
should, at the very least, mail correspondence to the last known address for the joint inventor,
return receipt and/or forwarding address requested. If a forwarding address is provided,
petitioner should then mail a complete copy of the application papers (to that address, return
receipt requested, along with a cover letter of instructions which includes a deadline or a
statement that no response will constitute a refusal. This sort of ultimatum lends support to a
finding of refusal by conduct.

In the event that the application papers are returned as undeliverable, petitioners may show
diligent efforts to locate the non-signing inventor(s) by providing a copy of an envelope showing
that a letter sent to the last known address of the non-signing inventor(s) was returned as
undeliverable by the post office. Furthermore, details of the efforts made to locate the non-
signing inventor(s) should be set forth in an affidavit or declaration of facts by a person having
first-hand knowledge of the details.

Where there is an express or oral refusal, that fact, along with the time and place of the refusal,
must be stated in an affidavit or declaration by the party to whom the refusal was made. Where
there is a written refusal, a copy of the document(s) evidencing that refusal must be made part of
the affidavit or declaration.

If repeated attempts to contact the non-signing inventor are unsuccessful, petitioner will have
demonstrated that the inventors cannot be reached, despite diligent efforts, or have refused to
sign the declaration.

As to item (2), an oath or declaration in compliance with 37 CFR 1.63 has not been presented.
Pursuant to 35 U.S.C. 115 and 37 CFR § 1.63(a) and § 1.63(c)(1), an acceptable oath or
declaration filed under § 1.51(b)(2) as a part of a nonprovisional application must identify all the
inventors by name, citizenship and, unless such information is supplied on an application data
sheet (ADS) in accordance with § 1.76, must also identify the mailing address, and the residence
of each inventor, if an inventor lives at a location which is different from where the inventor
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customarily receives mail. The declaration of December 13, 2010 does not comply with 37 CFR
1.63.

Further correspondence with respect to this matter should be delivered through one of the
following mediums:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

By Internet: EFS-Web'

Any questions concerning this matter may be directed to the undersigned at (571) 272-3204.

/SDB/

Sherry D. Brinkley
Petitions Examiner
Office of Petitions

' www.uspto.gov/ebe/efs_help.html (for help using EFS-Web call the Patent Electronic Business Center
at (866) 217-9197)




UNITED STATES PATENT AND TRADEMARK OFFICE
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Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.goy
KACVINSKY DAISAK PLLC (1070) .
4500 BROOKTREE ROAD MAILED
SUITE 302
WEXFORD, PA 15090 AUG 01 2011
OFFICE OF PETITIONS
In re Application of
Tim Wilkinson, et al. :
Application No. 12/769,318 :  DECISION ACCORDING STATUS

Filed: April 28, 2010 : UNDER 37 CFR 1.47(a)
Attorney Docket No.: 1070P5920 :

This is a decision in response to the renewed petition under 37 CFR 1.47(a) filed July 12, 2011.
The petition is GRANTED.

Petitioner has shown that the non-signing inventor, Tim Wilkinson, has refused to join in the filing of
the above-identified application.

The application and papers have been reviewed and found in compliance with 37 CFR 1.47(a). This
application is hereby accorded Rule 1.47(a) status. :

As provided in 37 CFR 1.47(c), this Office will forward notice of this application’s filing to the non-
signing inventor at the address given in the petition. Notice of the filing of this application will also
be published in the Official Gazette.

The application file is being forwarded to Technology Center 2472 for appropriate action,
including notifying applicant of the new status of this application.

Telephone inquiries regarding this decision should be directed to the undersigned at (571) 272-3204.

/SDB/

Sherry D. Brinkley
Petitions Examiner
Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.qov

MR. TIM WILKINSON MAILED

1129 OXFORD STREET L

BERKELY, CA 94707 AUG 01 201
OFFICE OF PETITIONS

In re Application of.
Tim Wilkinson, et al. :
Application No. 12/769,318 : LETTER
Filed: April 28,2010 :
For: TECHNIQUES TO PROVIDE INTEGRATED
VOICE SERVICE MANAGEMENT

Dear Mr. Wilkinson:

You are named as a joint inventor in the above-identified United States patent application filed
under the provisions of 35 U.S.C. 116 (United States Code) and 37 CFR 1.47(a), Rules of
Practice in Patent Cases. Should a patent be granted on the application you will be designated
therein as a joint inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position
of record in the application. Alternatively, you may arrange to do any of the preceding through a
registered patent attorney or agent presenting written authorization from you. If you care to join
the application, counsel of record (see below) would presumably assist you. Joining in the

a}iplication would entail the filing of an appropriate oath or declaration by you pursuant to 37
CFR 1.63.

Telephone inquiries regarding this communication should be directed to the undersigned at (571)
272-3204. Requests for information regarding your application should be directed to the File
Information Unit at (703) 308-2733. Information regarding how to pay for and order a copy of
the application, or a specific paper in the application should be directed to the Certification
Division at (703) 308-9726 or 1-800-972-6382 (outside the Washington D.C. area).

/SDB/

Sherry D. Brinkley

Petitions Examiner
Office of Petitions

cc: KACVINSKY DAISAK PLLC (1070)
4500 BROOKTREE ROAD
SUITE 302
WEXFORD, PA 15090
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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BLANK ROME LLP

WATERGATE MAILED
600 NEW HAMPSHIRE AVENUE, N.W. |

WASHINGTON DC 20037 FEB 13 2012
ITIONS
In re Application of OFFICE OF PET
- William J. Carroll et al _ :
Application No. 12/769,382 : DECISION GRANTING PETITION
Filed: April 28, 2010 : UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. 134572.0540

This is a decision on the petition under 37 CFR 1.313(c)(2), filed, February 6, 2012 to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on January 6, 2012 in the above-identified
al)plication cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.

Telephone inquiries should be directed to Irvin Dingle at (571) 272-3210.

This matter is being referred to Technology Center AU 3762 for processing of the request for
continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
Information Disclosure Statement.

Mrvin Dingle/

Irvin Dingle
Petitions Examiner
Office of Petitions

1 The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Issue Fee Transmittal Form PTOL-85(b), which includes the following language thereon: Commissioner for Patents is
requested to apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue fee to the application
identified above. Petitioner is advised that, whether a fee is indicated as being due or not, the Issue Fee Transmittal Form
must be completed and timely submitted to avoid abandonment. Note the language in bold text on the first page of the
Notice of Allowance and Fee(s) Due (PTOL-85). .
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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" BRIAN ROFFE, ESQ
75 WOOD LANE

WOODSBURGH, NY 11598 ) MAILED
AUG 16 2010
In re Application of b OFFICE OF PETITIONS
Arfush A. ABGARYAN, et al. .
Application No. 12/769,393 : DECISION ON PETITION TO MAKE
Filed: April 28, 2010 : SPECIAL UNDER 37 CFR 1.102(c)(1)

‘Attorney Docket No. 124.1059

This is a decision on the petition under 37 CFR 1.102(c)(1), filed July 26, 2010 to make the
above-identified application special based on applicant's age as set forth in M.P.E.P. §
708.02, Section IV. .

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1) and
MPEP § 708.02, Section IV: Applicant's Age must be accompanied by evidence
showing that at least one of the applicants is 65 years of age, or more, such as a birth
certificate or a statement by applicant. No fee is required

The instant pefition includes the cerfification by registered attorney Brian Roffe
registration number 35336, attesting to the age of inventor Eli Levi. Accordingly, the
above-identified application has been accorded "special” status.

Inquiries concerning either the examination or status of the application should be
directed to the Technology Center at 571-272-1700:

Telephone inquiries concerning this decision should be directed to the undersigned .at
571-272-7253.

The application is being forwarded to the Technology Center Art Unl’r 2879 for ochon on
the merits commensurate with this decision.

/Monica A. Graves/
Petitions Examiner, Office of Petitions
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpLO.gov

APPLICATION NO. ] FILING DATE I FIRST NAMED INVENTOR I ATTORNEY DOCKETNO. |  CONFIRMATION NO. J
12/769,399 04/28/2010 Go TAKATA 20186.18USW1 7547
53148 7590 03/21/2011 '
EXAMINER
HAMRE, SCHUMANN, MUELLER & LARSONP.C. I I
P.O. BOX 2902 .
MINNEAPOLIS, MN 55402-0902 [ axrowr [ earsenumser |
2629
I MAIL DATE I DELIVERY MODE J
03/21/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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HAMRE, SCHUMANN, MUELLER & LARSON P.C.
P.O. BOX 2902 '
MINNEAPOLIS MN 55402-0902

In re Application of :

TAKATA, GO et al. : DECISION ON REQUEST TO
Application No. 12/769,399 : PARTICIPATE IN PATENT
Filed: April 28,2010 : PROSECUTION HIGHWAY

Attorney Docket No. 20186.18USW1 : PROGRAM AND PETITION
- : TO MAKE SPECIAL UNDER
37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed January 28, 2011 to make the above-identified
application special.

The request and petition are GRANTED.
A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the latest office actions from each of the JPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate; and

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in the JPO
office action along with copies of documents except U.S. patents or U.S. patent application
publications. '
The request to participate in the PPH program and petition comply with the above requirements.
Accordingly, the above-identified application has been accorded “special” status.



Telephone inquiries concerning this decision should be directed to Daniel Swerdlow at 571-272-
7531.

All other inquiries concerning the examination or status of the application should be directed to
- Patent Application Information Retrieval (PAIR) system.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

/ Daniel Swerdlow /

Daniel Swerdlow

Quality Assurance Specialist
Technology Center 2600
Communications
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uSpto.gov

APPLICATION NO. | FILING DATE l FIRST NAMED INVENTOR [ ATTORNEY DOCKET NO. | CONFIRMATION NO. ]
12/769,429 04/28/2010 Masatoshi Ookubo 6639P937 7629
8791 7590 06/13/2011
BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP’ I EXAMINER |
1279 OAKMEAD PARKWAY
SUNNYVALE, CA 94085-4040 l ART UNIT J PAPER NUMBER |
: 2482
I MAIL DATE l DELIVERY MODE J
06/13/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

_PTOL-90A (Rev. 04/07)
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'BLAKELY SOKOLOFF TAYLOR &
ZAFMAN LLP

1279 OAKMEAD PARKWAY
SUNNYVALE CA 94085-4040

In re Application of: OOKUBO, M. et. al.
Application No. 12/769,429

Filed: April 28,2010

Atty Docket No. 6639P937 .
Title of Invention: HEAD SEPARATED
CAMERA APPRATUS

M AI L E D Commissioner for Patents
hited States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
JUN 1 O 20 11 www.uspio.gov
DIRECTOR OFFICE
BN BTG UEST TO
PARTICIPATE IN PATENT
PROSECUTION HIGHWAY
PROGRAM AND PETITION TO
MAKE SPECIAL UNDER 37 CFR
§1.102(d)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(d), filed March 07, 2011, to make the above-identified

application special.

The petition is GRANTED.

A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application is

(a) a Paris Convention application which either (i) validly claims priority under 35
U.S.C. 119(a) and 37 CFR 1.55 to one or more applications filed in the JPO, or
(ii) validly claims priority to a PCT application that contains no priority claims, or
(b) a national stage application under the PCT (an application which entered the
national stage in the U.S. from a PCT international application after compliance
with 35 U.S.C. 371), which PCT application (i) validly claims priority to an
application filed in the JPO, or (ii) validly claims priority to a PCT application
that contains no priority claims, or (iii) contains no priority claim, or
(c) a so-called bypass application filed under 35 U.S.C. 111 (a) which validly claims
benefit under 35 U.S.C. 120 to a PCT application, which PCT application (i) validly
claims priority to an application filed in the JPO, or (ii) validly claims priority to a
PCT application that contains no priority claims, or (iii) contains no priority claim.
Where the JPO application that contains the allowable/patentable claims is not the same application for
which priority is claimed in the U.S. application, applicant must identify the relationship between the
JPO application that contains the allowable/patentable claims and the JPO priority application claimed

in the U.S. application;

(2) Applicant must submit a copy of:

a. The allowable/patentable claim(s) from the Japanese application(s);
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b. An English translation of the allowable/pateﬁtable claim(s), if the claims were
published in a language other than English); and
c. A statement that the English translation is accurate;

(3) Applicant must:
a. Ensure that all the claims in the U.S. application sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the JPO
application(s) and
b. Submit a claim correspondence table in English;

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit:
a. A copy of all the office action(s) (which are relevant to patentability), excluding
"Decision to Grant a Patent" from each of the Japanese application(s) containing the
allowable/patentable claim(s);
b. An English language translation of the JPO office action(s) (if the office action(s) are
not in the English language); and
c. A statement that the English translation is accurate;

(6) Applicant must submit:
a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already filed in this application); and
b. Copies of all the documents cited in the JPO office action, except U.S. patents or U.S.
patent application pubhcatlons (unless already filed in this application).

The request to participate in the PPH program and petition are found to comply with all the
above requirements. Accordingly, the above-identified application has been accorded "special”
status. The application is being forwarded to the examiner for action on the merits commensurate
with this decision.

Telephone inquiries concerning this decision should be directed to Beatriz Prieto at 571-272-

3902. All other inquiries concerning the examination or status of the application is accessible in
the PAIR system at http://www.uspto.gov/ebc/index.html.

/Beatriz Prieto/

Beatriz Prieto
Quality Assurance Specialist
Technology Center 2400
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| APPLICATION NO. T FILING DATE FIRST NAMED INVENTOR I‘\TTORNEY DOCKET NO.| CONFIRMATION NO. ]
12/769,455 04/28/2010 Yoshihisa Kizuka 8616P939 7673
7590 12/14/2010 Vl EXAMINER ]

BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP
1279 OAKMEAD PARKWAY

- SUNNYVALE, CA 94085-4040 [ ART UNIT ] PAPER NUMBER j
2161
[ MAIL DATE | DELIVERY MODE J
12/14/2010 PAPER )

DECISION DISMISSING PETITION UNDER 37 CFR 1.138(c)
The declaration of express abandonment will not be recognized

This is in response to the petition under 37 CFR 1.138(c), for express abandonment to avoid publication
of the above-identified application. ’

The petition is dismissed.
The expres€ abandonment will not be recognized for the reason(s) indicated below:
1. 4 The petition under 37 CFR 1.138(c) was not filed in sufficient time to permit the appropriate
officials to recognize the abandonment and remove the application from the publication process.

2. O The petition was not signed by a party authorized by 37 CFR 1.33(b)(1), (3) or (4).

3. O The Application was published in compliance with 35 U.S.C. 122(b), and it is available on the
USPTO web site at http://www.uspto.gov/patft/index.html.

4. O Petition fee was not paid.

The application has/will be published as scheduled.
Aquiries should beirected to the Office of Data Management at (571) 272-4200.
chtam JENE N4 Teadilllogiaill LESREI

Patént{Publication Branch
Office of Data Management

e PO daln 2

Page 1 of 1
FORM PET650D (Rev. 08/07)
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.O. Box 1450
- Alexandria, Virginia 22313-1450
WWW.USplo.gov

I APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR P\TTORNEY DOCKET NO.| CONFIRMATION NO. |
12/769,455 04/28/2010 Yoshihisa Kizuka 8616P939 7673
7590 12/14/2010 I EXAMINER I

BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP
1279 OAKMEAD PARKWAY

SUNNYVALE, CA 94085-4040 | ART UNIT | PAPER NUMBER |
: 2161
[ MAIL DATE I DELIVERY MODE l
12/1472010 PAPER

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

jiries should be directed to the Office of Data Management at (571) 272-4200.

Office of Data Management
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Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
TYCO HEALTHCARE GROUP LP MA[LED
ATTN: IP LEGAL
5920 LONGBOW DRIVE APR 12 2011
MAIL STOP A36 : OFFICE oF
BOULDER, CO 80301-3299 PETMONS

In re Application of

Gene H. Arts, etal. :

Application No.: 12/769,457 : ON PETITION
Filed: April 28, 2010 : '

Atty Docket No.: H-US-01081CON(1544-40CON)

This is a decision on the petition, filed April 11, 2011, under 37 CFR 1.313(c)(2) to withdraw the
above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on March 14, 2011, cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries relating to this decision should be directed to the undersigned at (571)
272-3204.

The application is being referred to Technology Center AU 2839 for further processing of the
request for continued examination under 37 CFR 1.114 and for consideration of the concurrently
filed Information Disclosure Statement (IDS).

/SDB/
Sherry D. Brinkley

Petitions Examiner
Office of Petitions

' The request 10 apply the issue fee to the new Notice may be satisfied by completing and returning the new Part B — Fee(s)
Transmiual Form (along with any balance due at the time of submission). Petitioner is advised that the Issue Fee Transmittal Form must be
completed and timely submitted to avoid abandonment of the application.




Doc code : PET.OP.AGE
PTCQ/SB/130 (07-09)

Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

PETITION TO MAKE SPECIAL BASED ON AGE FOR ADVANCEMENT OF EXAMINATION
UNDER 37 CFR 1.102(c)(1}

Application Information

Application 12/769.475 Confirmation 7707 Filing 2010-04-28
Number Number Date

Attorney Docket . .

Number (optional) SESA 03700 PTUS Art Unit 1638 Examiner | KUMAR, VINOD

First Named

LANGHAM, DERALD RAY
Inventor

Title of Invention PYGMY SESAME PLANTS FOR MECHANICAL HARVESTING

Attention: Office of Petitions
An application may be made special for advancement of examination upon filing of a petition showing that the applicant is 65
years of age, or more. No fee is required with such a petition. See 37 CFR 1.102(c)(1) and MPEP 708.02 (IV).

APPLICANT HEREBY PETITIONS TO MAKE SPECIAL FOR ADVANCEMENT OF EXAMINATION IN THIS APPLICATION
UNDER 37 CFR 1.102(c)(1) and MPEP 708.02 (IV) ON THE BASIS OF THE APPLICANT'S AGE.

A grantable petition requires one of the following items:

(1) Statement by one named inventor in the application that he/she is 85 years of age, or more; or

(2) Certification by a registered attorney/agent having evidence such as a birth certificate, passport, driver's license, etc.
showing one named inventor in the application is 85 years of age, or more.

Name of Inventor who is 65 years of age, or older

Given Name Middle Name Family Name Suffix

Derald Ray Langham

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18.
Please see 37 CFR 1.4(d) for the format of the signature.

Select (1) or (2) :

() (1)1am an inventor in this application and | am 65 years of age, or more.

O (2) I am an attorney or agent registered to practice before the Patent and Trademark Office, and | certify that | am in possession of
evidence, and will retain such in the application file record, showing that the inventor listed above is 65 years of age, or more.

Signature Date
g /Derald Ray Langham/ (YYYY-MM-DD) 2012-02-29

Name
Derald Ray Langham

EFSWeb 1.0.18



Doc code : PET.OP.AGE
Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

PTCQ/SB/130 (07-09)

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Fr eedem of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about indivi duals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFSWeb 1.0.18



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
Derald Ray Langham

12769475 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 28,2010

Attorney Docket No.  SESA 03700 PTUS

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 05-APR-2012 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



UNITED STATES PATENT AND TRADEMARK OQFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313.1450

WWW.uspto.gov

L APPLICATION NO. ] FILING DATE ] FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO. I
12/769,480 04/28/2010 Minoru Takizawa 6639P938 7720
8791 7590 04/13/2011
BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP | EXAMINER |
1279 OAKMEAD PARKWAY ,
SUNNYVALE, CA 94085-4040 [ artuwr [ PaprnumBER ]
2835
L MAIL DATE I DELIVERY MODE | l
04/13/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP
1279 OAKMEAD PARKWAY
SUNNYVALE CA 94085-4040

In re Application of ‘ : DECISION ON REQUEST TO

TAKIZAWA et al. : PARTICIPATE IN THE PATENT
Application No.: 12/769,480 : PROSECUTION HIGHWAY
Filed: 28 April 2010 : PROGRAM AND PETITION
Attorney Docket No.: 6639P938 ” : TO MAKE SPECIAL UNDER
For: ELECTRONIC APPARATUS : 37 CFR 1:102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed 11 March 2011, to make the above-identified
application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PPH pilot program and petition to make special require:
1. The U.S. application is

a. a Paris Convention application which either .
1. validly claims priority under 35 U.S.C. 119(a) and 37 CFR 1.55 to one or
more applications filed in the JPO, or
1i. validly claims priority to a PCT application that contains no priority
claims, or
b. anational stage application under the PCT (an application which entered the
national stage in the U.S. from a PCT international application after compliance
with 35 U.S.C. 371), which PCT application
1. validly claims priority to an application filed in the JPO, or
ii. validly claims priority to a PCT application that contains no priority
claims, or :
1il. contains no priority claim, or
c. aso-called bypass application filed under 35 U.S.C. 111(a) which validly
claims benefit under 35 U.S.C. 120 to a PCT application, which PCT
application
1. validly claims priority to an application filed in the JPO, or _
ii. validly claims priority to a PCT application that contains no priority
claims, or
ili. contains no priority claim;
2. Applicant must submit a copy of:
a. The allowable/patentable claim(s) from the JPO application(s);



b. An English translation of the allowable/patentable claim(s) and
c. A statement that the English translation is accurate;
3. Applicant must: ' _
a. Ensure all the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the
JPO application(s) and
b. Submit a claims correspondence table in English;
4. Examination of the U.S. application has not begun;
5. Applicant must submit:
a. Documentation of prior office action: '
1. a copy of the office action(s) just prior to the “Decision to Grant a Patent”
from each of the JPO application(s) containing the allowable/patentable
claim(s) or
ii. if the allowable/patentable claims(s) are from a “Notification of Reasons
for Refusal” then the Notification of Reasons for Refusal or
ili. if the JPO application is a first action allowance then no office action from
the JPO is necessary should be indicated on the request/petition form;
b. An English language translation of the JPO Office action from (5)(a)(i)-(ii) above
c. A statement that the English translation is accurate;
6. Applicant must submit:
a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already submitted in this application)
b. Copies of the documents except U.S. patents or U.S. patent application
publications (unless already submitted in this application);

The request to participate in the PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Inquiries concerning this decision should be directed to Lee W. Young at 571-272-4549.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once this application’s formality reviews have been completed.

L»A«W

Lee W. Youn
TQAS, Technology Center 2800 — Semiconductors
Electrical & Optical Systems & Components '



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MORRISON & FOERSTER LLP MAILED
é%SI(')r FQ%QN S BOULEVARD N 27 2
MCLEAN VA 22102 AN 27 2012
OFFICE OF PETITIONS
In re Application of
Sebastian GilJohann et al. :
Application No. 12/769,514 : DECISION ON PETITION
Filed: April 28, 2010 : TO WITHDRAW

Attorney Docket No. 246472013201 = FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of rec_ord under 37 CF.R. §
1.36(b), filed January 20, 2012.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking
to withdraw or contain a clear indication that one attorney is signing on behalf of another/others. A request
to withdraw will not be approved unless at least 30 (thirty) days would remain between the date of approval
and the later of the expiration date of a time to file a response or the expiration date of the maximum time
period which can be extended under 37 C.F.R. § 1.136(a).

The request was signed by Jonathan Bockman on behalf of all attorneys/agents associated with customer
number 25227. All attorneys/agents associated with customer number 25227 have been withdrawn.

Applicant is reminded that there is no attorney of record at this time.
The correspondence address has been changed and is copied below.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at 571-272-4618.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions

cc: Sebastian Giljohann
Pallaswiesenstrasse 12
Darmstadt, Germany 64289



UNITED STATES PATENT AND TRADEMARK QFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Addiess: COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, Virginia 22313-1450

WWwW.auspto.gov

i APPLICATION NUMBER ] FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NO./TITLE |
12/769,514 04/28/2010 Sebastian GILJOHANN 246472013201
CONFIRMATION NO. 7801
25227 POWER OF ATTORNEY NOTICE

MORRISON & FOERSTER LLP

1650 TYSONS BOULEVARD OO L R0 A0 O

SUITE 400
MCLEAN, VA 22102

Date Mailed: 01/25/2012

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 01/20/2012.

* The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/kainabinet/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
© P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.USPLO.ZOV

| APPLICATION NO. ] FILING DATE | FIRST NAMED INVENTOR IC\TTORNEY DOCKET NO.| CONFIRMATION NO. I
12/769,539 04/28/2010 Hirohito MOTOMIYA SUTOSH.592AUS 7851
7590 10/19/2010 ) r EXAMINER I
KNOBBE MARTENS OLSON & BEAR LLP ASSOUAD, PATRICK J
2040 MAIN STREET
FOURTEENTH FLOOR [ ART UNIT l PAPER NUMBER I
IRVINE, CA 92614 2858
l NOTIFICATION DATE | DELIVERY MODE I

10/19/2010 ELECTRONIC

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

Telephone inquiries should be directed to the Office of Data Management at (571) 272-4200.

ﬁm pmd

Patent Pubhcatlon Branch
Office of Data Management

O ( A T U
,,: !E & xf e F}ii‘%..n ’:é'i‘f'} y

Page 1 of 1
FORM PET651G (Rev. 08/07)



Doc Code: PET.GREEN
Document Description: Petition for Green Tech Pilot

PTO/SB/420 (03-11)

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Number ' 120814-175548 | (Fheany ' 12/769,561 | Filng cate: April 28, 2010

First Named

Inventor: HOIbery, JameS D

Title: PROCESS AND METHODOLOGY TO COLLECT, ANALYZE, AND SIGNAL REAL-TIME ELECTRON SOURCES OF AN ELECTRICAL GRID

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.
4.  The application contains no more than three (3) independent claims and twenty (20) total claims.
5. The application does not contain any multiple dependent claims.

6. Other attachments:

signatre /JO ANN Schmidt/ nae DECEmMber 22, 2011
z\lparms'ryped) JO Ann SChmIdt Registration Number 625255

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with
37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one
signature, see below™.

|:| *Totalof ______ forms are submitted.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.




PTO/SB/420 (03-11)

Instruction Sheet for

Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i)
“Pilot Program for Green Technologies Including Greenhouse Gas Reduction,” (ii)
“Elimination of Classification Requirement in the Green Technology Pilot Program,” and (iii)
“Expansion and Extension of the Green Technology Pilot Program,” available on the USPTO
web site at http://www.uspto.gov/patents/init_events/green_tech.jsp):

(1) The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111(a), or
an international application that has entered the national stage in compliance with 35 U.S.C. 371,
irrespective of the filing date of the application. Reexamination proceedings are excluded from this pilot
program.

(2) The application must contain three or fewer independent claims and twenty or fewer total claims. The
application must not contain any multiple dependent claims. For an application that contains more than
three independent claims or twenty total claims, or multiple dependent claims, applicant must file a
preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims and/or the multiple
dependent claims at the time the petition to make special is filed.

(3) The claims must be directed to a single invention that materially enhances the quality of the environment,
or that materially contributes to: (1) the discovery or development of renewable energy resources; (2) the
more efficient utilization and conservation of energy resources; or (3) green house gas emission reduction
(see the eligibility requirements of sections Il and Il of the notice (i) cited above). The petition must
include a statement that, if the USPTO determines that the claims are directed to multiple inventions (e.g.,
in a restriction requirement), applicant will agree to make an election without traverse in a telephonic
interview, and elect an invention that meets the eligibility requirements in section Il or 11l of the notice (i)
cited above.

(4) The petition to make special must be timely filed electronically using the USPTO electronic filing system,
EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the EFS-Web
screen. Applicant should use form PTO/SB/420, which is available as a Portable Document Format (PDF)
fillable form in EFS-Web and on the USPTO Web site.

(5) The petition to make special must be filed at least one day prior to the date that a first Office action (which
may be an Office action containing only a restriction requirement) appears in the Patent Application
Information Retrieval (PAIR) system. Applicant may check the status of the application using PAIR.

(6) The petition to make special must be accompanied by a request for early publication in compliance with
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



UNITED STATES PATENT AND TRADEMARK OFFICE

United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.uSpLo.gov

UNITED STATES DEPARTMENT OF COMMERCE

L APPLICATION NO. l FILING DATE FIRST NAMED INVENTOR ] ATTORNEY DOCKET NO. | CONFIRMATION Noj
12/769,561 04/28/2010 James D. Holbery 120814-175548 7887
60172 7590 0110612012
SCHWABE, WILLIAMSON & WYATT, P.C. L EXAMINER B
1420 FIFTH AVENUE, SUITE 3400 : JARRETT, RYAN A
SEATTLE, WA 98101-4010 r ART UNIT | ~ PAPER NUMBER - J
2121
| MAIL DATE I DELIVERY MODE J

101/06/2012 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commussioner for Patenis
United States Patent and Trademark Office
P.O Box 1450

Alexandria, VA 22313-1450

WWW.USPIO.GOV

SCHWABE, WILLIAMSON & WYATT, P.C.
1420 FIFTH AVENUE, SUITE 3400
SEATTLE WA 98101-4010

In re Application of: :
HOLBERY, James : DECISION ON PETITION

Application No.: 12/769,561 : TO MAKE SPECIAL UNDER
Filed: April 28,2010 : THE GREEN TECHNOLOGY
For: PROCESS AND METHODOLOGY TO : PILOT PROGRAM

COLLECT, ANALYZE, AND SIGNAL REAL-
TIME ELECTRON SOURCES OF AN .» i - ¢
ELECTRICAL GRID

This is a decision on the petition under 37 CFR 1.102, filed December 23, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010).

AN

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications and
be filed prior to the date of the notice, December 8, 2009.

In order to qualify for special status, the followmo requirements must be met. 1) The application
must have no more than 3 independent clalms and no more than 20 total claims. 2) The
application must not contain any multiple depcndcm claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quahity of
the environment or B) materially contributes to: 1) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources. or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an atlomcy/agcnl registered to practice before the
Office explaining how the materiality standard is mct 3) A statement that applicant will agree to
make an election without traverse in a telephomc inierview if a restriction requirement is made

by the examiner. 6) The petition to make special must be filed electronically. 7) The petition



Application No. 12/769561 Page 2

must be filed at least one day pnox to thc datc lhal a insl Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanicd by a
request for early publication in compliance with 37 CI'R 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items,, 1. — 8 abovc Accordingly, the. above-identified

application has been accorded ° spemal” slatus

The application is being forwarded to the Technology Center Art Unit 2121 for action
on the merits commensurate with this decision.

" Telephone inquires concerning this decision should be directed to Eddie C. Lee at 571-272-1732.

Sl 0N

/Eddie C. Lee/

Quality Assurance Specialist
Technology Center 2100



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

SCHWABE, WILLIAMSON & WYATT, P.C. MAILED
1420 FIFTH AVENUE, SUITE 3400
SEATTLE, WA 98101-4010 MAR 2 62012

' OFFICE OF PETITIONS

In re Application of

James D. Holbery :
Application No. 12/769,561 : DECISION ON PETITION

Filed: April 28, 2010 ' : TO WITHDRAW

Attorney Docket No. 120814-175548 : FROM RECORD

' This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed
February 21, 2012.

f

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking
to withdraw or contain a clear indication that one attorney is signing on behalf of another/others.” A request
to withdraw will not be approved unless at least 30 (thirty) days would remain between the date of approval
and the later of the expiration date of a time to file a response or the expiration date of the maximum time
period which can be extended under 37 C.F.R. § 1.136(a).

The request was signed by Al AuYeung on behalf of all attorneys of record. All attorneys/agents have been
withdrawn. Applicant is reminded that there is no attorney of record at this time.

. All future correspondence will be directed to the first named inventor James D. Holbery at the address
indicated below.

There is an outstanding Office action mailed January 25, 2012 that requires a reply from the applicant.

Telephone inquiries concerning this decision should be directed to Terri Johnson at 571-272-2991.

/Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions

cc: James Malatesta
Tritek Technologies, Inc.
1 Medori Boulevard
Wilmington, DE 19801



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
. Alexandria, Virginia 22313-1450

www.uspto.gov
APPLICATION NUMBER l FILING OR 371(C) DATE I

FIRSTNAMED APPLICANT | ATTY.DOCKETNOJ/TITLE |
12/769,561 04/28/2010 James D. Holbery 120814-175548
CONFIRMATION NO. 7887
60172 A POWER OF ATTORNEY NOTICE
SCHWABE, WILLIAMSON & WYATT, P.C.

PP TH AENCE, SUTE a0 R

Date Mailed: 03/15/2012

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 02/21/2012.

« The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/tsjohnson/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SB/20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HIGHWAY (PCT-PPH) PILOT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AND THE USPTO

woicaten o [12/769.569 ring e  April 28, 2010

First Named Inventor: | James D. HOIbery

Title of the

mventon.  ELECTRICAL OUTLET ARRANGEMENTS AND SYSTEM

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT
application number(s) is/are:

PCT/US10/32836

The international filing date of the corresponding
PCT application(s) is/are:
04/28/2010

l. List of Required Documents:

a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified
corresponding PCT application(s)

Is attached.

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

|s attached.

|:| Is not attached because the document is already in the U.S. application.

€. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

ReQUEST FoRrR PARTICIPATION IN THE PCT-PPH PiLOT PROGRAM
BeTwWEEN THE KIPO AND THE USPTO

(continued)

Application No.: 12/769.569

First Named Inventor] James D. Holbery

s attached

Are attached.

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WO/ISA, WO/IPEA, IPER) of the corresponding PCT application.

|:| Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

|:| Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Claims in US Application

Patentable Claims
in the corresponding
PCT Application

Explanation regarding the correspondence

1-24

1-24

US 1-24 are respectively identical to PCT 1-24

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signature /JO ANN Schmidt/

pate 2011-12-22

(Print/Typed)

ame Jo Ann Schmidt

Registration Number 622 55

[Page 2 of 2]



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required

by the Freedom of Information Act.

Arecord from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

Arecord in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

Arecord in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).
Arecord related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

Arecord in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

Arecord fr(grr)l)this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant ( /e, GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.
Arecord from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

Arecord from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



Request for Participation in KIPO/USPTO PCT-PPH Program
U.S. App. No. 12/769,569
Copy of Claims Filed in PCT/US2010/032836

Claims 1-24 were found to have novelty, inventive step, and industrial applicability.

1. An electrical apparatus comprising:

an electrical outlet configured to provide electricity from an external electricity source to
a load electrically coupled with the electrical outlet;

a display including a plurality of light emitting diodes configured to display a percentage
of the electricity flow being generated using one or more renewable sources or a percentage of
the electricity flow being generated using fossil fuel, or both; and

a housing configured to house the electrical outlet, including an exterior surface to host

the visual indicator and the display.

2. The electrical apparatus of claim 1, further comprising a communication interface housed
by the housing, and configured to couple the display to an externally disposed controller

configured to control the visual indicator the display.

3. The electrical apparatus of claim 1, further comprising a switch coupled with the
electrical outlet, housed by the housing, and configured to enable or disable electricity flow to
the electrical outlet, in response to control of a controller, wherein the controller is configured to
control the switch to enable or disable the electricity flow based at least in part on a
characterization value provided to the controller, wherein the characterization value denotes a
percentage of the electricity flow being generated using one or more renewable sources or a

percentage of the electricity flow being generated using fossil fuel.

4. The electrical apparatus of claim 3, further comprising a visual indicator housed by the
housing and configured to indicate consumption of electricity through the electrical outlet is
being metered and charged by a non-utility entity, wherein the controller is further configured to

control the switch based on an authorization code provided to the controller.

PDX/120814/175549/JOA/8602065.1



5. An electrical apparatus comprising:

an electrical outlet configured to accept electrical coupling from a load,;

a switch coupled to the electrical outlet and configured to enable a controller to enable or
disable electricity flow from an external electricity source to the electrical outlet for usage by the
load, based on an authorization code or a characterization value of the electricity flow provided
to the controller; and

a housing configured to integrally house the electrical outlet and the switch.

6. The electrical apparatus of claim 5, further comprising the controller, and the housing is

further configured to integrally house the controller.

7. The electrical apparatus of claim 5, wherein the controller is external to the apparatus,
and the apparatus further comprises a communication interface coupled with the switch, disposed

within the housing, and configured to receive a control signal, from the controller, for the switch.

8. The electrical apparatus of claim 5, wherein the characterization value denotes a
percentage of the electricity flow being generated using one or more renewable sources or a

percentage of the electricity flow being generated using fossil fuel.

9. An electrical apparatus comprising:

an electrical outlet configured to accept electrical coupling from a load,;

a switch coupled to the electrical outlet and configured to enable or disable electricity
flow from an external electricity source to the electrical outlet for usage by the load; and

a controller coupled to the switch and configured to control the switch to control the
enabling and disabling of the electricity flow, based on at least one of an authorization code or a

characterization value of the electricity provided to the controller.
10.  The electrical apparatus of claim 9, wherein the controller comprises a communication

interface or a user input interface configured to receive the authorization code or the

characterization from a remotely located control server or a proximately located user.

PDX/120814/175549/JOA/8602065.1



11.  The electrical apparatus of claim 10, wherein the communication interface comprises a
selected one of a wireless wide area networking interface or a wireless personal networking

interface.

12.  The electrical apparatus of claim 10, wherein the user input interface comprises a selected

one of a keypad or a touch sensitive screen.

13. The electrical apparatus of claim 9, wherein the controller comprises a local verification
mask generator configured to locally generate a verification mask, and a verification circuit
coupled to the local verification mask generator to compare the received authorization code with
the locally generated verification mask, and the controller is configured to enable the electricity
flow only if the verification circuit is able to verify the authentication code using the locally

generated verification mask.

14.  The electrical apparatus of claim 13, wherein the authorization code comprises a credit

card number, and the verification mask comprises a credit card number format.

15.  The electrical apparatus of claim 13, wherein the authorization code and the verification

mask are symmetric keys.

16.  The electrical apparatus of claim 9, wherein the controller comprises a register
configured to store a characteristic threshold, and a characteristic checking circuit coupled to the
register to compare the received characteristic with the stored characteristic threshold, and the
controller is configured to enable the electricity flow only if the received characterization value

has a predetermined relationship with the stored characteristic threshold..
17.  The electrical apparatus of claim 9, wherein the characterization value denotes a

percentage of the electricity flow being generated using one or more renewable sources or a

percentage of the electricity flow being generated using fossil fuel.

PDX/120814/175549/JOA/8602065.1



18. The electrical apparatus of claim 17, further comprising a display coupled with the
controller and configured to display the percentage of the electricity flow being generated using
one or more renewable sources or the percentage of the electricity flow being generated using

fossil fuel, or both.

19. The electrical apparatus of claim 17, further comprising a visual indicator coupled with
the controller and configured to indicating consumption of electricity through the electrical outlet

is being metered and billed by a non-utility entity.

20. An electrical apparatus comprising:

a plurality of electrical outlets configured to accept electrical coupling from a
corresponding plurality of loads;

one or more switches coupled to the electrical outlets and configured to enable or disable
electricity flow from an external source to the electrical outlets for usage by the loads; and

a controller coupled to the one or more switches and configured to control the one or
more switches to control the enabling and disabling of the electricity flow, based on at least one

of an authorization code or a characterization value of the electricity provided to the controller.

21.  The electrical apparatus of claim 20, wherein the one or more switches consist of one
single switch coupled with the electrical outlets, wherein the controller is configured to control
the enabling and disabling of the electricity flow to the plurality of electrical outlets through the

one single switch.

22.  The electrical apparatus of claim 20, wherein the one or more switches comprise a
plurality of switches correspondingly integrated with the electrical outlets, wherein the controller
is configured to selectively control the enabling and disabling of the electricity flow to the

plurality of electrical outlets through the corresponding switches.
23.  The electrical apparatus of claim 20, wherein the controller and the one or more switches

comprise respective networking interfaces, and the controller and the one or more switches are

coupled with each other via a local area network.

PDX/120814/175549/JOA/8602065.1



24.  The electrical apparatus of claim 23, wherein the local area network is a selected one of a

wire or a wireless network.

25. A system comprising:
a plurality of electrical apparatuses, wherein each electrical apparatus includes
one or more electrical outlets configured to accept electrical coupling from
corresponding one or more loads; and
one or more switches coupled to the electrical outlets and configured to enable or
disable electricity flow from an external source to the electrical outlets for usage
by the one or more loads; and
a server remotely disposed and coupled with the plurality of electrical apparatuses, and
configured to selectively control the one or more switches of the electrical apparatuses to
respectively control the enabling and disabling of the electricity flow to the one or more

electrical outlets of the electrical apparatuses.

26. The system of claim 25, wherein at least two of the electrical apparatuses are remotely

disposed from each other.

27. The system of claim 25, wherein at least a first of the electrical apparatus further
comprises a local controller coupled to the one or more switches of the first electrical apparatus,
and configured to control the one or more switches of the first electrical apparatus to control the
enabling and disabling of the electricity flow to the one or more electrical outlets of the first

electrical apparatus, in response to control received from the remote control server.
28. The system of claim 27, wherein the server and the local controller comprise respective
networking interfaces, and the server and the local controller are coupled with each other via a

wide area network.

29.  The system of claim 28, wherein the wide area network comprises a selected one of a

wire or a wireless network.

PDX/120814/175549/JOA/8602065.1



UNITED STATES PATENT AND TRADEMARK OFFICE

P

Commissioner for Patents
United States Patent and Trademark Office
.0. Box 1450

Alexandria, VA 22313-1450

SCHWABE, WILLAMSON, & WYATT, P.C.

1420 FIFTH AVENUE, SUITE 3400 MAILED
SEATTLE, WA 98101-4010 . FEB 08 2012

OFFICE OF PETITIONS
In re Application of : DECISION ON REQUEST TO
James D. HOLBERY : : PARTICIPATE IN THE PATENT
Application No.: 12/769,569 : PROSECUTION HIGHWAY
Filed: April 28, 2010 : PROGRAM AND PETITION
Attorney Docket No.: 120814-175549 : TO MAKE SPECIAL UNDER
For: Electrical Outlet Arrangements... : 37 CFR 1.102(a)

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed on December 22, 2011, to
make the above-identified application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(1) The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or.IPEA are the JPO, EPO, KIPO, IPAU, Russia, Spain, Finland, Austria, or
USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial apphcablllty

www.uspto.gov



along with an English translation thereof.

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

(8) Applicant is required to submit a claims correspondence table in English which indicates how
all the claims in the U.S. application correspond to the claims indicated as having novelty,
inventive step and industrial applicability in the latest international work product.

The request to participate in the PCT-PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephbne inquiries concerning this decision should be directed to Joanne Hama at (571) 272-
2911 or in her absence, the undersigned at (571) 272-7099.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

Petittons Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE -

SCHWABE, WILLIAMSON & WYATT, P.C.
1420 FIFTH AVENUE, SUITE 3400
SEATTLE, WA 98101-4010

In re Application of

James D. Holbery, et al.

Application No. 12/769,574

Filed: April 28, 2010

Attorney Docket No. 120814-175552

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED

MAR 262012
OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed February 21, 2012.

The request is APPROVED.

’

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under 37

C.F.R. § 1.136(a).

The request was signed by Al AuYeung on behalf of all attorneys of record. All attorncys/agents.
have been withdrawn. Applicant is reminded that there is no attorney of record at this time.

All future correspondence will be directed to the first named inventor James D. Holbery at the

address indicated below.

Telephone inqui;ies concerning this decision should be directed to Terri Johnson at 571-272-2991.

[Terri Johnson/
Terri Johnson

- Petitions Examiner
Office of Petitions

cc: James Malatesta
Tritek Technologies, Inc.
1 Medori Boulevard
Wilmington, DE 19801



UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Viginia 22313-1450

WWW.USpto.gov

[ APPLICATION NUMBER I FILING OR 371(C) DATE | FIRST NAMED APPLICANT ] ATTY. DOCKET NO./TITLE ]
12/769,574 04/28/2010 James D. Holbery 120814-175552
, CONFIRMATION NO. 7923
I 60172 POWER OF ATTORNEY NOTICE

SCHWABE, WILLIAMSON & WYATT, P.C.

1420 FIFTH AVENUE, SUITE 3400 L

SEATTLE, WA 98101-4010

Date Mailed: 03/15/2012

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 02/21/2012.

* The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/tsjohnson/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



UNITED STATES PATENT AND TRADEMARK OFFICE

' Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

WWW.uSplo.gov

Abdul Wahid Zularisam
Universiti Malaysia Pahang, Lebuhraya Tun Razak
26300 Gambang '
Kuantan, Pahang 26300

Ma!aysia : | : MA".ED

- FEB 102012
In re Application of :
Zularisam et al. : QFFICE OF PETITIONS
Application No. 12/769,667 :
Filing Date: April 29, 2010
Attorney Docket No. AD MLO02

This is a decision on the letter from Darren Gardner, reg. no 54,113, filed January 10, 2012,
stating that he is not associated with customer numbers: 69109; 14776; 69373; 72136; 92958 and
14392,

Applicant has specified that the power of attorney should be associated with customer number

- 72136 and that all correspondence for the above-identified application should be sent to the
address associated with customer number 72136, which is ANDERSON TMP, INC, 1903 60 TH
PLACE E, SUITE M5103, BRADENTON FL. The USPTO normally mails correspondence
directly to the applicants, unless they are represented by an individual registered to practice
before the USPTO. In order to practice before the USPTO, an attorney and/or agent must have a
valid USPTO registration number as specified in 37 C.F.R. §132; Manual of Patent Examination
Procedure (MPEP) §402. Mr. Gardner, the registered practitioner associated with the above
indicated customer number (72136) has indicated to the Office that he is not associated with the
customer number and has not had any involvement with the applications associated with the
customer number. ‘ )

Darren Gardner has been removed from the Customer Number associated with this application.
Applicant is reminded that there is no attorney of'record at this time.

Therefore, the designation of the customer number, which lists Mr. Gardner as having power of
- attorney and the correspondence address is void, ab initio. We will not recognize the
appointment and all correspondence concerning this application must be signed by: 1) all named
applicants (inventors), 2) all the owners of the rights to the invention, or 3) a registered attorney
or agent duly appointed by the inventor(s) or the owner(s). Furthermore, all communications
from the Office will be addressed to the first named inventor, unless specific instructions to the
contrary are supplied by the applicant(s) for patent or owner(s).



Application No. 12/769,667 Page 2

While an appliqani may prosecute the application, lack of skill in this field usually acts as a
liability in affording the maximum protection for the invention disclosed. Applicant is, therefore,
encouraged to secure the services of a registered patent attorney or agent (i.e., registered to
practice before the U.S. Patent and Trademark Office) to prosecute the application, since the
value of a patent is largely dependent upon skillful preparation and prosecution.

- Since, it appears that applicant is not currently represented by, and if he wishes to obtain the
services of, a registered attorney or agent, a listing of registered patent attorneys and agents is
available online at https://oedci.uspto.gov/OEDCI/, or by calling the Office of Enrollment and
Discipline at (571) 272-4097. Applicant may also obtain a list of registered patent attorneys and
agents located in their area by writing to Mail Stop OED, Commissioner for Patents, Post Office
Box 1450, Alexandria, VA 22313-1450. The Office cannot, however, aid in selecting an
attorney or agent.

Information concerning the filing and/or prosecution of a patent application in the absence of an
attorney or agent, including how to obtain forms, is available online at www.uspto.gov, or at the
direct link for the Inventors Assistance Center \
http://www.uspto.gov/web/offices/pac/dapp/pacmain. html The Inventors Assistance Center may
also be contacted by calling (800) 786-9199, and by asking the operator for the Inventors Assistance
Center. ~

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
7709. All other inquiries concerning either the examination or status of the application should be
directed to the Technology Center.

/Mark Polutta /

Mark Polutta

Senior Legal Advisor

Office of Patent Legal Administration
Office of the Deputy Commissioner
for Patent Examination Policy

cc: ANDERSON TMP , INC
1903 60 TH PLACE E
SUITE M5103
BRADENTON FL



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.usplo.gov

LOWE, HAUPTMAN, HAM & BERNER, LLP (TSMC) ~ A\LED

1700 DIAGONAL ROAD W1

SUITE 300 ¢ 08 10

ALEXANDRIA, VA 22314 TIONS
OFFICE OF PET

In re Application of

Wen-Chih Chiou, et al. : : :

Application No. 12/769,725 . DECISION DISMISSING PETITION

Filed: April 29, 2010 ' . UNDER 37 CFR 1.313(a)

Attorney Docket No. T5057-Y117U

This is a decision on the petition under 37 CFR 1.3 13(a) filed February 3, 2012 requesting
withdrawal of the above-identified apphcatlon from issue.

The petition is DISMISSED as moot for the reasons stated below.

A review of the file record discloses that a Notice of Allowance and Fee(s) Due was mailed on
December 12, 2011, with the issue fee being due on or before March 12, 2012. The petition
states that the issue fee in this case has not been paid. A

The filing of a petition under 37 CFR 1.313(a) is unnecessary, since the mere filing of an RCE
and submission will effectively withdraw an application from issue prior to payment of the issue
fee. In view thereof, the petition to withdraw from issue is dismissed as involving a moot issue.
Note MPEP §§ 706.07(h)(IX) and 1308.

Telephone inquiries regarding this decision should be directed to undersigned at (571) 272-1642.
All other inquiries concerning the examination or status of this application should be directed to
the Technology Center. '

The matter is being referred to Technology Center AU 2891 for appropriate processing of the
. RCE filed February 3, 2012, and for consideration of the concurrently filed information
disclosure statement.

[AMW/

April M. Wise
Petitions Examiner
Office of Petitions



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor: Matthias Thulke
Confirmation No.: 8328

Serial No.: 12/769,745

Filing Date: 04-29-2010

S St T e it Vg ol ittt

Atty Docket No.: 236471

Commissioner for Patents
P.0. Box 1450
Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status
SiR:

Apphlicant respectfully submits that Special Status is sought on the basis
that the present invention materially contributes {o the development of renewable
energy resources or energy conservation.

The undersigned attorney may be contacted at the number below to
facilitate the resolution of any matters. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 09-0470.

Respectiudly submitted,
General Electric Company
By /Douglas B. Zhang/

Dougtlas D. Zhang
Reg. No. 37 985

Dated: January 7, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-6755



Boc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot FTOGRAIE {1E-1)
wvdd for ab‘“‘.\mﬁi‘ LR, OME (333‘\ N‘”"

EFARTMENT OF COauE d

08 3 vl 1N W Lneteod prammier.

Lindier s Fapeneark Bisfustion At of 1488

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Aftemay Docket
Phassbes

Applivstion Murher

g 5 127697 4N | EHing 9% s so. e
236471 {8 Rncen: 12TEOTY | Fiing d e up010

Fiest Mamed

vantor. | Mstthias Thutke

Title BAETHOD FOR TEMPERATURE CALIBBATION OF BLADE STRAIN GAUGES AN WIND TURBINE ROTCOR BLADE CONTAMING STR \5

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FGR
THE ABQVE-DENTIFIED APRPLICATION, Sew lnstruction Shest on pags 2.

This pelition must be fimely filed elechronically using the USPTO slsctronic Bling svstem, EFS-Weh.
Y By filing this petition:

Applicant is requesting early publication: Applicant herveby requasts early publication under
37 CFR 1.219 and the publication fee set forth In 37 CFR 1.18{d} accompanies this request.
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General Electric Company EXAMINER _ I

GE Global Patent Operation
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| NOTIFICATION DATE I DELIVERY MODE J
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronlcally on above-indicated "Notification Date" to the

following e-mail address(es):

gpo.mail@ge.com
allyson.camaroli@ge.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

General Electric Company
GE Global Patent Operation
2 Corporate Drive, Suite 648

Shelton CT 06484

In re Application of } : '

THULKE, MATTHIAS et al : DECISION ON PETITION
Application No. 12/769,745 : : TO MAKE SPECIAL UNDER
Filed: Dec. 21, 2009 : THE GREEN TECHNOLOGY
Attorney Docket No. 236471 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed Jan. 10, 2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is dismissed.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
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request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make spemal for applications
pertaining to Green Technologies has been waived.

The petition lacks item # 4.

In regard to item 4, petitioner should note that the instant petition includes a statement
identifying the basis for the special status (i.e., whether the instant invention (1) materially
enhances the quality of the environment or materially contributes to (2) development of
renewable energy resources or energy conservation, or (3) greenhouse gas reduction) as required
by sections II and III of the notice. However, as stated in the notice, applicant must also provide
a statement pertaining to the materiality standard if the application disclosure is not clear on its
face as to the materiality of the basis for the special status of the invention. This petition lacks
such a statement and it is not agreed that the application on its face meets that materiality
standard. Petitioner states that the claimed invention relates to development of renewable energy
and energy conservation. This is not convincing. For example, it is not clear how the claimed
rotor blade with a strain and a temperature sensor will provide and enhance the quality of the
environment or contribute to development of renewable energy resources or energy conservatlon
or greenhouse gas reduction. In particular, claims 1, 7 and 13 would read on a lawn mower
blade.

Any reconsideration of this decision should be submitted through the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on
the EFS-Web screen.

Telephone inquiries conéerning this decision should be directed to Henry C. Yuen at 571-272-
4856.

The application will be forwarded to the Technology Center Art Unit 3745 for action in
its regular turn.

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center 3700



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named inventor: Matthias Thulke
Confirmation No.: 8328

Serial No.: 12/769,745

Filing Date: 04-29-2010

S St T e it Vg ol ittt

Atty Docket No.: 236471

Commissioner for Patents
P.0. Box 1450
Alexandria, VA 22313-1450

Reguest for Reconsideration
SIR:

This is responsive to the Decision on Petition, dated as mailed 20 January
2011, in the above-referenced application.

Applicant respectiully requests reconsideration of Applicant’'s Petition {o
Make Special on the basis that the present invention materially contributes to the
development of renewable energy resources or energy conservation.

Applicant respectiully submits that the present invention is directed to a
wind turbine rotor blade which is adapted {o perform a temperature calibration of
a strain sensor and methods for temperature calibration of a strain sensor
arranged at a rotor blade of a wind turbine.

Modern wind turbines are designed to produce a maximum amount of
energy in a particular geographical area. Therefore, wind turbines are operated
such that the operational wind speed range is increased. This increases the
loads on almost all parts of a wind {urbine, especially the rotor blades which are

typically produced from lightweight materials, like glass or carbon fibers.



Excessive loads will result in fatigue failures of the rofor blades. As the power
generation should be maximized, wind turbine rotor blades are operated closer
and closer {o therr fatigue imit. As fatigue failure of rotor blades should be
avoided, there is a need to know exactly when those fatigue failures will occur.
Typically, fatigue fallures will oceur at a well-defined stress within the material of
the rotor blades. As the material constants for the material used to build the rotor
blade are known, one can predetermine the force at which the material will break.

The embodiments disclosed herein provide a method for temperature
calibration of a strain sensor for a rotor blade of a wind turbine. The method
includes operating the wind turbine in a mode in which substantially no bending
of the rotor blade due to wind occurs, repeatedly measuring gravitationally
induced bending moments of the rotor blade for a plurality of temperatures
measured at the place of the sirain sensor, determining a temperature
dependency of the strain sensor on the temperature, calibrating the strain sensor
based on the determined temperature dependency of the strain sensor such that
the temperature dependency of the strain sensor is compensated.

The present invention protects a wind turbine from the impairments of
fatigue failure of the wind turbine rotor blades. By operating the wind turbine in a
mode in which substantially no bending of the rotor blade occurs, the present
invention promotes the efficient production of energy by protecting the wind
turbine from interruptions in operation caused by damage to the wind turbine
rotor blades. As such, the present invention materially contributes to the

development of renewable energy and promotes increased energy production.

[ S8



The undersigned aftormey may be contacted at the number below to

facilitate the resolution of any matiers. Please charge any fees that are incurred

in connection with this Statement to deposit account no. 09-0470.

Dated; February 15, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-6755

Respectfully submitted,
General Electric Company
By: {Douglas B. Zhang/

Dougtlas D. Zhang
Reg. No. 37,985

Lok
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

S

Notice of the Office communication was sent electronically on above-indicated "Notlﬁcatlon Date" to the
following e-mail address(es): :

gpo.mail@ge.com
allyson.camaroli@ge.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

General Electric Company
GE Global Patent Operation
2 Corporate Drive, Suite 648

Shelton CT 06484

In re Application of :

THULKE, MATTHIAS et al : DECISION ON PETITION
Application No. 12/769,745 : : TO MAKE SPECIAL UNDER
Filed: April 29,2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 236471 - : PILOT PROGRAM

This is a decision on the renewed petition under 37 CFR 1.102, filed Feb. 17, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

v

The petition is denied.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application -
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
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request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The petition lacks item # 4.

In regard to item 4, petitioner should note that the instant petition includes a statement
identifying the basis for the special status (i.e., whether the instant invention (1) materially
enhances the quality of the environment or materially contributes to (2) development of
renewable energy resources or energy conservation, or (3) greenhouse gas reduction) as required
by sections II and III of the notice. However, as stated in the notice, applicant must also provide
a statement pertaining to the materiality standard if the application disclosure is not clear on its
face as to the materiality of the basis for the special status of the invention. This petition lacks
such a statement and it is not agreed that the application on its face meets that materiality

. standard. In the renewed petition, petitioner argues that the claimed invention relates to

temperature calibration of a strain sensor so that the impairments of fatigue failure of a rotor
blade can be protected. Petitioner argues that the present invention promotes efficient energy
production. This line of arguments is not persuasive because the claims are directed a rotor blade
with a strain and temperature sensor only which is not directly related to the quality of the
environment or.contribute to development of renewable energy resources or energy conservation
or greenhouse gas reduction.

Under the circumstances, the request to make the above-identified application special under the
pilot program for applications pertaining to Green Technologies cannot be granted.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen at 571-272-

- 4856. The application is being forwarded to the Technology Center Art Unit 3745 for action in

its regular turn.

Since this is a decision for reconsideration, no further reconsideration or review of the matter
will be undertaken by the Director.

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center 3700




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named inventor: Jacob Johannes Nies
Confirmation No.: 8402

Serial No.: 12/769,788

Filing Date: 04-29-2010

et gt Tuar it Vg gl witt

Atty Docket No.: 235119
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status

SIR:

Apphicant respectfully submits that Special Status is sought on the basis
that the present invention materially contributes to the development of renewable
energy resoutces or energy conservation.

The undersigned attorney may be contacted at the number below to
facilitate the resolution of any matters. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 09-0470.

Respectfully submitted,
General Electric Company
By. [Douglas D. Zhang/

Douglas D. Zhang
Reg. No. 37,985

Dated: January 6, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-6755
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

www.uspto.gov

I APPLICATION NO. ] FILING DATE l FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. [ CONFIRMATION NO. —|
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General Electric Company L I
GE Global Patent Operation _ LOOK, EDWARD K
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3745

L NOTIFICATION DATE I DELIVERY MODE I

01/13/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

gpo.mail@ge.com
allyson.carnaroli@ge.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

General Electric Company
GE Global Patent Operation
2 Corporate Drive, Suite 648

Shelton CT 06484

In re Application of : 4

NIES, JACOB JOHANNES et al ) o DECISION ON PETITION
Application No. 12/769,788 : TO MAKE SPECIAL UNDER
Filed: April 29,2010 - : THE GREEN TECHNOLOGY
Attorney Docket No. 235119 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed Jan. 7, 2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is granted.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.¢., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
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greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of ‘the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Henry C. Yuen at 571-272-
4856.

This application will be forwarded to the Technology Center Art Unit 3745 for action on
the merits commensurate with this decision.

/Henry C. Yuen/

Henry C. Yuen ' \
Quality Assurance Specialist ‘
Technology Center TC 3700
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Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request PETITION TO WITHDRAW AN APPLICATION FROM ISSUE AFTER PAYMENT OF

THE ISSUE FEE UNDER 37 CFR 1.313(c)

Application Number 12769791

Filing Date 29-Apr-2010

First Named Inventor Richard RUBY

Art Unit 2837

Examiner Name MARK BUDD

Attorney Docket Number 2009-116USORG

Title RESONATOR DEVICE INCLUDING ELECTRODE WITH BURIED TEMPERATURE

COMPENSATING LAYER

An application may be withdrawn from issue for further action upon petition by the applicant. To request that the Office
withdraw an application from issue, applicant must file a petition under this section including the fee set forth in § 1.17(h) and a
showing of good and sufficient reasons why withdrawal of the application from issue is necessary.

APPLICANT HEREBY PETITIONS TO WITHDRAW THIS APPLICATION FROM ISSUE UNDER 37 CFR 1.313(c).

A grantable petition requires the following items:

(1) Petition fee; and

(2) One of the following reasons:

(a) Unpatentability of one or more claims, which must be accompanied by an unequivocal statement that one or more claims
are unpatentable, an amendment to such claim or claims, and an explanation as to how the amendment causes such claim or
claims to be patentable;

{(b) Consideration of a request for continued examination in compliance with § 1.114 (for a utility or plant application only); or
{c) Express abandonment of the application. Such express abandonment may be in favor of a continuing application, but not a
CPA under 37 CFR 1.53(d).

Petition Fee
] Applicant claims SMALL ENTITY status. See 37 CFR 1.27.
] Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g}(2).
] Applicant(s) status remains as SMALL ENTITY.

< Applicant(s) status remains as other than SMALL ENTITY

Reason for withdrawal from issue




(3 Oneor more claims are unpatentable

(® Consideration of a request for continued examination (RCE) (List of Required Documents and Fees)

O Applicant hereby expressly abandons the instant application {(any attorney/agent signing for this reason must
have power of attorney pursuant to 37 CFR 1.32(b)).

RCE request,submission, and fee.

| certify, in accordance with 37 CFR 1.4(d){(4) that:
[1 TheRCE request ,submissicn, and fee have already been filed in the above-identified application cn

Are attached.

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

| certify, in accordance with 37 CFR 1.4(d){(4) thatlam:

® An attorney or agent registered to practice before the Patent and Trademark Office who has been given power of attorney
in this application.

(O Anattorney or agent registered to practice before the Patent and Trademark Office, acting in a representative capacity.

(O Asoleinventor
(O Ajointinventor; | certify that | am authorized to sign this submission on behalf of all of the inventors
(> Ajointinventor; all of whom are signing this e-petition

(O The assignee of record of the entire interest that has properly made itself of record pursuant to 37 CFR 3.71

Signature /Scott Weitzel/

Name Scott Weitzel

Registration Number 54534




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date: March 22, 2012

In re Application of :
DECISION ON PETITION

UNDER CFR 1.313(c)(2)

Richard RUBY

Application No : 12769791
Filed : 29-Apr-2010
Attorney Docket No: 2009-116USORG

This is an electronic decision on the petition under 37 CFR 1.313(c)(2), filed March 22,2012 , to withdraw the above-identified
application from issue after payment of the issue fee.

The petition is GRANTED.
The above-identified application is withdrawn from issue for consideration of a submission under 37 CFR 1.114 (request for
continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid in this application cannot be refunded. If, however, this application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new Notice of Allowance.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

This application file is being referred to Technology Center AU 2837 for processing of the request for continuing examination
under 37 CFR 1.114.

Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

ROSENBERG KLEIN & LEE
3458 ELLICOTT CENTER DRIVE-SUITE 101
ELLICOTT CITY MD 21043

'- MAILED
DEC 17 2010
OFFICE OF PETITIONS

In re

Wang, et al.

Application No. 12/769,810

Filed: April 29, 2010 . DECISION
Attorney Docket No. MR2349-2175 :

This is a decision on the fee deficiency submission under 37 CFR
1.28(c), filed September 14, 2010.

The fee deficiency submission under 37 CFR 1.28 of $248 for the filing
fee, $110 examination fee, and $270 search fee is hereby accepted.

The change of status to large entity has been entered.

The application is being forwarded to Group Art Unit 2617 for
examination in due course.

Telephone inquiries concerning this matter may be directed to the
- undersigned at (571) 272-3207. '

iy

Cliff Congo
Petitions Attorney
Office of Petitions
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DIEHL SERVILLA LLC

33 WOOD AVE SOUTH
SECOND FLOOR, SUITE 210
ISELIN, NJ 08830

In re Application of

Michael FLATHER, et al

Application No. 12/769,829

Filed: September 8, 2010

Attorney Docket No. ANS0168-00US

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED

0CT 22 2010
OFFICE OF PETITIONS
DECISION ON PETITION

TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed September 30, 2010.

The request is NOT APPROVED as moot.

A review of the file record indicates that the power of attorney to Karen M. Whitney and the
attorneys associated with Customer No. 48394, has been revoked by the assignee of the patent
application on September 30, 2010. Accordingly, the request to withdraw under 37 C.F.R. §

1.36(b) is moot.

Telephone inquires concerning this decision should be directed to undersigned at 571-272- 6735.

/Diane C. Goodwyn/
Diane C. Goodwyn
Petitions Examiner
Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450
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WILLIAMS MULLEN
222 CENTRAL PARK AVENUE

SUITE 1700 MAILED

VIRGINIA BEACH VA 23462 N
MAR 25 2011

OFACE OF PETIMIONS
In re Application of
Epner et al. :
Application No. 12/769,913 : DECISION ON PETITION

Filed: April 29, 2010 TO WITHDRAW FROM RECORD
Attorney Docket No. 058305.0002 :

This is a decision on the Request to Withdraw as attorney or agent of record under 37
C.FR. § 1.36(b), filed February 18, 2011.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is
signing on behalf of another/others. The Office will require the practitioner(s) to certify
that he, she or they have: (1) given reasonable notice to the client, prior to the expiration
of the reply period, which the practitioner(s) intends to withdraw from employment; (2)
delivered to the client or a duly authorized representative of the client all papers and
property (including funds) to which the client is entitled; and (3) notitied the client of any
replies that may be due and the time frame within which the client must respond,
pursuant to 37 CFR 10.40 (c).

The request was signed by Kelly J. Hollowell, on behalf of all attorneys of record who
are associated with Customer Number 45309.

All attorneys/agents associated with the Customer Number 45309 have been withdrawn.
Applicant is reminded that there is no attorney of record at this time.

All future correspondence will be directed to the assignee at the address indicated below.

Currently, there is no outstanding Office action that requires a reply.
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Telephone inquiries concerning this decision should be directed to the undersigned at
(571) 272-7751. All other inquires concerning either the examination or status of the
application should be directed to the Technology Center.

fn Oy

Joan Olszewski
Petitions Examiner
Office of Petitions

cc: Nimble Epitech, LL.C
2029 Del Mar Heights Road
Del Mar, California 92014
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Alexandria, Virginia 22313-1450
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| APPLICATION NO: ] FILING DATE ] FIRST NAMED INVENTOR }ATTORNEY DOCKET NO.l CONFIRMATION NO‘—l
12/769,920 04/29/2010 Tsutomu JITSUHARA 2589-80 8654
A EXAMINER
7500 - 07/28/2011 [ : j

NIXON & VANDERHYE, PC
901 NORTH GLEBE ROAD, 11TH FLOOR

ARLINGTON, VA 22203 | ART UNIT ] PAPER NUMBER 1
2618
[ MAIL DATE | DELIVERY MODE I
07/28/2011 PAPER

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

Telephone inquiries should be dirgcted to the Office of Data Management at (571) 272-4200.

nt Publication Branch
Office of Data Management

Page 1 of 1
FORM PET651G (Rev. 08/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

SHERIDAN ROSS PC
1560 Broadway
Suite 1200
Denver, CO 80202 M A|LED
NOvV 01 2010
In re Application of , : OFFICE OF PETITIONS
Holly Wagstaff-Bellomo, et al. : :
Application No. 12/769,942 : DECISION ON PETITION
Filed: April 29,2010 : : TO WITHDRAW

Attorney Docket No. 5934-1 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed October 7, 2010.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under 37
C.F.R. §1.136(a).

The request was signed by Joseph E. Kovarik on behalf of all attorneys of record. All
attorneys/agents have been withdrawn. Appllcant is reminded that there is no attorney of record at
this time.

All future correspondence will be directed to the first named inventor Holly Wagstaff-Bellomo at
the address indicated below.
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Telephone inquiries concerning this decision should be directed to Terri Johnson at 571-272-2991.

/Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions

cc: Holly Wagstaff-Bellomo
3654 S. Hudson Street
Denver, CO 80237 '



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 223131450

WWW.uUSpto.gov

[ APPLICATION NUMBER | FILING OR 371(C) DATE |

FIRST NAMED APPLICANT | ATTY. DOCKET NO./TITLE |
12/769,942 04/29/2010 Holly Wagstaff-Bellomo 5934-1
' CONFIRMATION NO. 8713
22442 POWER OF ATTORNEY NOTICE
SHERIDAN ROSS PC

50BN [

DENVER, CO 80202

Date Mailed: 10/29/2010

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 10/07/2010. ’

» The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/tsjohnson/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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PILLSBURY WINTHROPSHAW PITTMAN LLP
P.O. BOX 10500 MA"_ED

MCLEAN VA 22102

OCT 22 2010
Inre App]icaﬁon of ) < OFF,CE OF PET'T'ONS
Bruce C. Sun et al ‘ :
Application No. 12/769,986 :  ON PETITION

Deposited: April 29,2010
Attorney Docket No. 019921-0386373
(CERA-003)

This is in response to the “PETITION TO INCLUDE INADVERTENTLY OMITTED
DRAWING PURSUANT TO 37 C.F.R. 1.57(a))” filed July 12, 2010, requesting that the above-
referenced application be accorded a filing date of April 29, 2010. This petition is being treated
pursuant to 37 CFR 1.53(e)(2)’.

Application papers in the above-identified application were deposited on April 29, 2010.
However, on May 11, 2010, the Office of Patent Application Processing mailed applicants a
“Notice of Incomplete Nonprovisional Application,” notifying applicants that the application
papers had not been accorded a filing date because the application was deposited without
drawings. In response, applicants timely filed this petition. Applicants request that the
application be amended to include the inadvertently omitted drawings on the basis that the
application as filed contained a prior benefit claim under 37 CFR 1.55 or 1.78.

Petitioner’s arguments and evidence have been considered. However, a review of the application
confirms that, as filed, the application contained at least one method claim. MPEP 601.01(f)
provides that:

It has been USPTO practice to treat an application that contains at least one process or
method claim as an application for which a drawing is not necessary for an understanding
of the invention under 35 U.S.C. 113 (first sentence).

Thus, pursuant to § 601.01(f), a drawing is not considered essential for a filing date. The instant
application is entitled to a filing date without drawings present in the application.

' Any request for review of a notification pursuant to paragraph (e)(1) of this section, or a notification that the
original application papers lack a portion of the specification or drawing(s), must be by way of a petition pursuant to
this paragraph accompanied by the fee set forth in § 1.17(f). In the absence of a timely (§ 1.181(f)) petition pursuant
to this paragraph, the filing date of an application in which the applicant was notified of a filing error pursuant to
paragraph (c)(1) of this section will be the date the filing error is corrected.
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Accordingly, the Office should have granted the application a filing date and mailed a Notice of
Omitted Items instead of a Notice of Incomplete Nonprovisional Application. As stated in
MPEP 601.01(g) under the section entitled, “Application Entitled to a Filing Date,” applicant
may submit an amendment to include the inadvertently omitted portion of the drawing(s)
pursuant to 37 CFR 1.57(a):

[i]f an application was filed on or after September 21, 2004, and contains a claim under
37 CFR 1.55 for priority of a prior-filed foreign application, or a claim under 37 CFR
1.78 for the benefit of a prior-filed provisional, nonprovisional, or international
application that was present on the filing date of the application, and the omitted portion
of the drawing(s) was inadvertently omitted from the application and is completely
contained in the prior-filed application[.]

Please note that no petition is required and that the amendment must comply with 37 CFR
1.57(a) and 37 CFR 1.121. See MPEP § 201.17. Any amendment to include the inadvertently
omitted drawing(s) will be considered by the examiner.

To the extent the instant petition requests a filing date of April 29, 2010 with no drawings
present in the application, the petition is GRANTED.

Given the basis for granting this petition, the petition fee is being refunded.

Pursuant to this decision, the application will be referred to Office of Patent Application
Processing for:

¢ correction of the filing date to April 29, 2010;

+ for indication in Office records, as appropriate, that “0" sheets of drawings were
present on filing and

o for issuance of a filing receipt.

Entry of the amendment filed July 12, 2010, will be determined by the examiner.

- Telephone inquiries concerning this matter may be directed to Karen Creasy at (571) 272-3208.

Anthon¢ Knight
Director
Office of Petitions



Doc Code: PPH.PCT.652
Document Description: Petition to make special un PCT-P
P P der PCT-Patent Pros Hwy PTO/SB/20PCT-EP (05-10)
Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information uniess it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiGHWAY (PCT-PPH) PiLoT PROGRAM BETWEEN THE EUROPEAN PATENT OFFICE (EPO) AND
THE USPTO

Application No: 12/770,012 Filng date: | April 29, 2010

First Named Inventor: K|yosh| Hashiba

menion. Medical Systems, Devices and Methods for Suturing Perforations

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/US2010/032929

application number(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are: )
April 29, 2010

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above-identified
corresponding PCT application(s)
Is attached

D Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

[E Is attached.

D Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS




PTO/SB/20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PiLOT PROGRAM
BeETWEEN THE EPO AND THE USPTO

(continued)

Application No.: 12/770,012

First Named Inventor] Kiyoshi Hashiba

d. (1) Aninformation disclosure statement listing the documents cited in the international work products (ISR,
WO/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

June 22, 2011

@ Has already been filed in the above-identified U.S. application on

(2) Copies of ali documents (except) for U.S. patents or U.S. patent application publications)

Are attached.
L June 22, 2011

E] Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Claims in US Application Patentable Claims

in the corresponding Explanation regarding the correspondence
PCT Application
1 6 Amended Claim 1 in the U.S. application corresponds directly to claim 6 in the PCT application.
3-9 7-13 The wording used in claim 3 of the U.S. application corresponds directly to claims 7-13 of the PCT application.
10 1 Claim 10 in the U.S. application corresponds directly to claim 1 of the PCT application.
11 Claim 11 depends from patentable claim 10.
12-15 2-5 Claims 12-15 in the U.S. application corresponds directly to claims 2-5 of the PCT application.

lli. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

Signature /MlChael N Splnk/ Date June 23, 2011
a‘;?r:sTyped)MiChael N Sp|nk Registration Number47’107

[Page 2 of 2]
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P.O. Box 1450
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WWW.USPLO.ZOV
I APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. I
12/770,012 04/29/2010 . KIYOSHI HASHIBA 10000-1934 8849
(PA-6269-RFB)
48003 7590 07/0872011
BRINKS HOFER GILSON & LIONE/CHICAGO/COOK L EXAMINER ]
PO BOX 10395
CHICAGO, IL 60610 _ I ART UNIT | . PAPER NUMBER |
’ 3773 :
r MAIL DATE | DELIVERY MODE |
07/08/2011 PAPER

Please find below and/or attached an Office communication concerni.ng this application or proceedilig.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

BRINKS HOFER GILSON & LIONE/CHICAGO/COOK
PO BOX 10395

CHICAGO IL 60610

In re Application of: :

HASHIBA, KIYOSHI . DECISION ON A REQUEST TO
Serial No.: 12/770012 : PARTICIPATE IN PCT/PATENT
Filed: April 29,2010 : T PROSECUTION HIGHWAY

Attorney Docket No. : 10000-1934 (PA-6269-RFB) : PROGRAM AND PETITION

Title: ~ MEDICAL SYSTEMS, DEVICES AND (T:gR% ( S)PECIAL UNDER
. METHODS FOR SUTURING 102(a
PERFORATIONS

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed June 23, 2011 to make the above-identified
application special.

The request and petition are granted.
A grantable request to participate in the PPH pilot program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more PCT
applications filed in the JPO, EPO, KIPO, or USPTO; :
(2) Applicant must submit a copy of the allowable/patentable clalm(s) from the PCT
application(s) latest international work product (the written opinion or the IPER) along with an
English translation thereof and a statement that the English translation is accurate;
(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the PCT application(s);

- (4) Examination of the U.S. application has not begun;
(5) Applicant must submit a copy of the latest international work product from the PCT
application containing the allowable/patentable claim(s) along with an English translation thereof
and a statement that the English translation is accurate; and
(6) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.
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In light of the petition being properly submitted, the request to participate in the PPH program
and the petition comply with the above requirements. Accordingly, the above-identified
application has been accorded “special” status.

The applicant is encouraged to cite and submit all relevant prior art references, if any, to
facilitate examination in this application.

Response must be filed via EFS-Web. Telephone inquiries concerning this decision should be
directed to Henry C. Yuen, at 571-272-4856. ’

Petition is granted.

/Henry C. Yuen/

Henry C. Yuen

Special Programs Examiner
Technology Center 3700
Tel: 571-272-4856



Doc Code: PET.GREEN
Document Dascription: Petition for Green Tech Pilot

PTOISBAR0 (83-11)

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Ry Dokt 242186 P aon NmOST 4 21770,027 | Fiteg qate 04-29-2010

el Russell Weldon Black

Title: WARPOR DEPOSITION APPARATUS AND PROCESS FOR CONTINUGUS INDIRECT DEPOSITION OF A THIN FILM LAYER OM A SUBSTRATE

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNGCLOGY PILOT PROGRAM FOR
THE ABOQVE-IDENTIFIED APPLICATION. See instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electionic filing system, EFS-Weh.

1. By filing this petifion:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18{d) accompanies this request.

2. By fiiling this petition: applicant is agreeing {o make an election without traverse in 8 telephonic interview and

glect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims arve not obviously divected 1o a single invention. See Instruction Sheet.

3. This request is accompanied by siatements of special status for the eligibility reguirament.
4, The application contains no more than three (3} independent clalms and twenty (20) fotal claims.

5. The application does not contain any multiple dependent claims.

8. Other attachments: Siatement Goncarning the Basis for the Special Status

sgatee 1 AISON W, Mages/ 11/14/2011

| Date

name  Allison W. Mages

{Print Typad)

57,275

Hagistration Numbey

Nate: Signatures of a the inveniors or assignees of recard of the enlive inferest or their representative(s) are required in accordance with
37 CFR 1.33 and 71.18. Please see I7 CFR 1.4{d) for the form of the signature. If necessary, submil multiple forms for more than one
signature, seg below”

E] PTOAE OF oo TOTTTIE B78 bt

if you need assistance in completing the form, call 1.800-PT0-5188 and select aption 2.




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor: Russell Weldon Black )

Confirmation No.: 8875 )
)

Serial No.: 12/770,027 )
}

Filing Date: 04-29-2010 }
)

Atty Docket No.: 242186 }

VIA EFS

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status

SIR:

The present application relates generally to the field of thin film deposition
processes whearein a thin film layer, such as a semiconductor material layer, is
deposited on a subsirate. More particularly, the subject matter is related to a
vapor deposition apparatus and associated process for depositing a thin film
layer of a photo-reactive material on a glass substrate in the formation of
photovoltaic (PV) modules. {See [0001)).

Thin film photovoltaic (PV} modules (also referred to as “solar panels™
hased on cadmium telluride (CdTe) paired with cadmium sulfide (CdS) as the
photo-reactive components are gaining wide acceptance and interest in the
industry. CdTe is a semiconductor material having characteristics particularly
suited for conversion of solar energy (sunlight) to electricity. For example, CdTe
has an energy bandgap of 1.45 eV, which enables it to convert more energy from

the solar spectrum as compared to lower bandgap {1.1eV) semiconductor



materials historically used in solar cell applications. Also, CdTe converts more
efficiently in lower or diffuse light conditions as compared to the lower bandgap
materials and, thus, has a longer effective conversion time over the course of a
day or in tow-light {i.e., cloudy) conditions as compared {0 other conventional
materials. (See [0002}).

Solar energy systems using CdTe PV modules are generally recognized
as the most cost efficient of the commercially available systems in terms of cost
per watt of power generated. Howsver, the advaniages of CdTe notwithstanding,
sustainable commercial exploitation and acceptance of solar power as a
supplemental or primary source of industrial or residential power depends on the
ability to produce efficient PV modules on a large scale and in a cost effective
manner. {See [0003}).

Certain factors greatly affect the efficiency of CdTe PV modules in terms
of cost and power generation capacity. For exampie, CdTe is relatively
expensive and, thus, efficient utilization (i.e., minimal waste) of the material is a
primary cost factor. In addition, the energy conversion efficiency of the module is
a factor of certain characteristics of the deposited CdTe film layer. Non-
uniformity or defects in the film layer can significantly decrease the output of the
module, thereby adding to the cost per unit of power. Also, the ability to process
relatively large substrates on an sconomically sensible commercial scale is a

crucial consideration. {See [0004]).

td



C88 (Close Space Sublimation) is a known commercial vapor deposition process
for production of CdTe modules. While there are advantages to the CS8
process, the related system is inherently a baich process wherein the glass
substrate is indexed into a vapor deposition chamber, hald in the chamber for a
finite period of time in which the film layer is formed, and subsequently indexad
out of the chamber. The system is more suited for batch processing of relatively
small surface area substrates. The process must be pericdically interrupted in
order {0 replenish the CdTe source, which is detrimental to a large scale
production process. In addition, the deposition process cannot readily be
stopped and restaried in a controlled manner, resulting in significant non-
utilization (i.e., waste) of the CdTe material during the indexing of the substrates
into and out of the chamber, and durning any steps needed {o position the
substrate within the chamber. (See {0005]-{00061).

Thus, there exists an ongoing need in the industry for an improved vapor
deposition apparatus and process for economically feasible large scale
production of efficient PV modules, particularly CdTe modules. (See [0007]).

in accordance with an embodiment of the invention, an apparatus is
nrovided for indirect vapor deposition of a sublimated source material, such as
CdTe, as a thin film on a photovoltaic (PV) module substrate. The deposition
process is “indirect” in that the sublimated source maternial does not plate directly
onto the substirate, but is caused to first plate onto a fransfer device, The
transfer device is then moved 1o a location opposite to the substrate wherein the

plated source material on the transfer device is subseguently sublimated and

Lok



caused o transfer onto a surface of the substrate. Although the invention is not
fimited to any particular film thickness, a "thin” film layer is generally recognized
in the art as less than 10 microns (um). (See [D00T]).

The apparatus includes a deposition head configured for sublimating a
source material supplied thereto. The transfer device is disposed relative {o the
deposition head s0 that the sublimated source material plates onto the device. In
a particutar embodiment, the transfer device is configured as a transport
conveyor disposed below the deposition head and that moves in an endless loop
between an upper leg and a lower leg. The transport conveyor includes an upper
surface onto which the sublimated source material plates as the transport
conveyor moves in the upper leg. A substrate conveyor is disposed below the
transport conveyor and is configured o convey substrates i a conveyance path
through the apparatus such that an upper surface of the subsirates is opposite
from and spaced below the lower leg of the transport conveyor. A heal source is
configured at an effective location adjacent the lower leg of the transport
conveyor to cause the source material that plated onto the transport conveyor
along the upper leg to sublimate along the lower feg. The sublimated source
material transfers to the upper surface of substrates conveyed by the substrate
conveyor. {See [0010}).

in still another aspect, the invention encompasses a process for indirect
vapor deposition of a sublimated source material, such as CdTe, as & thin film on
a photovoliaic (PV) module substrate. The process includes sublimating source

material in a deposition head, which plates onto a transfer device that is disposed



refative {0 the deposition head for this purpose. Although not limited fo this, the
transfer device may be a first (Mtransport”) conveyor that moves to a position
adiacent to a second (“substrate”) conveyor, which carries a substrate thereon.
The source material on the first convayor is then sublimated and transfers
{plates) to an upper surface of the substrate carried by the second conveyor.
{Ses [D012]).

Accordingly, Applicant respectfully submits that Special Status is sought
on the basis that the present invention materially contributes to the discovery or
development of renewable energy resources for at least the reason that the
claimed embodiments reduce costs assotiated with the large scale production of
solar energy systems using CdTe PV madules {solar panels), which as noted
above, are generally recognized as the most cost efficient of the commercially
available solar systems in terms of cost per watt of power generated.

The undersigned representative may be contacted at the number below {0
facilitate the resolution of any matters. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 089-0470.

Respectfully submitied,
General Electric Company
By /Allison W. Mages/

Allison W. Mages
Reg. Nao. 57 275

Dated: November 14, 2011
GE Global Patent Qperation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-8730
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. UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Dority & Manning, P.A. and Primestar Solar Inc.
Post Office Box 1449

Greenville SC 29602 DEC 14 2011

In re Application of :

BLACK, RUSSELL WELDON : DECISION ON PETITION
Application No. 12/770,027 : TO MAKE SPECIAL UNDER
Filed: April 29,2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 242186/PRSS-20 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed on November 14, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth 74 Federal Register Notice 64666 (December 8, 2009) and amended by
75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
-set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d). N

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.
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The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
“application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Colleen Dunn at 571-272-
1170.

The application is being forwarded to the appropriate Technology Center Art Unit for
action on the merits commensurate with this decision.

/Colleen Dunn/

Colleen Dunn
TQAS, TC 2800



Doc Code: PET.GREEN
Document Description: Petition for Green Tech Pilot

PTO/SBA0 O3-11)

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

orar DSl 043006 -1 | RSN 12770085 | risssae April 29, 2010

First Named

meror . JE€N Drayton, et al

Tifle: CAUMUN SULFIDE LAYERS FOR USE By CATAIM TELLURIDE 84550 THIN FILM PHOTOVGL TAIC DEVICES AND METHOUSR OF THEIR MANUFACTURE

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABQVE-IDENTIFIED APPLICATION. Seeinstruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web,
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18{d) accompanies this request.

2. By filing this petition: appilicant is agreeing 1o make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims are not obviously directed to a singie invention. See instruction Sheet.

«

This request is accompanied by stalements of special status for the eligibility requirement.
4. The application contains no more than three (3) independent claims and twenty (20) tolal claims.

5. The application doss not contain any mulliple dependent claims.

6. Other attachments: Statement Concerning the Basis for the Special Status

/Allison W. Mages/ e 29711

Nate: Signatures of gl the inveniors or assignees of record of the entire inferest or their represenfative(s! are reguired in accordance with
37 CFR 1.33 and 1118 Flease see 37 GFR 1.4¢(d) for the form of the signature. If necessary, subimit multiple forms for more than ong
signaturg, see befow™,

D *Tota] of . foTMS Bre subimnitted.

I you need asaistance in compleling the form. call 1-800-PTC-8192 and selent oplion 2.




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor: Jen Drayton, et al
Confirmation No.: 8920

Serial No.: 12/770055

Filing Date: April 29, 2010

A i e i e L K g

Atty Docket No.: 243006 -1

VIA EFS

Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status

SIR:

The application relates generally to cadmium sulfide thin film layers
and their methods of deposition. More particularly, the subject matter
relates to cadmium sulfide layers for use in cadmium telluride thin film

photovoltaic devices and their methods of manufacture. {See [0001])

Applicant respectiully submits that Special Status is sought on the
basis that the present invention materially contributes {o the discovery or
development of renewable energy resources.

The undersigned representative may be contacted at the numbser below to
facilitate the resolution of any matters. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 09-0470.

Respectfully submitted,

General Electric Company

By: /Allison W. Mages/




Dated: September 29, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-6730

A

Allison W, Mages
Reg. No. 57,275
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APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKETNO. | CONFIRMATION NO. J
12/770,055 04/29/2010 Jennifer Ann Drayton 243006/PRSS-30 8920
93081 7590 11/03/2011
. ! . EXAMINER
Dority & Manning, P.A. and Primestar Solar Inc. I I
Post Office Box 1449 RIDLEY, BASIA ANNA
reenvill
Gree e, SC 29602 | ART UNIT I PAPER NUMBER I
1725
| MAIL DATE | DELIVERY MODE I
11/03/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Dority & Manning, P.A. and Primestar Solar Inc.
Post Office Box 1449
Greenville SC 29602 NUV 03 2011

In re Application of :
Drayton et al. : DECISION ON PETITION

Application No. 12/770,055 : TO MAKE SPECIAL UNDER
Filed: 4/29/2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 243006/PRSS-30 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed 9/29/2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Tom Dunn at 571-272-1171.

The application is being forwarded to the Technology Center Art Unit 1725 for action
on the merits commensurate with this decision.

/Tom Dunn/

Tom Dunn
Quality Assurance Specialist
Technology Center 1700



Doc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot PTO/SB/420 (11-10)

Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket Application Number - .

Number- 243009-1 (if known): 12/770078 Filing date: 5010-04-29
First N d

|r:\rlznt;?1€ Robert Gossman

Title: CADMIUM SULFIDE LAYERS FOR USE IN CADMIUM TELLURIDE BASED THIN FILM PHOTOVOLTAIC DEVICES AND METHODS OF THE

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

N

By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.
4. The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments: Statement Concerning the Basis for the Special Status

Signature /Allison W. Mages/ Date 2011-11-15
Name Allison W .Mages
(Print/Typed) g Registration Number 57,275

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 3
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature
see below”.

\\\\\

*Total of forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35
U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.



PTO/SB/420 (11-10)
Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet for
Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i) “Pilot
Program for Green Technologies Including Greenhouse Gas Reduction,” (ii) “Elimination of
Classification Requirement in the Green Technology Pilot Program,” and (iii) “Expansion and
Extension of the Green Technology Pilot Program,” available on the USPTO web site at http://
www.uspto.gov/patents/init_events/green_tech.jsp):

1)  The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111
(a), or an international application that has entered the national stage in compliance with 35 U.S.C.
371, irrespective of the filing date of the application. Reexamination proceedings are excluded from
this pilot program.

2)  The application must contain three or fewer independent claims and twenty or fewer total claims.
The application must not contain any multiple dependent claims. For an application that contains
more than three independent claims or twenty total claims, or multiple dependent claims, applicant
must file a preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims
and/or the multiple dependent claims at the time the petition to make special is filed.

3) The claims must be directed to a single invention that materially enhances the quality of the
environment, or that materially contributes to: (1) the discovery or development of renewable
energy resources; (2) the more efficient utilization and conservation of energy resources; or (3)
green house gas emission reduction (see the eligibility requirements of sections Il and Il of the
notice (i) cited above). The petition must include a statement that, if the USPTO determines that the
claims are directed to multiple inventions (e.g., in a restriction requirement), applicant will agree to
make an election without traverse in a telephonic interview, and elect an invention that meets the
eligibility requirements in section Il or Il of the notice (i) cited above.

4) The petition to make special must be timely filed electronically using the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the
EFS-Web screen. Applicant should use form PTO/SB/420, which is available as a Portable
Document Format (PDF) fillable form in EFS-Web and on the USPTO Web site.

5) The petition to make special must be filed at least one day prior to the date that a first Office action
(which may be an Office action containing only a restriction requirement) appears in the Patent
Application Information Retrieval (PAIR) system. Applicant may check the status of the application
using PAIR.

6) The petition to make special must be accompanied by a request for early publication in compliance
with 37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A réc)(zrd from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing

inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
atent.

R record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKETNO. | CONFIRMATION NO. I
12/770,078 04/29/2010 Robert Dwayne Gossman 243009/PRSS-33 8979
93081 7590 12/16/2011 ‘
. ! ) EXAMINER I
Dority & Manning, P.A. and Primestar Solar Inc. I -
Post Office Box 1449 RIDLEY, BASIA ANNA
Greenville, SC 29602 | ART UNIT PAPER NUMBER I
1725
I MAIL DATE DELIVERY MODE I
12/16/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Dority & Manning, P.A. and Primestar Solar Inc. / a/l(p/ {

Post Office Box 1449

Greenville SC 29602

In re Application of :

Gossman et al. : DECISION ON PETITION
Application No. 12/770,078 : TO MAKE SPECIAL UNDER
Filed: 4/29/2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 243009/PRSS-33 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed 11/16/2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Tom Dunn at 571-272-1171.

The application is being forwarded to the Technology Center Art Unit 1725 for action
on the merits commensurate with this decision. .

[Tom Dunn/

Tom Dunn
Quality Assurance Specialist
Technology Center 1700



Doc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot PTO/SB/420 (11-10)

Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket Application Number - .

Number- 81205397 (if known): 12770084 Filing date: 5010-04-29
First N d, . . .

|r:\rlznt;?1€ Alireza Pezhman Shirvanian

Title: CATALYST LAYER HAVING THIN FILM NANOWIRE CATALYST AND ELECTRODE ASSEMBLY EMPLOYING THE SAME

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.

4. The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments: Status Statement for Petition to Make Special

Signature /Jungi Hang/ Dato 2011-03-04
Name JungiHan
(Print/Typed) 9 g Registration Number 54,615

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 3
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature
see below”.

\\\\\

)(\ *Total of ! forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35
U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Instruction Sheet for
Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i) “Pilot
Program for Green Technologies Including Greenhouse Gas Reduction,” (ii) “Elimination of
Classification Requirement in the Green Technology Pilot Program,” and (iii) “Expansion and
Extension of the Green Technology Pilot Program,” available on the USPTO web site at http://
www.uspto.gov/patents/init_events/green_tech.jsp):

1)  The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111
(a), or an international application that has entered the national stage in compliance with 35 U.S.C.
371, irrespective of the filing date of the application. Reexamination proceedings are excluded from
this pilot program.

2)  The application must contain three or fewer independent claims and twenty or fewer total claims.
The application must not contain any multiple dependent claims. For an application that contains
more than three independent claims or twenty total claims, or multiple dependent claims, applicant
must file a preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims
and/or the multiple dependent claims at the time the petition to make special is filed.

3) The claims must be directed to a single invention that materially enhances the quality of the
environment, or that materially contributes to: (1) the discovery or development of renewable
energy resources; (2) the more efficient utilization and conservation of energy resources; or (3)
green house gas emission reduction (see the eligibility requirements of sections Il and Il of the
notice (i) cited above). The petition must include a statement that, if the USPTO determines that the
claims are directed to multiple inventions (e.g., in a restriction requirement), applicant will agree to
make an election without traverse in a telephonic interview, and elect an invention that meets the
eligibility requirements in section Il or Il of the notice (i) cited above.

4) The petition to make special must be timely filed electronically using the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the
EFS-Web screen. Applicant should use form PTO/SB/420, which is available as a Portable
Document Format (PDF) fillable form in EFS-Web and on the USPTO Web site.

5) The petition to make special must be filed at least one day prior to the date that a first Office action
(which may be an Office action containing only a restriction requirement) appears in the Patent
Application Information Retrieval (PAIR) system. Applicant may check the status of the application
using PAIR.

6) The petition to make special must be accompanied by a request for early publication in compliance
with 37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A réc)(zrd from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing

inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
atent.

R record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07) ‘
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BROOKS KUSHMAN P.C./FGTL 4}?’\
1000 TOWN CENTER ﬁ
22ND FLOOR
SOUTHFIELD MI 48075-1238
In re Application of :
Shirvanian : DECISION ON PETITION
Application No. 12/770,084 : TO MAKE SPECIAL UNDER
Filed: 4/29/2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 81205397 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed 3/4/2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED. |

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed.to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. S) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
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request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

3

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquirés concerning this decision should be directed to Tom Dunn at 571-272-1171.

The application is being forwarded to the Technology Center Art Unit 1727 for action
on the merits commensurate with this decision.

[Tom Dunn/

Tom Dunn
Quality Assurance Specialist
Technology Center 1700



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
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| appucaTioNno. [ FiLNG DATE [ FIRST NAMED INVENTOR [ATTORNEY DOCKET NO.| CONFIRMATION no. |
12/770,092 04/29/2010 Nobuhiko KIDO 356229US8 9014
EXAMINER
7590 07/18/2011 L : B

OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P.
1940 DUKE STREET
ALEXANDRIA, VA 22314

NELMS, DAVID C

[ ArTunrT [ PaPErRNUMBER J
2871
| NOTIFICATION DATE I DELIVERY MODE J
07/18/2011 ELECTRONIC

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid

search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are

hereby refunded.

Telephone inquiries should be djrected to the Office of Data Management at (571) 272-4200.

émfﬁ%
Patent Publiedtion Branch

Office of Data Management

Page 1 of 1
FORM PET651G (Rev. 08/07)
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Noel Ross MAILED
2022 W Race ,
Chicago IL 60612 | SEP 21 2010
In re Application of : OFFICE OF PETITIONS
Ross et al. - : DECISION REFUSING STATUS
Application No. 12/770,100 - : UNDER 37 CFR 1.47(a)

Filed: April 29, 2010

For: SYSTEMS AND METHODS OF
DRAWSTRING RESTRINGING AND
RECOVERY

This is in fesponse to the renewed petition under 37 CFR 1.47(a), filed August 2, 2010.
The petition is dismissed.

Rule 47 app]icant is given TWO MONTHS from the mailing date of this decision to reply,
correcting the below-noted deficiencies. Any reply should be entitled "Request for
Reconsideration of Petition Under 37 CFR 1.47(a)," and should only address the deficiencies
noted below, except that the reply may include an oath or declaration executed by the non-
signing iiventor. FAILURE TO RESPOND WILL RESULT IN ABANDONMENT OF
THE APPLICATION. Any extensions of time will be governed by 37 CFR 1.136(a).

A grantable petition under 37 CFR 1.47(a) requires: (1) proof that the non-signing inventor
cannot be réached or refuses to sign the oath or declaration after having been presented with the
application papers (specification, claims and drawings); (2) an acceptable oath or declaration in
compliance with 35 U.S.C. §§ 115 and 116; (3) the petition fee; and (4) a statement of the last
known address of the non-signing inventor. Applicants lack items (1) set forth above.

As to item (1), rule 47 applicant must demonstrate with documented evidence that an inventor
refuses to join in the application after having been presented with the application papers
(specification, claims, drawings and oath or declaration). Although rule 47 applicant states that
application papers were mailed to non-signing inventor Grad via certified mail, no documentary
evidence has been provided. Rule 47 applicant states that inventor Grad has been contacted but
to date has failed to respond. Rule 47 applicant has provided attempts to contact non-signing
inventor via ‘e-miail. If rule 47 seeks to establish that the non-signing inventor has refused based
on the e-mail correspondence rule 47 applicant must establish that the application papers
(specification, claims; drawings and oath or declaration) were sent and establish that the
application papers were received and viewable by the inventor. If this cannot be established the
Office will not accept e-mail transmission as evidence of receipt. Petitioner cannot establish that
the appllcatlon papers were actually received.

A
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Unless petitioner can show that a copy of the application papers was presented to the joint
inventor, then petitioner will have to mail a copy of the complete application papers
(specification, claims and drawings) to the last known address of the joint inventor, return receipt
requested. A cover letter of instructions should accompany the mailing of the application papers
setting a deadline-or a statement that no response will constitute a refusal. This sort of ultimatum
lends support to a finding-of refusal by conduct. The proof of the pertinent events should be
made by a statement of someone with firsthand knowledge of the events and should include
documentary evidence, such as certified mail return receipt, cover letter of instructions,
telegram, etc. See MPEP 409.03(d).

Where there is an express or oral refusal, that fact, along with the time and place of the refusal,
must be stated in an affidavit or declaration by the party to whom the refusal was made.
Where there is a written refusal, a copy of the document(s) evidencing that refusal must be made
part of the affidavit or declaration.

When it is concluded by the rule 47 applicant that an omitted inventor’s conduct constitutes a
refusal, all facts upon which that conclusion i$ based should be stated in an affidavit or
declaration. If there is documentary evidence to support facts alleged in the affidavit or
declaratlon such evxdence must be submltted

Whenever an omitted inventor gives a reason for refusing to sign the application oath or
declaratlon that reason should be stated in the affidavit or declaration.

Further co'rr'esperideﬁce‘with reSpeet to this matter should be addressed as follows:

By mail: ‘Mail Stop PETITIONS
' " Commissioner for Patents
" Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
o Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Byfax: . = (571)273-8300
~ .. 7 ATTN: Office of Petitions

T iephone inquiries should be directed to the undersigned at (571) 272-3215.
Charlema Grant W T

Petitions Attorney
Office of Petitions
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United States Patent and Trademark Office
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2022 W Race

Chicago IL 60612 DEC 15 2010
o OFFICE OF PETITIONS
In re Application of :
Noel Ross and Frank Grad :  DECISION GRANTING STATUS
Application No. 12/770,100 :  UNDER 37 CFR 1.47(a)

Filed: April 29, 2010 |
For: SYSTEMS AND METHODS OF
DRAWSTRING RESTRINGING AND
RECOVERY

This is in response to the renewed petition under 37 CFR 1.47(a), filed October 12, 2010.
The petition is GRANTED.

Petitioner has shown that the non-signing inventor Grad has refused to join in the filing of the
above-identified application. '

The application and papers have been reviewed and found in compliance with 37 CFR 1.47(a).
This application is hereby accorded Rule 1.47(a) status.

As pfovided in 37 CFR 1.47(c), this Office will forward notice of this application’s filing to the
non-signing inventor at the address given in the petition. Notice of the filing of this application
will also be published in the Official Gazette.

This application is being referred to the Office of Patent Application Processing for pre-
examination processing.

Telephone inquiries regarding this decision should be directed to the undersigned at (571) 272-
3215. '

Charlema Grant
Petitions Attorney
Office of Petitions
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Document Description: Petition for Green Tech Pilot
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PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

o0 243013 -1 ey 120770102 | Fivgaae April 29, 2010

First Named

meror . JE€N Drayton, et al

Title: SYSTEM AND METHODS FOR HIGH-RATE CO-SPUTTERING OF THIM FILM LAYERS ON PHOTOVOLTAIC MODULE SUBSTRATES

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABQVE-IDENTIFIED APPLICATION. Seeinstruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web,
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18{d) accompanies this request.

2. By filing this petition: appilicant is agreeing 1o make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims are not obviously directed to a singie invention. See instruction Sheet.

«

This request is accompanied by stalements of special status for the eligibility requirement.
4. The application contains no more than three (3) independent claims and twenty (20) tolal claims.

5. The application doss not contain any mulliple dependent claims.

6. Other attachments: Statement Concerning the Basis for the Special Status

sgae(AHISON W. Mages/ e 29111

Nate: Signatures of gl the inveniors or assignees of record of the entire inferest or their represenfative(s! are reguired in accordance with
37 CFR 1.33 and 1118 Flease see 37 GFR 1.4¢(d) for the form of the signature. If necessary, subimit multiple forms for more than ong
signaturg, see befow™,

D *Total of

forms are submitted.

I you need asaistance in compleling the form. call 1-800-PTC-8192 and selent oplion 2.




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor: Jen Drayton, et al
Confirmation No.: 9029

Serial No.: 12/770102

Filing Date: April 29, 2010

A i e i e L K g

Atty Docket No.: 243013 -1

VIA EFS

Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status

SIR:

The application relates generally to a system and methods for
deposition of thin films on a substrate, and more particularly to a high
throughput system for co-sputtering from multiple targets to form thin film

tayers on photovoltaic module substrates. {See [0001])

Applicant respectiully submits that Special Status is sought on the
basis that the present invention materially contributes {o the discovery or
development of renewable energy resources.

The undersigned representative may be contacted at the numbser below to
facilitate the resolution of any matters. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 09-0470.

Respectfully submitted,

General Electric Company

By: /Allison W. Mages/




Dated: September 29, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-6730

A

Allison W, Mages
Reg. No. 57,275
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APPLICATION NO. I FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKETNO. | CONFIRMATION NO. ]
12/770,102 04/29/2010 Jennifer Ann Drayton 243013/PRSS-34 9029
93081 7590 11/03/2011
. ! A EXAMINER
Dority & Manning, P.A. and Primestar Solar Inc. l I
Post Office Box 1449 MCDONALD, RODNEY GLENN
Greenville, SC 29602 I o I Py p— ]
1724
| MAIL DATE I DELIVERY MODE |
11/03/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Dority & Manning, P.A. and Primestar Solar Inc.
Post Office Box 1449

Greenville SC 29602 NOV 0 3 2011

In re Application of :

Drayton et al. : DECISION ON PETITION
Application No. 12/770,102 : TO MAKE SPECIAL UNDER
Filed: 4/29/2010 oo THE GREEN TECHNOLOGY
Attorney Docket No. 243013/PRSS-34 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed 9/29/2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Tom Dunn at 571-272-1171.

The application is being forwarded to the Technology Center Art Unit 1724 for action
on the merits commensurate with this decision.

[Tom Dunn/

Tom Dunn
Quality Assurance Specialist
Technology Center 1700



Doc code : PET.OP.AGE
PTCQ/SB/130 (07-09)

Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

PETITION TO MAKE SPECIAL BASED ON AGE FOR ADVANCEMENT OF EXAMINATION
UNDER 37 CFR 1.102(c)(1}

Application Information

Application 12/770,116 Confirmation 9057 Filing 2010-04-29
Number Number Date

Attorney Docket . .

Number (optional) 1421-436 Art Unit 1638 Examiner Brent Page

First Named

WILLIAM H. EBY
Inventor

Title of Invention SOYBEAN CULTIVAR 91221152

Attention: Office of Petitions
An application may be made special for advancement of examination upon filing of a petition showing that the applicant is 65
years of age, or more. No fee is required with such a petition. See 37 CFR 1.102(c)(1) and MPEP 708.02 (IV).

APPLICANT HEREBY PETITIONS TO MAKE SPECIAL FOR ADVANCEMENT OF EXAMINATION IN THIS APPLICATION
UNDER 37 CFR 1.102(c)(1) and MPEP 708.02 (IV) ON THE BASIS OF THE APPLICANT'S AGE.

A grantable petition requires one of the following items:

(1) Statement by one named inventor in the application that he/she is 85 years of age, or more; or

(2) Certification by a registered attorney/agent having evidence such as a birth certificate, passport, driver's license, etc.
showing one named inventor in the application is 85 years of age, or more.

Name of Inventor who is 65 years of age, or older

Given Name Middle Name Family Name Suffix

William H. EBY

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18.
Please see 37 CFR 1.4(d) for the format of the signature.

Select (1) or (2) :

(O (1) 1am an inventor in this application and | am 65 years of age, or more.

(2) I am an attorney or agent registered to practice before the Patent and Trademark Office, and | certify that | am in possession of
evidence, and will retain such in the application file record, showing that the inventor listed above is 65 years of age, or more.

Signature Date
/Robert J. Jondle/ (YYYY-MM-DD) 2011-05-10
Name Robert J. Jondle Registration 33915
Number

EFSWeb 1.0.18
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U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Fr eedem of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about indivi duals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFSWeb 1.0.18



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
William H. Eby

12770116 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 29,2010

Attorney Docket No.  1421-436

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 10-MAY-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR lATTORNEY DOCKET NO. I CONFIRMATION NOJ
12/770,116 04/29/2010 William H. Eby ' 1421-436 9057
32905 . 7590 110172011
JONDLE & ASSOCIATES, P.C. _ [ _EXAMMNER ]
- 858 HAPPY CANYON ROAD, SUITE 230 PAGE, BRENTT
ASTLERO -
(CAS CK, CO 80108 L ART UNIT l PAPER NUMBER I
1638
I NOTIFICATION DATE | DELIVERY MODE J
11/01/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
JondleOA@jondlelaw.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.usplo.gov

JONDLE & ASSOCIATES P.C.
858 HAPPY CANYON ROAD SUITE 230
CASTLE ROCK CO 80108

In re Application of:

William H. Eby :

Serial No.: 12/770,116 : PETITION DECISION
Filed: August 29, 2010 :

Attorney Docket No.: 1421-436

This is in response to the petition under 37 CFR § 1.59(b), filed August 10, 2011, to expunge
information from the above identified application. This application has not been allowed.

Petitioner requests that the Reply to Request for Information under 37 CFR 1.105, and
attachment thereto, submitted to the Patent Office on August 10, 2011, be expunged from the
record. Petitioner states either: (A) that the information contains trade secret material,
proprietary material and/or material that is subject to a protective order which has not been made
public; or (B) that the information submitted was unintentionally submitted and the failure to
obtain its return would cause irreparable harm to the party who submitted the information or to
the party in interest on whose behalf the information was submitted, and the information has not
otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g) has been paid.

This is an examined application which is currently under non-final rejection. As such the
information provided has been reviewed, in part, but proceedings in the application have not
been terminated. As stated in M.P.E.P. 724, upon allowance or other action closing prosecution
in an application, petition may be made for return of Proprietary information. The information
cannot be expunged at this time.

The petition is DISMISSED. Petitioner may resubmit the petition subsequent to a Notice of
Allowability or ex parte Quayle action being mailed in the application. No additional petition
fee will be required at that time.

Should there be any questions about this decision blease contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist

Technology Center 1600



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandnia, Virginia 22313-1450

WWW.uSpLo.gov

r APPLICATION NO. l FILING DATE I FIRST NAMED INVENTOR I ATTORNEY DOCKETNO. | CONFIRMATION NO. J
12/770,116 04/29/2010 William H. Eby 1421-436 9057
32905 7590 1212812011 :
JONDLE & ASSOCIATES, P.C. : I EXAMINER ]
858 HAPPY CANYON ROAD, SUITE 230 PAGE, BRENTT
CASTLE ROCK, CO 80108 r ~RTUNIT I o APER NUMBER J
1638
WOTIFICATION DATE I DELIVERY MODE J
1272872011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

JondleOA@jondlelaw.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

) P.O. Box 1450
DEC 2 8 20" Alexandria, Vcwz“i:::;-;;zg
JONDLE & ASSOCIATES P.C.
858 HAPPY CANYON ROAD SUITE 230
CASTLE ROCK CO 80108
In re Application of: :
William H. Eby : PETITION DECISION

Serial No.: 12/770,116
Filed: April 29,2010
Attorney Docket No.: 1421-436

This is in response to the renewed petition under 37 CFR § 1.59(b), filed December 13, 2011, to
expunge information from the above identified application. This application has been allowed.

Petitioner requests that the material submitted to the Patent Office on August 10, 2011 be
expunged from the record. Petitioner states either: (A) that the information contains trade secret
material, proprietary material and/or material that is subject to a protective order which has not
been made public; or (B) that the information submitted was unintentionally submitted and the
failure to obtain its return would cause irreparable harm to the party who submitted the
information or to the party in interest on whose behalf the information was submitted, and the
information has not otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g)
has been paid.

The reasons set forth in this petition establishes to the satisfaction of the Director that
expungement of the information is appropriate. The file entry for this document has been closed
and as such the document is no longer publicly available, which is the IFW equivalent to
removal of a paper document from a paper file wrapper.

Therefore, petitioner’s petition is GRANTED.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600



PTO/SB/64

Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT ABANDONED

UNINTENTIONALLY UNDER 37 CFR 1.137(b)

Application Number 12770119

Filing Date 29-Apr-2010

First Named Inventor Matthew Tatarko

Art Unit 1776

Examiner Name CHESTER BARRY

Attorney Docket Number 11102.210-US

Title

WASTE WATER TREATMENT

The above-identified application became abandoned for failure to file a timely and proper reply to a notice or action by the
United States Patent and Trademark Office. The date of abandonment is the day after the expiration date of the period set for
reply in the office notice or action plus any extensions of time actually obtained.

APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION

NOTE: A grantable petition requires the following items:

(1) Petition fee;
(2) Reply and/or issue fee;
(3) Terminal disclaimer with disclaimer fee - required for all utility and plant applications filed before June 8, 1995; and for
all design applications;
(4) Statement that the entire delay was unintentional.
Petition fee

The petition fee under 37CFR 1.17(m} is attached.

[] Applicant claims SMALL ENTITY status. See 37 CFR 1.27.
] Applicantis no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)(2).
] Applicant(s) status remains as SMALL ENTITY.

< Applicant(s) status remains as other than SMALL ENTITY.

Issue Fee and Publication Fee:

Issue Fee and Publication Fee must accompany ePetition.

< Issue Fee Transmittal is attached

Drawing corrections and/ or other deficiencies.




(@ Drawing corrections and/ or other deficiencies are not required

O | certify, in accordance with 37 CFR 1.4.(D){4), that drawing corrections and/ or other deficiencies have previously been filed
on

(O Drawing corrections and/ or other deficiencies are attached.

STATEMENT: The entire delay in filing the required reply from the due date for the required reply until the filing of a
grantable petition under 37 CFR 1.137(b) was unintentional.

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

| certify, in accordance with 37 CFR 1.4(d){(4) thatlam:

An attorney or agent registered to practice before the Patent and Trademark Office who has been given power of attorney
in this application.

An attorney or agent registered to practice before the Patent and Trademark Office, acting in a representative capacity.

A sole inventor

A joint inventor; | certify that | am authorized to sign this submission on behalf of all of the inventors.

A joint inventor; all of whom are signing this e-petition.

o o O O 0O @®

The assignee of record of the entire interest that has properly made itself of record pursuant to 37 CFR3.71.

Signature /Thomas C. Sova, IV, Reg. # 59331/

Name Thomas C. Sova, IV.

Registration Number 59331




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date: June 22,2011

In re Application of : DECISION ON PETITION
Matthew Tatarko UNDER CFR 1.137(b)
Application No : 12770119

Filed: 29-Apr-2010

Attorney Docket No: 11102.210-US

This is an electronic decision on the petition under 37 CFR 1.137(b), filed June 22,2011 , to revive the above-identified
application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply in a timely manner to the Notice of Allowance and Issue
Fee(s) Due. The date of abandonment is the day after the expiration date of the period set for reply in the Notice.

The electronic petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in that (1) the reply in the
form of payment of the Issue Fee and the Publication Fee (if necessary); (2) the petition fee as set forth in 37 CFR 1.17 (m); (3) the
drawing correction and/or other deficiencies (if necessary); and (4) the required statement of unintentional delay have been
received. Accordingly, the Issue Fee payment is accepted as having been unintentionally delayed.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

This application file is being directed to the Office of Data Management.

Office of Petitions



Doc code : PET.OP.AGE
PTCQ/SB/130 (07-09)

Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

PETITION TO MAKE SPECIAL BASED ON AGE FOR ADVANCEMENT OF EXAMINATION
UNDER 37 CFR 1.102(c)(1}

Application Information

Application Confirmation Filing

Number 12/770,141 Number 9103 Dato 2010-04-29
Attorney Docket ] .

Number (optional} 1421-437 Art Unit 1638 Examiner | BrentPage

First Named

WILLIAM H. EBY
Inventor

Title of Invention SOYBEAN CULTIVAR 94130782

Attention: Office of Petitions
An application may be made special for advancement of examination upon filing of a petition showing that the applicant is 65
years of age, or more. No fee is required with such a petition. See 37 CFR 1.102(c)(1) and MPEP 708.02 (IV).

APPLICANT HEREBY PETITIONS TO MAKE SPECIAL FOR ADVANCEMENT OF EXAMINATION IN THIS APPLICATION
UNDER 37 CFR 1.102(c)(1) and MPEP 708.02 (IV) ON THE BASIS OF THE APPLICANT'S AGE.

A grantable petition requires one of the following items:

(1) Statement by one named inventor in the application that he/she is 85 years of age, or more; or

(2) Certification by a registered attorney/agent having evidence such as a birth certificate, passport, driver's license, etc.
showing one named inventor in the application is 85 years of age, or more.

Name of Inventor who is 65 years of age, or older

Given Name Middle Name Family Name Suffix

William H. EBY

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18.
Please see 37 CFR 1.4(d) for the format of the signature.

Select (1) or (2) :

(O (1) 1am an inventor in this application and | am 65 years of age, or more.

@ (2) I am an attorney or agent registered to practice before the Patent and Trademark Office, and | certify that | am in possession of
evidence, and will retain such in the application file record, showing that the inventor listed above is 65 years of age, or more.

Signature Date
/Robert J. Jondle/ (YYYY-MM-DD) 2011-05-10
Name Robert J. Jondle Registration 33915
Number

EFSWeb 1.0.18



Doc code : PET.OP.AGE
Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

PTCQ/SB/130 (07-09)

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Fr eedem of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about indivi duals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFSWeb 1.0.18



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
William H. Eby

12770141 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 29,2010

Attorney Docket No.  1421-437

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 10-MAY-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.USPLO.govV

r APPLICATION NO. 1 FILING DATE I FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. ] CONFIRMATION NO. |
12/770,141 04/29/2010 William H. Eby . 1421-437 9103
32905 7590 08/09/2011
EXAMINER
JONDLE & ASSOCIATES, P.C. ' [ J

858 HAPPY CANYON ROAD, SUITE 230 PAGE, BRENT T
CASTLE ROCK, CO 80108

[ ART UNIT | PAPER NUMBER ]

1638

| NOTIFICATION DATE | DELIVERY MODE I

08/09/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
JondleOA@jondlelaw.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Offi
AUG 0 92@“ _ nited States Patent an raF:.e(r)'n.aBox 1;23

Alexandria, VA 22313-1450
www.uspto.gov

JONDLE & ASSOCIATES P.C.
858 HAPPY CANYON ROAD SUITE 230
CASTLE ROCK CO 80108

In re Application of:

William H. Eby :

Serial No.: 12/770,141 : PETITION DECISION
Filed: April 29, 2010 :

Attorney Docket No.: 1421-437

This is in response to the petition under 37 CFR § 1.59(b), filed July 29, 2011, to expunge
information from the above identified application. This application has not been allowed.

- Petitioner requests that the Reply to Request for Information under 37 CFR 1.105, and
attachment thereto, submitted to the Patent Office on July 29, 2011, be expunged from the
record. Petitioner states either: (A) that the information contains trade secret material,
proprietary material and/or material that is subject to a protective order which has not been made
public; or (B) that the information submitted was unintentionally submitted and the failure to
obtain its return would cause irreparable harm to the party who submitted the information or to
the party in interest on whose behalf the information was submitted, and the information has not
otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g) has been paid.

This is an examined application which is currently under non-final rejection. As such the
information provided has been reviewed, in part, but proceedings in the application have not
been terminated. As stated in M.P.E.P. 724, upon allowance or other action closing prosecution
in an application, petition may be made for return of Proprietary information. The information
cannot be expunged at this time.

The petition is DISMISSED. Petitioner may resubmit the petition subsequent to a Notice of
Allowability or ex parte Quayle action being mailed in the application. No additional petition
fee will be required at that time.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPto.gov

| APPLICATION NO. r FILING DATE I FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION No. ]
12/770,141 04/29/2010 William H. Eby 1421-437 9103
32905 7590 127142011
JONDLE & ASSOCIATES, P.C. : | , EXAMINER ]
858 HAPPY CANYON ROAD, SUITE 230 } PAGE, BRENTT
CASTLE ROCK, CO 80108 I o I P E—" J

1638

I NOTIFICATION DATE l DELIVERY MODE I

12/14/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
JondleOA@)jondlelaw.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. B
El:’!" 14 20“ Alexandria, VA 223’:;-1::2
-~ - www.uspto.gov

JONDLE & ASSOCIATES P.C.
858 HAPPY CANYON ROAD SUITE 230
CASTLE ROCK CO 80108
In re Application of: :
William H. Eby : PETITION DECISION

Serial No.: 12/770,141
Filed: April 29, 2010
Attorney Docket No.: 1421-437

This is in response to the renewed petition under 37 CFR § 1.59(b), filed December 12, 2011, to
expunge information from the above identified application. This application has been allowed.

Petitioner requests that the material submitted to the Patent Office on July 29, 2011, not July 22,
2011 stated by applicant, be expunged from the record. Petitioner states either: (A) that the
information contains trade secret material, proprietary material and/or material that is subject to a
protective order which has not been made public; or (B) that the information submitted was
unintentionally submitted and the failure to obtain its return would cause irreparable harm to the
party who submitted the information or to the-party in interest on whose behalf the information
was submitted, and the information has not otherwise been made public. The petition fee set
forth in 37 CFR § 1.17(g) has been paid.

The reasons set forth in this petition establishes to the satisfaction of the Director that
expungement of the information is appropriate. The file entry for this document has been closed
and as such the document is no longer publicly available, which is the IFW equivalent to
removal of a paper document from a paper file wrapper.

Therefore, petitioner’s petition is GRANTED.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600



Doc code : PET.OP.AGE
PTCQ/SB/130 (07-09)

Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

PETITION TO MAKE SPECIAL BASED ON AGE FOR ADVANCEMENT OF EXAMINATION
UNDER 37 CFR 1.102(c)(1}

Application Information

Application 12/770,162 Confirmation 9145 Filing 2010-04-29
Number Number Date

Attorney Docket . .

Number (optional) 1421-438 Art Unit 1638 Examiner Stuart Baum

First Named

WILLIAM H. EBY
Inventor

Title of Invention SOYBEAN CULTIVAR 93360433

Attention: Office of Petitions
An application may be made special for advancement of examination upon filing of a petition showing that the applicant is 65
years of age, or more. No fee is required with such a petition. See 37 CFR 1.102(c)(1) and MPEP 708.02 (IV).

APPLICANT HEREBY PETITIONS TO MAKE SPECIAL FOR ADVANCEMENT OF EXAMINATION IN THIS APPLICATION
UNDER 37 CFR 1.102(c)(1) and MPEP 708.02 (IV) ON THE BASIS OF THE APPLICANT'S AGE.

A grantable petition requires one of the following items:

(1) Statement by one named inventor in the application that he/she is 85 years of age, or more; or

(2) Certification by a registered attorney/agent having evidence such as a birth certificate, passport, driver's license, etc.
showing one named inventor in the application is 85 years of age, or more.

Name of Inventor who is 65 years of age, or older

Given Name Middle Name Family Name Suffix

William H. EBY

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18.
Please see 37 CFR 1.4(d) for the format of the signature.

Select (1) or (2) :

(O (1) 1am an inventor in this application and | am 65 years of age, or more.

@ (2) I am an attorney or agent registered to practice before the Patent and Trademark Office, and | certify that | am in possession of
evidence, and will retain such in the application file record, showing that the inventor listed above is 65 years of age, or more.

Signature Date
/Robert J. Jondle/ (YYYY-MM-DD) 2011-05-10
Name Robert J. Jondle Registration 33915
Number

EFSWeb 1.0.18



Doc code : PET.OP.AGE
Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

PTCQ/SB/130 (07-09)

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Fr eedem of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about indivi duals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFSWeb 1.0.18



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
William H. Eby

12770162 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 29,2010

Attorney Docket No.  1421-438

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 10-MAY-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date : December 20, 2011

In re Application of : DECISION ON REQUEST TO WITHDRAW AS

William Eby ATTORNEY/AGENTOF RECORD
Application No : 12770162
Filed : 29-Apr-2010

Attorney Docket No : 1421-438
This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR§ 1.36(b), filed December 20, 2011

The request is APPROVED

The request was signed by Robert J. Jondle (registration no. 33915 ) on behalf of all attorneys/agents
associated with Customer Number 32905 . All attorneys/agents associated with Customer Number 32905 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with Customer humber 26263

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions



PTO/SB/83

Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF

CORRESPONDENCE ADDRESS

Application Number 12770162

Filing Date 29-Apr-2010

First Named Inventor William Eby

Art Unit 1638

Examiner Name STUART BAUM

Attorney Docket Number 1421-438

Title

Soybean Cultivar 93360433

® Please withdraw me as attorney or agent for the above identified patent application and 32905
the practitioners of record associated with Customer Number:

The reason(s) for this request are those described in 37 CFR:

10.40(b)(4)

Certifications

X I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

4 I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
to which the client is entitled

[X] |/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to:
The address of the first named inventor or assignee that has properly made itself of record pursuantto 74263
37 CFR 3.71, associated with Customer Number:

| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature /Robert J. Jondle/

Name Robert J. Jondle

Registration Number 33915




UnNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpL0.gov

I APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. J
12/770,162 04/29/2010 William H. Eby 1421-438 9145
26263 7590 1212812011
EXAMINER
SNR DENTON US LLP I I
P.O. BOX 061080 BAUM, STUARTF
CHICA! - 0
GO, IL. 60606-108 | ART UNIT I PAPER NUMBER J
1638
[ MAIL DATE | DELIVERY MODE J
12/28/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office

pES 2 8 201 P.O. Box 1450
. Alexandria, VA 22313-1450

www.uspto.gov

SNR DENTON US LLP
P.0. BOX 061080
CHICAGO IL 60606-1080

In re Application of:

William H. Eby :

Serial No.: 12/770,162 : PETITION DECISION
Filed: April 29, 2010 :

Attorney Docket No.: 1421-438

This is in response to the petition under 37 CFR § 1.59(b), filed December 14, 2011, to expunge
~ information from the above identified application. This application has not been allowed.

Petitioner requests that the Reply to Request for Information under 37 CFR 1.105, and
attachment thereto, submitted to the Patent Office on December 14, 2011, be expunged from the
record. Petitioner states either: (A) that the information contains trade secret material,
proprietary material and/or material that is subject to a protective order which has not been made
public; or (B) that the information submitted was unintentionally submitted and the failure to
obtain its return would cause irreparable harm to the party who submitted the information or to
the party in interest on whose behalf the information was submitted, and the information has not
otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g) has been paid.

This is an examined application which is currently under non-final rej ection. As such the
information provided has been reviewed, in part, but proceedings in the application have not -
been terminated. As stated in M.P.E.P. 724, upon allowance or other action closing prosecution
in an application, petition may be made for return of Proprietary information. The information
cannot be expunged at this time.

The petition is DISMISSED. Petitioner may resubmit the petition subsequent to a Notice of
Allowability or ex parte Quayle action being mailed in the application. No additional petition
fee will be required at that time.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
William H. Eby

12770184 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 29,2010

Attorney Docket No.  1421-439

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 10-MAY-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



Doc code : PET.OP.AGE
PTCQ/SB/130 (07-09)

Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

PETITION TO MAKE SPECIAL BASED ON AGE FOR ADVANCEMENT OF EXAMINATION
UNDER 37 CFR 1.102(c)(1}

Application Information

Application 12/770,184 Confirmation 9186 Filing 2010-04-29
Number Number Date

Attorney Docket . .

Number (optional) 1421-439 Art Unit 1638 Examiner Brent Page

First Named

WILLIAM H. EBY
Inventor

Title of Invention SOYBEAN CULTIVAR 84486171

Attention: Office of Petitions
An application may be made special for advancement of examination upon filing of a petition showing that the applicant is 65
years of age, or more. No fee is required with such a petition. See 37 CFR 1.102(c)(1) and MPEP 708.02 (IV).

APPLICANT HEREBY PETITIONS TO MAKE SPECIAL FOR ADVANCEMENT OF EXAMINATION IN THIS APPLICATION
UNDER 37 CFR 1.102(c)(1) and MPEP 708.02 (IV) ON THE BASIS OF THE APPLICANT'S AGE.

A grantable petition requires one of the following items:

(1) Statement by one named inventor in the application that he/she is 85 years of age, or more; or

(2) Certification by a registered attorney/agent having evidence such as a birth certificate, passport, driver's license, etc.
showing one named inventor in the application is 85 years of age, or more.

Name of Inventor who is 65 years of age, or older

Given Name Middle Name Family Name Suffix

William H. EBY

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18.
Please see 37 CFR 1.4(d) for the format of the signature.

Select (1) or (2) :

(O (1) 1am an inventor in this application and | am 65 years of age, or more.

@ (2) I am an attorney or agent registered to practice before the Patent and Trademark Office, and | certify that | am in possession of
evidence, and will retain such in the application file record, showing that the inventor listed above is 65 years of age, or more.

Signature Date
/Robert J. Jondle/ (YYYY-MM-DD) 2011-05-10
Name Robert J. Jondle Registration 33915
Number

EFSWeb 1.0.18



Doc code : PET.OP.AGE
Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

PTCQ/SB/130 (07-09)

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Fr eedem of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about indivi duals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFSWeb 1.0.18



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE

United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.USpL0.gov

APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR ] ATTORNEY DOCKET NO. | CONFIRMATION NO. ]
12/770,184 04/29/2010 William H. Eby 1421-439 9186
" 32905 7590 08/03/2011 r J
EXAMINER
JONDLE & ASSOCIATES, P.C.

858 HAPPY CANYON ROAD, SUITE 230
CASTLE ROCK, CO 80108

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PAGE, BRENTT

I ART UNIT | PAPER NUMBER

1638

I NOTIFICATION DATE I DELIVERY MODE

08/03/2011 ELECTRONIC

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
JondleOA@jondlelaw.com

PTOL-90A (Rcv. 04/07)



Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

JONDLE & ASSOCIATES P.C.
858 HAPPY CANYON ROAD SUITE 230
CASTLE ROCK CO 80108

In re Application of:

William H. Eby D

Serial No.: 12/770,184 : PETITION DECISION
Filed: April 29,2010 :

Attorney Docket No.: 1421-439

This is in response to the petition under 37 CFR § 1.59(b), filed July 19, 2011, to expunge
information from the above identified application. This application has not been allowed.

Petitioner requests that the Reply to Request for Information under 37 CFR 1.105, and
attachment thereto, submitted to the Patent Office on July 19, 2011, be expunged from the
record. Petitioner states either: (A) that the information contains trade secret material,
proprietary material and/or material that is subject to a protective order which has not been made
public; or (B) that the information submitted was unintentionally submitted and the failure to
obtain its return would cause irreparable harm to the party who submitted the information or to
the party in interest on whose behalf the information was submitted, and the information has not
otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g) has been paid.

This is an examined application which is currently under non-final rejection. As such the.
information provided has been reviewed, in part, but proceedings in the application have not
been terminated. As stated in M.P.E.P. 724, upon allowance or other action closing prosecution
in an application, petition may be made for return of Proprietary information. The information
cannot be expunged at this time.

The petition is DISMISSED. Petitioner may resubmit the petition subsequent to a Notice of
Allowability or ex parte Quayle action being mailed in the application. No additional petition
fee will be required at that time.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uSpto.gov

I APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. |
12/770,184 04/29/2010 William H. Eby 1421-439 9186
32905 7590 12/1412011
EXAMINER
JONDLE & ASSOCIATES, P.C. | ]
858 HAPPY CANYON ROAD, SUITE 230 PAGE, BRENT T

CASTLE ROCK, CO 80108
| ART UNIT | PAPER NUMBER |

1638

I NOTIFICATION DATE I DELIVERY MODE I

12/14/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
JondleOA@jondlelaw.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

_ P.O.Box 1450
QE‘Z 14 2011 Alexandria, vcwzﬁiz ;-;;503
JONDLE & ASSOCIATES P.C.
858 HAPPY CANYON ROAD SUITE 230
CASTLE ROCK CO 80108

In re Application of: :

William H. Eby : PETITION DECISION
Serial No.: 12/770,184 :

Filed: April 29,2010

Attorney Docket No.: 1421-439

This is in response to the renewed petition under 37 CFR § 1.59(b), filed December 12, 2011, to
expunge information from the above identified application. This application has been allowed.

Petitioner requests that the material submitted to the Patent Office on July 19, 2011, not July 22,
2011 stated by applicant, be expunged from the record. Petitioner states either: (A) that the
information contains trade secret material, proprietary material and/or material that is subject to a
protective order which has not been made public; or (B) that the information submitted was
unintentionally submitted and the failure to obtain its return would cause irreparable harm to the
party who submitted the information or to the party in interest on whose behalf the information
was submitted, and the information has not otherwise been made public. The petition fee set
forth in 37 CFR § 1.17(g) has been paid. ‘

The reasons set forth in this petition establishes to the satisfaction of the Director that
expungement of the information is appropriate. The file entry for this document has been closed
and as such the document is no longer publicly available, which is the IFW equivalent to
removal of a paper document from a paper file wrapper.

Therefore, petitioner’s petition is GRANTED.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600



Doc Code: PET.GREEN

Bocument Description: Petition for Green Tech Piliot PTOISE/A20 {(12-09)
Approved for use threugh 052172010, OMB 06510062

S, Patent and Trademark Office; U. 5. DEPARTMENT OF COMMERCE

Undear the Paperwork Reduction Act 0F 1995, no persons are required 16 respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docke Application Number

Number: t 313055-000007 | ¢f xnown): 12/770,232 Filing date: Apﬂﬁ 29, 2@? O

First Named

nventor: DOﬂaid \.5 MC&EAN et a§.

e METHOD FOR DETERMINING AND USING A CLIMATE ENERGY INDEX

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNCLOGY PILOT PROGRAM FOR
THE ABQVE-IDENTIFIED APPLICATION. See instruction Sheet on page 2.

This petition must be timely filed slectronically using the USPTO electronic filing system, EFS-Web.

1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under 37 CFR
1.219 and the publication fes set forth in 37 CFR 1.18{d} accompanies this request. &pplicant hereby
rescinds under 37 CFR 1.213(b} any previous filed request that the above-identified application not
be published under 35 U.8.C, 122(b),

if the application has been published, the petition must still be accompanied by the publication fee
set forth in 37 CFR 1.18{d} and a stalement that the application has been published.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirement and classification requirement set forth in the notice
entitled “Pilot Program for Green Technologies including Greenhouse Gas Reduction” that was published in
the Federal Register if the Office determines that the claims are not obviously directed to a single invention.

o

This request is accompanied by statements of special status for the eligibiiity requirement.
4. The application contains no more than three {3) independent claims and twenty {20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments; _Preliminary Amendment

Signature T T 7 pate Seplember 13, 2010
Name i —
{Print/Typed} Lisa NOF’EOH Registration Nurmber 44,9;’?

Note: Signatures of all the inventors or assignees of record of the entire inferest or their representative(s) are required in accordance with 37
CFR 1.33 and 11.18. Please see 37 CFR 1.4{d) for the form of the signature. if necessary, submit multiple forms for more. than one sigrature,
see below™.

P
= *Total of e TOXmS are submitted.

The information is requited o ebtain of retain a bensfit by the public which is to file (and by the USPTO to pracess) an aepplication. Confidentiality is govemed by
35 U.5.C. 122 and 57 CFR 1.11 and 1.14. This colisction is estimated io take 12 hours to complete, inciuding gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case, Any commenis on the amount of time you require to compiete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Cfficer, U.S. Patent and Trademark Cffice, U.8. Department of Commerce, P.O. Box
1480, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETEDR FORMS TO THIS ADDRESS. SEND TO: Conwnissioner for Patents, P.Q.
Box 1450, Alexandria, VA 22313-1450.

if you need assistance in compieting the form, call 1-800-PTQ-9139 and select opiijon 2.




PTOiISBM420 (12-02)
Approved for use through 05/31/2810. OMB 0651-0062
U.8. Patent and Trademark Office; L S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required o respond to.a coilection of information unless it displays a.vaiid OMB control number,

instruction Sheet for

Petition to Make Special Under the Green Technology Ptiot Program
{Not to be Submitted to the USPTO)

The following is a summary of the requiresnents {for more information see notice “Pifot Program
for Green Technologies Including Greenhiouse Bas Reduction” avaifable on the USPTO web site at
http Hwww. uspto.gov/web/offices/pac/dapp/ogsheet imi):

(1) The application must be a non-reissue, non-provisional utility application filed under 35 U.8.C. 111H{g}, or

e

an international application that has entered the national stage in compliance with 35 US.C. 371, The
application must be previously filed before the publication date of the notice cited above, Reaxamination
proceedings are excluded from this pilot program.

The application must be classified in one of the U.S. classifications listed in section Vi of the notice cited
above at the time of examination.

The application must contain three or fewer independent claims and twenty or fewer total claims. The
application must not contain any multiple dependent claims. For an application that contains more than
three independent claims or twenty total claims, or multiple dependent claims, applicant must file a
preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims and/or the muitiple
dependent claims at the time the petition {o make special is filed.

The claims must be directed to a single invention that materially enhances the quality of the environment,
or that materially contributes to: (1) the discovery or development of renewable energy resources; (2) the
more efficient utilization and conservation of energy rasources; or (3} green house gas emission reduction
{see the eligibility requirements of sections i and il of the notice cited above}. The petition must include a
statement that, if the USPTO determines that the claims are directed o multiple inventions {g.g., ina
restriction requirement), applicant will agree to make an eiection without traverse in a telephonic inierview,
and elect an invention that meets the eligibility requirements in saction it or i} of the notice cited above
and is classified in one of the U.S. ciassifications listed in section VI of the notice cited above.

The petition to make special must be timely filed electronically using the USPTO slectronic filing system,

F8-Web, and selecting the document description of "Petition for Green Tech Piiot” on the EFS-Web
screen. Applicant should use form PTO/SB/M20, which will be avaiiable as a Portable Document Format
{PDF) fillable form in EFS-Web and on the USPTO Web site.

The petition to make special must be filad at least one day prior to the date that a first Office action (which
may be an Office action containing only a restriction requirament) appears in the Patent Application
information Retrieval (PAIR) system. Applicant may check the stalus of the application using PAIR.

The petition to make special must be accompaniad by a request for early publication in compliance with
37 CFR 1.218 and the publication fee set forth in 37 CFR 1.18&(d).




Privacy Act Statement

The Privacy Act of 1974 {P.L. 93-579) reguires that you be given certain information in connection
with your submission of the attached form related to a pateni application or patenti. Accordingly,
pursuant to the requirements of the Act, please be advised that: {1} the general authority for the
collection of this information is 35 U.S.C. 2(b}{2}; (2) furnishing of the information solicitad is
voluntary, and (3) the principal purposs for which the information is used by the U.8. Patent and
Trademark Cffice is to process and/or examine your submission related to a patent application of
patent. if you do notfumish the requested information, the U.8. Patent and Trademark Office may
riot be able to process and/or examine your submiission, which may result in termination of
proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the icllowing routing uses:

1. The information on this form will be ireated confidentially to the extent aliowed under the
Freedom of Information Act (5 U.8.C. 552) and the Privacy Act (5 U.8.C 552a). Records
from this system of records may be disclosed to the Department of Justice {o determine
whether disclosure of these records s required by the Freedom of information Act.

2. Arecerd from this system of records may be disclosed, as a routine use, in the coursa of
presenting evidence o a court, magisirate, or administrative tribunal, inciuding disclosures
10 opposing counsel in the course of setilement negotiations.

3. Avrecord in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when
the individual has requesied assistance from the Membar with respect to the sublect matter
of the record.

4. Arecord in this system of records may be disclosed, as a routine use, {o a contractor of the
Agemy having need for the information in order to perfornt a contract. Recipients of
information shali be reguired to comply with the requirements of the Privacy Act of 1874, as
amended, pursuant to 5 U.8.C. 552a(m).

5. Avecord related to an international Application filed under the Patent Cooperation Trealy in
this system of records may be disclosed, as a routine use, to the international Bureau of the
World intellactual Property Organization, pursuant to the Patent Cooperation Treaty.

W

A record in this system of records may be disclesed, as a routine use, o ansther federal
agency for purposes of National Security review {35 U.S.C. 181) and for review pursuant {o
the Atomic Energy Act {42 U.8.C. 218(c)).

7. Avrecord from this system of records may be disclosed, as a routine use, to the
Administrator, General Services, or histher designee, during an inspection of records
conducted by GSA aspart of that agency's responsibiiity {o recommend ;morovemem in
records management practices and programs, under authority of 44 U.8.C. 2804 and 28086.
Such disclosure shaill be made in accordance with the GSA regulations govaming
inspection of racords for this purpose, and any other relavant {i.g., GSA or Comrnarce)
directive. Such disclosure shall not be used to make determinations about indi vadue is

8. A record from ihis system of records may be disciosed, a5 a routine use, o the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant fo 35 U.8.C. 181, Further, a record may be disclosad, subject io the limitations of
37 CFR 1.14, as a routine use, 1o the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
raferenced by either a published application, an application opan o public inspection or an
issued patent.

9. Aracord from this system of records may be disciosed. as a routing use, to a Federsal,

State, or focal law enforcement agency, if the USPTO becomes aware of a violation or
poiema! violation of law or regulation.

Fage 3
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450
Alexandria, Virginia 22313-1450
WWW.uSpl0.gOV

l APPLICATION NO. FILING DATE FIRST NAMED INVENTOR l ATTORNEY DOCKET NO. 1 CONFIRMATION NO. ]
12/770,232 04/29/2010 Donald John MCLEAN 313055-000007 9305
47604 7590 11/24/2010
. EXAMINER
DLA PIPER LLP US [ |
P.0.BOX 2758
RESTON, VA 20195 [ ART UNIT | PAPER NUMBER |
2121
[ MAIL DATE I DELIVERY MODE I
1172412010 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

DLA PIPER LLP US

P. 0. BOX 2758

RESTON VA 20195

In re Application of :

MCLEAN, Donald : DECISION ON PETITION

Application No. 12/770232 : TO MAKE SPECIAL UNDER

Filed: April 29, 2010 : THE GREEN TECHNOLOGY
" For: METHOD FOR DETERMINING AND : PILOT PROGRAM

USING A CLIMATE ENERGY INDEX

This is a decision on the petition under 37 CFR 1.102, filed September 13, 2010, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application specigl under 37 CFR 1.102 and the pilot program as
~ set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a

% ace v oA Y
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+ Application No. 12/770232 Page 2

request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

At dlind O

The requirement for a fee for consideration-of :the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

The application is being forwarded to the Technology Center Art Unit 2121 for action
on the merits commensurate with this decision.

¢

Telephone inquires concerning this decision shouid bé'directed to Eddie C. Lee at 571-272-1732.

/Eddie C. Lee/

Eddie C. Lee
Quality Assurance Specialist
Technology Center 2100



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Pearl Cohen Zedek Latzer, LLP
1500 Broadway

12th Floor MAILED

New York NY 10036

FEB 16 2017
| OFF
In re Application of CE OF p ETITIONS
Menchik et al. :
Application Number: 12/770,236 : NOTICE

Filing date: April 29, 2010
Attorney Docket Number: P-5390-US1

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28, filed on January 23, 2012.

The Office no longer investigates or rejects original or reissue patent under 37 CFR 1.56. 1098
Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended to
imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in this
patent must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at (571) 272-3230.
Shirene Willis Brantley

Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark OfTice
P.O. Box 1450

Alexandria, VA 22313-1450

WWW.USPLO. gOV

' CHARLES W. HANOR, P.C.

750 Rittiman Road MA“_ED

SAN ANTONIO, TX 78209

| JAN 102011
In re Application of . : OFFICE OF PETITIONS
Spicola et al. :
Application No. 12/770,268 : Decision Refusing to Accord
Filed: April 29, 2010 : Status Under 37 CFR 1.47(a)

Attorney Docket No. 8393.005
For: Remote Contactless Stereoscopic
Mass Estimation System

This is a decision on the petition under 37 CFR 1.47(a) filed August 11, 2010.
The petition is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted.
No further petition fee is required for the request. Any response should be entitled "Request for
Reconsideration of Petition Under 37 CFR 1.47(a)" and may include an oath or declaration
executed by the current non-signing inventor(s). Failure to respond will result in
abandonment of the application.

A grantable petition under 37 CFR 1.47(a) requires
(N Proof that the non-signing inventor cannot be found or reached after diligent
, effort or that the inventor refused to sign the declaration after having been
presented with the application papers (specification, claims, and drawings),
(2) A proper oath or declaration executed by the available joint inventor(s),
3) The fee of $200 as specified in 37 CFR 1.17(g), and
4 The last known address of the non-signing inventor(s).

In addition to the above requirements, the signing inventors must sign the declaration on behalf
of the non-signing inventor. See MPEP 409.03(a).

The instant petition fails to satisfy items (1) and (2).

As to item (1), the petition fails to prove inventor Eric Sinzinger has refused to sign the
declaration or cannot be found or located after diligent effort.



Application No. 12/770,268 Page 2

Two inventors have not signed the declaration. ‘
The record is sufficient to establish inventor Null has refused to sign the declaration or cannot be
found or reached after diligent effort.

The record is insufficient to establish inventor Sinzinger has refused to sign the declaration or
cannot be found or reached after diligent effort. The petition seeks to have the Office construe
the actions by Roman Aguilera to be a refusal by Sinzinger to sign the declaration. However, the
record fails to provide any reason why petitioner cannot simply'contact Sinzinger directly to
determine if he is willing to sign the declaration. Therefore, the Office will not treat Aguilera’s
conduct as a refusal by Sinzinger to sign the declaration.

Petitioner should attempt to directly contact Sinzinger in order to request his signature on the
declaration. Petitioner should send a copy of the application to Sinzinger, at the last known
address identified in the petition, along with instructions setting a deadline for the return of a
signed declaration. The letter to the inventor should state that, if petitioner receives no reply
from the inventor, petitioner will interpret the lack of reply as a refusal to sign the declaration.
This sort of ultimatum lends support to a finding of refusal by conduct when a response is not
received from an inventor. The proof of the pertinent events should be made by a statement of
someone with firsthand knowledge of the events and should include documentary evidence, such
as a certified mail return receipt, cover letter of instructions, telegram, etc.

Petitioner notes Application No. 12/771,607 may contain a more current address for Sinzinger.
The ADS filed in Application No. 12/771,607, which was published during November 2010, lists
the following address for Sinzinger: Apt. 8303, 301 Oatley Court, Odenton, MD 21113.
Petitioner may wish to send a copy of the application and a request to sign the declaration to
Sinzinger at the prior address in addition to sending the items to the last known address listed in
the petition. '

Two of the three pages of the declaration are blurry and largely illegible. A copy of all three
pages is attached. Any request for reconsideration should include a legible copy of the
declaration.

Further correspondence with respect to this matter may be submitted as follows:

By Internet: A request for reconsideration may be filed electronically using EFS Web.'
Document Code “PET.OP” should be used if the request is filed electronically.

By mail: Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By facsimile: (571)273-8300
Attn; Office of Petitions

! General Information concerning EFS Web can be found at http://www.uspto.goAv/patents/process/ﬁ]e/efs/index.jsp.
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By hand: U.S. Patent and Trademark Office
Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries regarding this communication should be directed to Petitions Attorney
Steven Brantley at (571) 272-3203.

%ﬂes Steven Brantley

Senior Petitions Attorney
Office of Petitions

Attachment: Copy of Declaration Filed August 11, 2010
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PTO/SB/O1A (01-09)

Approved for use through 06/30/2010. OMB 0651-0032

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

DECLARATION (37 CFR 1.63) FOR UTILITY OR DESIGN APPLICATION USING AN
APPLICATION DATA SHEET (37 CFR 1.76)

Title of
invention | Remote Contactless Stereoscopic Mass Estimation System

As the below named inventor(s), l/we declare that:
This declaration is directed to:

The attached application, or
I___] Appilication No. filed on
D As amended on ‘ (if applicable);

I/we believe that I/iwe amvare the original and first inventor(s) of the subject matter which is claimed and for which a patent is
sought;

I/we have reviewed and understand the contents of the above-identified application, including the claims, as amended by any
amendment specifically referred to above;

If'we acknowledge the duty to disclose to the United States Patent and Trademark Office all information known to me/us to be
material to patentability as defined in 37 CFR 1.56, including for continuation-in-part applications, material information which
became available between the filing date of the prior application and the national or PCT International filing date of the

continuation-in-part application.
WARNING:

Petitioner/applicant is cautioned to avoid submitling personal information in documents filed in a patent application that may
contribute to identity theft. Personal information such as social security numbers, bank account numbers, or credit card
numbers (other than a check or credit card authorization form PTO-2038 submitted for payment purposes) is never required by
the USPTO to support a petition or an application. If this type of personal information is included in documents submitted to the
USPTO, petitioners/applicants should consider redacting such personal information from the documents before submitting them
to the USPTO. Petitioner/applicant is advised that the record of a patent application is available to the public after publication
of the application (unless a non-publication request in compliance with 37 CFR 1.213(a) is made in the application) or issuance
of a patent. Furthermore, the record from an abandoned application may also be available to the public if the application is
referenced in a published application or an issued patent (see 37 CFR 1.14). Checks and credit card authorization forms
PTO-2038 submitted for payment purposes are not retained in the application file and therefore are not publicly available.

All statements made herein of my/our own knowledge are true, all statements made herein on information and belief are
believed to be true, and further that these statements were made with the knowledge that willful false statements and the like
are punishable by fine or imprisonment, or both, under 18 U.S.C. 1001, and may jeopardize the validity of the application or any
patent issuing thereon.

FULL NAME OF INVENTOR(S)

Inventor one: Efic Sinzinger Date:

Signature: Citizen of: YS

Inventor two: Bradley Nuli ' Date:

Signature: Citizen of: US

I Additional inventors or a legal representative are being named on 2 additional form(s) attached hereto.

This coltection of information is required by 35 U.S.C. 115 and 37 CFR 1.63. The information is required to obtain or retain a benefit by the public which is to file {(and
by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 1 minute to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief information Officer, U.S.
Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO
THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form. call 1-800-PTO-9199 and select aption 2.
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Commissioner for Patents

United States Patent and Trademark Office
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Charles W. Hanor, P.C. MAILED

750 Rittiman Road .
San Antonio, TX 78209 APR 21 2011

QFFICE OF PETITIONS

In re Application of
Spicola et al. :
Application No. 12/770,268 : Decision According Status
Filed: April 29, 2010 : - Under 37 CFR 1.47(a)
Attorney Docket No. 8393.005 :
For:  Remote Contactless Stereoscopic

Mass Estimation System

This is a decision on the renewed petition under 37 CFR 1.47(a) filed March 3, 2011.
The petition is granted.

The above-identified application and papers have been reviewed and found in compliance with
37 CFR 1.47(a). This application is hereby accorded Rule 47(a) status.

As provided in Rule 47(c), this Office will forward notice of this application's filing to the
non-signing inventors. Notice of the filing of this application will also be published in the
Official Gazette.

The Office of Patent Application Processing will be informed of the instant decision so that it
may continue to prepare the application for examination.

Telephone inquiries regarding this communication should be directed to Petitions Attorney
Steven Brantley at (571) 272-3203.

%

Charles Steven Brantley
Senior Petitions Attorney
Office of Petitions



Doc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot PTO/SB/420 (11-10)

Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket Application Number - .

Number- 81205395 (if known): 12/770,277 Filing date: 5010-04-29
First N d, . . .

|r:\rlznt;?1€ Alireza Pezhman Shirvanian

Title: FUEL CELL ELECTRODE ASSEMBLY AND METHOD OF MAKING THE SAME

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.

4. The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments: Status Statement for Petition to Make Special

Signature /Jungi Hang/ Dato 2011-03-07
Name JungiHan
(Print/Typed) 9 g Registration Number 54,615

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 3
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature
see below”.

\\\\\

)(\ *Total of ! forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35
U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.



PTO/SB/420 (11-10)
Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet for
Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i) “Pilot
Program for Green Technologies Including Greenhouse Gas Reduction,” (ii) “Elimination of
Classification Requirement in the Green Technology Pilot Program,” and (iii) “Expansion and
Extension of the Green Technology Pilot Program,” available on the USPTO web site at http://
www.uspto.gov/patents/init_events/green_tech.jsp):

1)  The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111
(a), or an international application that has entered the national stage in compliance with 35 U.S.C.
371, irrespective of the filing date of the application. Reexamination proceedings are excluded from
this pilot program.

2)  The application must contain three or fewer independent claims and twenty or fewer total claims.
The application must not contain any multiple dependent claims. For an application that contains
more than three independent claims or twenty total claims, or multiple dependent claims, applicant
must file a preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims
and/or the multiple dependent claims at the time the petition to make special is filed.

3) The claims must be directed to a single invention that materially enhances the quality of the
environment, or that materially contributes to: (1) the discovery or development of renewable
energy resources; (2) the more efficient utilization and conservation of energy resources; or (3)
green house gas emission reduction (see the eligibility requirements of sections Il and Il of the
notice (i) cited above). The petition must include a statement that, if the USPTO determines that the
claims are directed to multiple inventions (e.g., in a restriction requirement), applicant will agree to
make an election without traverse in a telephonic interview, and elect an invention that meets the
eligibility requirements in section Il or Il of the notice (i) cited above.

4) The petition to make special must be timely filed electronically using the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the
EFS-Web screen. Applicant should use form PTO/SB/420, which is available as a Portable
Document Format (PDF) fillable form in EFS-Web and on the USPTO Web site.

5) The petition to make special must be filed at least one day prior to the date that a first Office action
(which may be an Office action containing only a restriction requirement) appears in the Patent
Application Information Retrieval (PAIR) system. Applicant may check the status of the application
using PAIR.

6) The petition to make special must be accompanied by a request for early publication in compliance
with 37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A réc)(zrd from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing

inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
atent.

R record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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[ APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. [ CONFIRMATION NO. J
12/770,277 04/29/2010 Alireza Pczhman Shirvanian 81205395 9396
28395 7590 03/28/2011
BROOKS KUSHMAN P.C./FGTL EXAMINER |
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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BROOKS KUSHMAN P.C./FGTL o’
1000 TOWN CENTER %%\

22ND FLOOR \ :
SOUTHFIELD MI 48075-1238 \6 -

In re Application of

Shirvanian . DECISION ON PETITION
Application No. 12/770,277 . TO MAKE SPECIAL UNDER
Filed: 4/29/2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 81205395 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed 3/7/2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010). '

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
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request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

N
The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Tom Dunn at 571-272-1171.

The application is being forwarded to the Technology Center Art Unit 1729 for action
on the merits commensurate with this decision.

[Tom Dunn/

Tom Dunn
- Quality Assurance Specialist
Technology Center 1700



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USP1O.gov
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12/770,281 04/29/2010 Masanori HAMAMURA 091619-0458 9409
23524 7590 1071512010 '
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I MAIL DATE | DELIVERY MODE I
10/15/2010 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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FOLEY & LARDNER LLP
150 EAST GILMAN STREET
P.O. BOX 1497 _
MADISON WI 53701-1497

In re Application of :
HAMAMURA, MASANORI : DECISION ON REQUEST TO

Application No. 12/770,281 : PARTICIPATE IN PATENT
Filed: April 29, 2010 : PROSECUTION HIGHWAY
Attorney Docket No. 091619-0458 : PROGRAM AND PETITION

: TO MAKE SPECIAL UNDER

37 CFR 1.102(d)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(d), filed September 17, 2010 to make the above-identified
application special.

The request and petition are GRANTED.

S}

A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the JPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate; and

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in the JPO
office action along with copies of documents except U.S. patents or U.S. patent application
publications.

The request to participate in the PPH program and petition comply with the above requirements.
Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Doris To at 571-272-7629.



All other inquiries concerning the examination or status of the application should be directed to
Patent Application Information Retrieval (PAIR) system.

The application will be forwarded to the examiner for action on the merits commensurate with
this decision.

/Doris To/

Doris To

Quality Assurance Specialist
Technology Center 2600
Communications
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Avery Dennison Coi'poration

Amanda Wittine MA'LE D ‘

8080 Norton Parkway

22-D . APR 192011
Mentor OH 44060 OFFICE OF PETITIONS
In re Application of. Michael Richard

ONDERISIN et al. - :

Application No. 12/770,293 : DECISION ON PETITION

Filed: April 29,2010
Attorney Docket No. 4341-US-D1

This is a decision on the petition filed September 13, 2010, under the provisions of 37 CFR 1.182
requesting a “that the drawings from the first pending application (Serial No. 12/770,293 filed June
4,2007, Avery's Reference No. 4341-US) be transferred to the present application”.

The petition is DISMISSED as MOOT.

It is noted that the instant petition was in response to the requirement in the Notice to file Corrected
Application Papers (Notice) mailed May 12, 2010. However, as the communication from the Office
mailed February 3, 2011, withdrew the requirement set forth in the Notice, the instant petition stands
dismissed as moot. -

Telephone inquiries related to this decision should be addressed to the undersigned at (571) -272-
4914.

sh Krishnamurthy .
Petilions Examiner -
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alcxandria, Virginia 22313-1450

WWW.USpLO.gov

r APPLICATION NO. FILING DATE - FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO. I
12/770,305 . 04/29/2010 Kazuo Kitada 090449C 9452
38834 7590 11/24/2010 ‘
WESTERMAN, HATTORI, DANIELS & ADRIAN, LLP I EXAMINER |
1250 CONNECTICUT AVENUE, NW GRAY, LINDA LAMEY ,
SUITE 700 RT UNIT PAPER NUMBER
WASHINGTON, DC 20036 | A [ e |

1745

I NOTIFICATION DATE l DELIVERY MODE J

11/24/2010 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

patentmail@whda.com

PTOL-90A (Rev. 04/07)
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November 23, 2010 BC

In re application of ; ‘DECISION ON REQUEST TO
Kazuo Kitada et al. ' ' ; PARTICIPATE IN PATENT
Serial No. 12/770,305 c ; PROSECUTION HIGHWAY
Filed: April 29, 2010 : PROGRAM AND

For. MANUFACTURING METHOD AND : PETITION TO MAKE SPECIAL

MANUFACTURING SYSTEM FOR OPTICAL : UNDER 37 CFR 1.102(a)
DISPLAY DEVICE :

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program filed October 07, 2010.

The request and petition are GRANTED.

A grantable request to participate in the PPH program and petition to make specnal
require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or

more applications filed in the JPO, note where the JPO application with similar claims is

not the same application from which the U.S. application claims priority that the

applicant must identify the relationship between the JPO application with similar claims
- and the JPO priority application; :

(2) Applicant must submit a copy of:

a. The allowable/patentable claim(s) from-the JPO application(s) or if a copy of the
allowable/patentable claims is available via the Dossier Access System (DAS)
applicant may request the USPTO to obtain a copy from DAS; however, if the
USPTO is unable to obtain a copy from the DAS, the applicant will be required to
submit a copy;

b. An English translation of the allowable/ patentable claim(s), if applicable; and

c. A statement that the English translation is accurate, if applicable;

(3) Applicant must:
a. Ensure all the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the aliowable/patentable clalm(s) in the
JPO application(s); and
b. Submit a claims correspondence table in English;

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit:



Application No. 12/770,305

a. Documentation of prior office action:

i. a copy of the office action(s) just prior to the “Decision to Grant a Patent” from
each of the JPO application(s) containing the allowable/patentable claims(s)
or

ii. if the allowable/patentable claim(s) are from “Notification of Reasons for

Refusal” then the Notification of Reasons for Refusal or

iii. if the JPO application is a first action allowance then no office action from

the JPO is necessary should be indicated on the request/petition form;

Further, if a copy of the documents from a or b is available via the Dossier

Access System (DAS), applicant may, request the USPO obtain a copy from the

DAS:; however, if the USPTO is unable to obtain a copy of the DAS, the applicant

will be required to submit a copy;
b. An English language translation of the JPO Office actlon from (5)(a)(i)-(ii) above
if applicable; and
c. A statement that the English translation is accurate; and

(6) Applicant must submit:
a. An IDS listing the documents cited by the JPO examiner in the JPO offlce action
(unless already submitted in this application)
b. Copies of documents except U.S. patents or U.S. patent application publications
(unless already submitted in this application).

The request to participate in the PPH program and petition comply with the above
- requirements. Accordingly, the above-identified application has been accorded
"special" status.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Blaine Copenheaver, Quality
Assurance Specialist, at (671) 272-1156.

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.html.

/Blaine Copenheaver/

Blaine Copenheaver
Quality Assurance Specialist
Technology Center 1700
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QFFCE OF PETITIONS

In re Application of

Kazuo Kitada, et al. ‘ :

Application No. 12/770,305 : DECISION GRANTING PETITION
Filed: April 29, 2010 : UNDER 37 CFR 1.313(c)(2)
Attorney Docket No. 090449C :

This is a decision on the petition under 37 CFR 1.313(c)(2), filed September 14, 2011, to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on August 10, 2011 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephohe inquiries regarding this decision should be directed to undersigned at (571) 272-1642.
All other inquiries concerning the examination or status of this application should be directed to
the Technology Center.

This application is being referred to Technology Center AU 1745 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
information disclosure statement.

[AMW/

April M. Wise
Petitions Examiner
Office of Petitions

] . . . . .
The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new Part
B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the Issue
Fee Transmitial Form must be completed and timely submitted to avoid abandonment of the application.




Doc Code: PET.RELIEF
Document Description: Certification and Request for Disaster Relief

PTO/SB/425 (03-11)

CERTIFICATION AND REQUEST
FOR RELIEF DUE TO EVENTS OF MARCH 11, 2011, IN JAPAN (Page 1 of 2)

Nonprovisional Application Number or Control Number (if applicable): | Patent Number (if applicable):

12/770,337

First Named Inventor: Title of Invention:

Keniji AIKO et al. DEFECT INSPECTION SYSTEM

APPLICANT/PATENTEE/REEXAMINATION PARTY HEREBY CERTIFIES AND REQUESTS THE
FOLLOWING FOR THE ABOVE-IDENTIFIED APPLICATION/PATENT/REEXAMINATION PROCEEDING.

1.

FOR PATENT APPLICATIONS AND REEXAMINATION PROCEEDINGS PENDING IN THE USPTO AS OF
MARCH 11, 2011, IN WHICH A COMMUNICATION FROM THE USPTO IS SOUGHT TO BE REMAILED:

a.

One or more inventors, an assignee, or a correspondence address (for the application/proceeding) is in
an area of Japan affected by the earthquake and/or tsunami of March 11, 2011.

A reply or response to an Office action (final, non-final, or other), a notice of allowance, or other Office
notice (hereinafter collectively referred to as “Office communication”) is outstanding on March 11, 2011,

The statutory or non-statutory time period set for response has not yet expired.
Withdrawal and reissuance of the Office communication is requested.

It is acknowledged that if this request is not made within sufficient time so that withdrawal and
reissuance of the Office communication occur prior to expiration of the statutory or non-statutory time
period (as permitted to be extended under 37 CFR 1.136(a), or as extended under 37 CFR 1.550(c) or
1.956), this request may not be granted.

The need for the reissuance of the Office communication was due to the effects of the earthquake
and/or tsunami of March 11, 2011.

This request is being sent via EFS-Web or by mail directed to Mail Stop Petition, Commissioner for
Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

FOR PATENTEES WHC WERE UNABLE TO TIMELY PAY A PATENT MAINTENANCE FEE DURING THE
SIX-MONTH GRACE PERIOD FOLLOWING THE WINDOW TO PAY THE MAINTENANCE FEE:

a.

The originat window of time to pay the maintenance fee without the surcharge required by
37 CFR 1.20(h) expired on or after March 11, 2011.

The delay in paying the fee was due to the effects of the earthquake and/or tsunami of March 11, 2011.

The USPTO is requested to sua sponte waive the surcharge in 37 CFR 1.20(h) for paying a
maintenance fee during the six-month grace period following the window to pay the maintenance fee.

This request and payment of the maintenance fee during the six-month grace period following the
window to pay the maintenance fee is being mailed to: Director of the United States Patent and
Trademark Office, Attn: Maintenance Fee, 2051 Jamieson Avenue, Suite 300, Alexandria, VA 22314, or
being transmitted via facsimile to: 571-273-6500.
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3. FOR PATENTEES WHO NEED TO FILE A PETITION TO ACCEPT A DELAYED MAINTENANCE FEE
PAYMENT UNDER 37 GFR 1.378(c):

a.
b.

The maintenance fee payment was required to have been paid after March 10, 2011.

A petition under 37 CFR 1.378(c) (using USPTO form PTO/SB/66 — Petition to Accept Unintentionally
Delayed Payment of Maintenance Fee in an Expired Patent (37 CFR 1.378(c))) is being promptly filed
accompanied by the applicable maintenance fee payment (but not the surcharge under 37 CFR 1.20(i)).

The delay in payment of the maintenance fee was due to the effects of the earthquake and/or tsunami of
March 11, 2011.

The USPTO is requested to sua spante waive the surcharge in 37 CFR 1.20()) for accepting a delayed
maintenance fee payment.

It is acknowledged that the petition to accept a delayed maintenance fee payment under
37 CFR 1.378(c) must be filed by March 11, 2012, in order to be entitled to a waiver of the surcharge
under 37 CFR 1.20(j).

It is acknowledged that the petition to accept a delayed maintenance fee payment under
37 CFR 1.378(c) must be filed within twenty-four months from the expiration date of the patent. See
35 U.S.C 41(c).

This request and the petition to accept a delayed maintenance fee payment under 37 CFR 1.378(c) is
being submitted via EFS-Web or by mail directed to Mail Stop Petition, Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

4. FOR NONPROVISIONAL PATENT APPLICATIONS FILED WITHOUT AN EXECUTED OATH OR
DECLARATION OR PAYMENT OF THE BASIC FILING FEE, SEARCH FEE, AND/OR EXAMINATION FEE:

a. The nonprovisional patent application was filed on or after March 11, 2011, and prior to April 12, 2011.

b. The late filing of the cath or declaration or the basic filing fee, search fee, or examination fee was due to
the effects of the earthquake and/or tsunami of March 11, 2011.

¢. The USPTO is requested to sua sponte waive the surcharge set forth in 37 CFR 1.16(f) for the late filing
of the oath or declaration or basic filing fee, search fee, and/or examination fee.

d. This request, together with the executed oath or declaration or the basic filing fee, search fee, or
examination fee, as well as the reply to the Notice to File Missing Parts, is being submitted via EFS-Web
or by mail directed to Mail Stop Missing Parts, Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

Signature 5 -y p Ty, Date May 20, 2011
i/ % e i o
Name i e Practitioner
(Print/Typed) Kelth E George Registration Number 34’1 1 1

Note: Signatures of all the inventors, § 1.41(b) applicants, or assignees of record of the entire interest or their representative(s), or
reexamination requesters at the appeal stage are required in accordance with 37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form
of the signature. If necessary, submit multiple forms for more than one signature, see below™

@ *Total of 1 forms are submitted.
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MCDERMOTT WILL & EMERY LLP
600 13TH STREET, N.W.

WASHINGTON DC 20005-3096 MAILED
MAY 232011
OFFICE OF PETITIONS
In re Application of
Aiko et al. :
Application No. 12/770,337 . DECISION ON PETITION

Filed: April 29, 2010
Attorney Docket No. 079228-0016

This is a decision on the request filed May 20, 2011, seeking relief under the provisions
of “Relief Available to Patent and Trademark Applicants, Patentees and Trademark
‘Owners Affected by the Catastrophic Events of March 11, 2011 in Japan,” 1365 Off.
Gaz. Pat. Office 170 (April 19, 2011).

The request for relief is GRANTED.

In the above-identified application, an Office action was mailed on January 7, 2011. The
instant petition was filed prior to the expiration of the period for reply and the
certifications for granting of relief are considered to be met by the submission of the
request.

Telephone inquires concerning this decision should be directed to the undersigned at 571-
272-7751. All other inquires concerning either the examination or status of the
application should be directed to the Technology Center.

This application is being referred to the Technology Center, Art Unit 2886 for re-mailing
the Office action of January 7, 2011. The period for reply will run from the mailing date
of the Office action.

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions
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SILICON VALLEY PATENT AGENCY

7394 WILDFLOWER WAY
CUPERTINO CA 95014 \
MAILED
DEC 222010
In re Application of : OFFICE OF PETITIONS
Tu et al. e
Application No. 12/770350 _ :
Filing or 371(c) Date: 04/29/2010 : ON PETITION
Attorney Docket Number: :

AiLive-094C1

This is a decision on the “Petition Under 37 CFR 1.181,” filed September 15, 2010, requesting
withdrawal of a Notice to File Missing Parts of Nonprovisional Application’s requirement to pay
a fee for 2 pages in excess of 100.

This Petition is hereby dismissed.

Applicant files the present petition requesting withdrawal of a preliminary amendment, filed
October 19, 2007, because the preliminary amendment was inadvertently filed to the wrong case.

Applicable Law. Rules and/or MPEP

37 CFR 1.115, Preliminary amendments states

(a) A preliminary amendment is an amendment that is received in the Office (§ 1.6) on or before
the mail date of the first Office action under § 1.104. The patent application publication may
include preliminary amendments (§ 1.215 (a)).

(1) A preliminary amendment that is present on the filing date of an application is part of the
or1g1nal disclosure of the apphcatlon

The MPEP 201.06(c)XII provides

Any preliminary amendment that is present on the filing date of an application filed under
37 CFR 1.53(b) is part of the original disclosure.

MPEP 506 further provides the following:
Any preliminary amendment, regardless of when it is filed, must be in compliance with

37 CFR 1.121, e.g., it must include a complete listing of all of the claims. Therefore, the
Office strongly recommends that applicants file their applications with a specification
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containing only the desired sét of claims, rather than filing the application with a
preliminary amendment canceling claims. If such a preliminary amendment canceling
claims is filed, it will diminish the number of claims to be considered for calculation of
the filing fee. Any other changes to the application should be the subject of a separate
amendment which may be entered after the filing fee has been calculated and the filing
date granted. If a preliminary amendment which cancels claims does not accompany the
application at the time the application is filed, the notification of insufficient fee will
inform the inventor, attorney, or agent of the possibility of correcting the insufficient
payment by either (1) paying the additional required fee amount, or (2) filing an
amendment which cancels claims so that the remaining claims are covered by the fee
submitted upon filing. However, no refund will be made once the fee for claims is
properly paid, even though claims are later canceled, unless a petition for express
abandonment under 37 CFR 1.138(d) is granted. See MPEP § 711.01.

The MPEP 602 states:

V.NEW MATTER ISSUES

For applications filed on or after September 21, 2004, a prellmmary amendment that is
present on the filing date of the apphcatlon is part of the original disclosure of the .
application. : _

The MPEP 608.04(b), New Matter by Preliminary Amendment, states:
A preliminary amendment present on the filing date of the application (e.g., filed

along with the filing of the apphcatlon) is considered a part of the original disclosure. See
MPEP § 714.01(e) and § 602.

The MPEP 1121, Content of a Patent ’Ai)pli(:ation Publication, cautions applicants as follows:

Avoid Filing Preliminary: Amendments

Applicants should not file any preliminary amendment with the application. Submitting
applications without any accompanying preliminary amendment reduces the processing
required of the Office, and will help to ensure that patent application publications are
printed correctly. ' '

A preliminary amendment that is present on the filing date of the application is part of the
original disclosure of the application under 37 CFR 1.115(a)(1). The Office will include
such a preliminary amendment that is present on the filing date of the application in the
patent application publication.

Analysis and conclusion

A preliminary amendment that is present on the filing date of an application is part of the
original disclosure of the application.

The petition is dismissed.

Further correspondence with respect to this matter should be addressed as follows:



Application No. 12/770350 s Page 3

By mail: Director for Patents
PO Box 1450
Alexandria, VA 22313-1450

By FAX: (571) 273-8300
Attn: Office of Petitions

By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries concerning this Decision should be directed to the undersigned at (571) 272-
3232.

/DLW/

Derek L. Woods

Attorney
Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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SILICON VALLEY PATENT AGENCY

7394 WILDFLOWER WAY MAILED

CUPERTINO CA 95014 MAR 11 2011
QFFICE OF PETITIONS

In re Application of

Tu et al.

Application No. 12/770350 :

Filing or 371(c) Date: 04/29/2010:-: .. .= : ..t ON PETITION
Attorney Docket Number: :

AiLive-094C1

This is a decision on the “Reconsideration of Petition under 37 CFR 1.181,” filed January 13,.
2011, requesting withdrawal of a Notice to File Missing Parts of Nonprovisional Application’s
requirement to pay a fee for 2 pages in excess of 100.

This Petition is hereby dismissed.

After a decision on the petition for reconsideration, no further reconsideration or review of the
matter will be undertaken by the Commissioner. Therefore, it is extremely important that
petitioner supply any and all relevant information and documentation with his request for
reconsideration. The Director’s decision will be based solely on the administrative record in
existence.

Background

Applicant filed a petition on September 15, 2010, requesting withdrawal of a Notice to File
Missing Parts of Nonprovisional Application’s requirement to pay a fee for 2 pages in excess of
100. Applicant stated that he could not find any appropriate section in the MPEP or Rules that
support the pages for amendments being counted as part of the application. Applicant disagreed
with the way the pages of the specification were counted.

The petition was dismissed in a decision mailed December 22, 2010. The decision dismissing the
petition referenced 37 CFR 1.115; MPEP 201.06(c)XII, the MPEP 506, the MPEP 602, the
MPEP 608.04(b), and the MPEP 1121, and informed applicant that a preliminary amendment
that is present on the filing date of an application is part of the original disclosure of the
application. .

The present reconsideration request

Applicant files the present reconsideration petition and now agrees that a preliminary amendment
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that is present on the filing date of an application is part of the original disclosure of the
application. o
Applicant; however, provides that “[s]uch a statement also means that the original disclosure of
the application won’t be complete without the preliminary amendment.” Renewed Petition at p-2.
Petitioner avers that the application as originally filed stays complete without the marked-up
version. Accordingly, the marked-up version as originally intended is not a preliminary
amendment. Thus, petitioner avers, “[t]he marked up version should not be counted as part of the
original disclosure.” Petitioner therefore petitions that the request to pay the extra charges made
in the Notice should be withdrawn. .

Analysis/conclusion

Here, petitioner now agrees that a preliminary amendment that is present on the filing date of an
application is part of the original disclosure of the application. Petitioner avers that the
application as originally filed stays complete without the marked-up version. Accordingly, the
marked-up version as originally intendedis not a preliminary amendment. Thus, petitioner avers,
“[t]he marked up version should not be counted as part of the original disclosure.” Petitioner
does not cite to any section of the patent statute, rules or MPEP in support of this assertion.
Petitioner is reminded that the original disclosure of the invention includes only those application
papers present in the USPTO on the date of deposit of those papers with the USPTO. The
applicable rule, 37 CFR § 1.115, Preliminary amendments, defines preliminary amendments as
follows: “(a) A preliminary amendment is an amendment that is received in the Office (§ 1.6) on
or before the mail date of the first Office:action under § 1.104.”

Whether the application as originally filed stays complete without the marked-up version is not
relevant to whether the marked up version filed with the application papers present in the
USPTO on the date of deposit of those papers with the USPTO is a preliminary amendment. A
preliminary amendment is an amendment that is received in the Office (§ 1.6) on or before the
mail date of the first Office action under §-1.104.

Moreover, and as to petitioner’s suggestion that the marked up version should not be counted as
part of the original disclosure; the original disclosure of the invention includes those application
papers present in the USPTO on the date of deposit of those papers with the USPTO. Petitioner
does not aver that the marked up. version-was not present in the USPTO on the date of deposit of
the marked up version with the USPTO. Office records confirm that the marked up version was
present in this Office on the date of deposit of the marked up version with the USPTO, and
contrary to petitioner’s assertion, is-part of the original disclosure.

The petition is dismissed.
Further correspondence with respéét to this matter should be addressed as follows:
By mail: Director for Patents

PO Box 1450 . ..

Alexandria, VA 22313-1450

[ .
.. b
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By FAX: © (571)273-8300
Attn: Office of Petitions

By hand: Customer Service Window
Randolph Building- .
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries concerning this, Décision should be directed to the undersigned at (571) 272-
3232, ‘

/DLW/

Derek L. Woods

Attorney
Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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SILICON VALLEY PATENT AGENCY

7394 WILDFLOWER WAY

CUPERTINO CA 95014

MAILED

In re Application of :

Tuccall | : JUL 08 2011
Application No. 12/770350 OFFICE

Filing or 371(c) Date: 04/29/2010 OF PETITIONS
Attorney Docket Number: :

AiLive-094C1 : ON PETITION

This is a decision on the Petition to Revive an Unintentionally Abandoned Application Under 37
CFR 1.137(b), filed May 24, 2011.

This Petition is hereby granted.

The above-identified application became abandoned for failure to timely and properly reply to
the Notice to File Missing Parts of Nonprovisional Application (“Notice”), mailed September 2,
2010. The Notice set a two (2) month period for reply. Extensions of time were available under
37 CFR 1.136(a). No complete and proper reply to the Notice having been received, the
application became abandoned November 2, 2010. The mailing of this Decision precedes the
mailing of a Notice of Abandonment.

Applicant files the present petition and reply to the Notice. The petition satisfies the conditions
for revival pursuant to the provisions of 37 CFR 1.137(b) in that the petition includes (1) the
reply; (2) the petition fee; and (3) the required statement of unintentional delay. Accordingly,
the reply is accepted as having been unintentionally delayed.

This application is being referred to the Office of Patent Application Processing (“OPAP”) for
processing of the reply to the Notice in due course.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3232.

/DLW/

Derek L. Woods

Attorney
Office of Petitions
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APPLICATION NO. I FILING DATE I FIRST NAMED INVENTOR [ ATTORNEY DOCKET N?[ CONFIRMATION NO. |
12/770,371 ’ 04/29/2010 . Kazuo Kitada : 090449A 9595
38834 7590 09292010 S '
WESTERMAN, HATTORI, DANIELS & ADRIAN, LLP | EXAMINER |
1250 CONNECTICUT AVENUE, NW GRAY, LINDA LAMEY
SUITE 700 - -
WASHINGTON, DC 20036 | | A [ ART UNIT I PAPER NUMBER I

1791

[ NOTIFICATION DATE ] DELIVERY MODE I

09/29/2010 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es): '

patentmail@whda.com

PTOL-90A (Rev. 04/07)
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Alexandria, VA 22313-1450

www.usplo.gov

September 28, 2010 BC

In re application of : DECISION ON REQUEST TO

Kazuo Kitada et al. - X PARTICIPATE IN PATENT

Serial No. 12/770,371 : PROSECUTION HIGHWAY

Filed: April 29, 2010 X PROGRAM AND

For. METHOD FOR PRODUCING : PETITION TO MAKE SPECIAL
MATERIAL ROLL ) UNDER 37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(a) to make the above- |dent|f|ed
application special filed August 04, 2010.

The request and petition are DENIED.

A grantable request to part|0|pate in the PPH program and petition to make special
require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or
more applications filed in the JPO, note where the JPO application with similar claims is
not the same application from which the U.S. application claims priority that the
applicant must identify the relationship between the JPO application with similar claims
and the JPO priority application;

(2) Applicant must submit a copy of:

a. The allowable/patentable claim(s) from the JPO application(s) or if a copy of the
allowable/patentable claims is available via the Dossier Access System (DAS)
applicant may request the USPTO to obtain a copy from DAS; however, if the
USPTO is unable to obtain a copy from the DAS, the applicant will be required to
submit a copy;

b. - An English translation of the allowable/ patentable claim(s), if applicable; and

c. A statement that the English translation is accurate, if applicable;

(3) Applicant must:

a. Ensure all the mdependent claims in the U.S. appllcatlon must sufficiently
correspond or be amended to sufficiently correspond to the allowable/patentable
claim(s) in the JPO application(s); and

b. Submit a claims correspondence table in English;

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit:
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a. Documentation of prior office action:
i. a copy of the office action(s) just prior to the “Decision to Grant a Patent” from
each of the JPO application(s) containing the allowable/patentable claims(s) or
ii. if the allowable/patentable claim(s) are from “Notification of Reasons for
Refusal” then the Notification of Reasons for Refusal or
iii. if the JPO application is a first action allowance then no office action from the
JPO is necessary should be indicated on the request/petition form;
Further, if a copy of the documents from (i) or (ii) is available via the Dossier
Access System (DAS), applicant may request the USPO obtain a copy from the
DAS; however, if the USPTO is unable to obtain a copy of the DAS, the applicant
will be required to submit a copy; and

b. An English language translation of the JPO Office action from (5)(a)(i)-(ii) above
if applicable;

(6) Applicant must submit:
a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already submitted in this application)
b. Copies of documents except U.S. patents or U.S. patent application publications
(unless already submitted in this application); and

The request to participate in the PPH program and petition fail because:
(4) Action on this US application has begun. Specifically, a non-flnal Offlceactlon on
the merits was mailed on September 16, 2010.

Any inquiry regarding this decision should be dlrected to Blaine Copenheaver, Quallty
Assurance Specialist, at (571) 272-1156.

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.html.

'/Blaine Copenheaver/

Blaine Copenheaver
Quality Assurance Specialist
Technology Center 1700
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MAILED

WESTERMAN, HATTORI, DANIELS & ADRIAN, LLP Nov 07 20”
1250 CONNECTICUT AVENUE, NW OFFICE OF PET
SUITE 700 ITIONS
WASHINGTON DC 20036

In re Application of

Kazuo Kitada et al : :

Application No. 12/770,371 : DECISION ON PETITION

Filed: April 29, 2010 ' : UNDER 37 CFR 1.313(c)
Attorney Docket No. 090449A :

This is a decision on the petition under 37 CFR 1.313(c), filed November 4, 2011, to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on September 23, 2011, cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

This application is being referred to Technology Center AU 1745 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
IDS.

/Karen Creasy/
Karen Creasy -
Petitions Examiner
Office of Petitions

! The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B - Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the

" www.uspto.gov

Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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First Named Inventor: Jacob Johannes NIES )

Confirmation No.: 9638 )
)

Serial No.: 12/770,396 )
}

Filing Date: 04-29-2010 }
)

Atty Docket No.: 2352801 )

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status

SiR:

Apphcant respectfully submits that Special Status is sought on the basis
that the present invention materially contributes {o the development of renewable
energy resources or energy conservation.

Applicant respectfully submits that the present invention is directed to an
elevator for wind energy systems. Wind energy systems are increasingly
hecoming an important factor in regional economical and ecological goals in
power production. While wind powaer is considered one of the cleanest, most
environmentally friendly energy sources presently available, the availability of
wind energy as a viable powsr generating option heavily depends on the
cost/benefit economics of wind energy. As such, it is important that the cost of
producing the energy, including manufacture of the wind turbine components,
cannot outweigh the benefits.

Presently, wind energy systems with a production of greater than one

mega watl are known in the art and installed in many places. Typically, systems



with a high power autput have rotor diameters of up to 100 meters and more.
The tower of the wind energy systems is in most cases also higher than 100
meters.

The tower of wind energy systems typically consists of sevaral tubes that
are stacked one on top of another. A ladder is mounted within the stack of tubes
g0 that a person, such as a maintenance engineer, can climb up to the nacelle,
Ciher wind energy systems are equipped with an elevator for arriving at the
nacelle. The installation of a permanent elevator in a wind energy system is
rather expensive, and increases the maintenance effort of the wind energy
system, as the elevators themselves need maintenance.

in known wind energy systems, the tower may have an open structure
instead of a stack of tubes. In those wind energy systems, if there is no elevator
provided, the climber has no protection against the weather, in particular against
precipitation, sun, wind, and temperature. This may be a sericus issue in the use
of open tower structures.

Embodiments of the present invention provide the use of a detachable
glevator cabin that can be used with a mudtifude of wind energy systems. The
detachable elevator cabin may be adapted to accommodate at least one person
for transport in the vertical direction. In various embodiments, the cabin is used
for alternatively or additionally carrying goods. The detachable elevator cabin
may be adapted for detachable connection to the instalied part of an elevator
system. The installed part may be permanently located at the wind energy

systemn. The detachable part of the elevator system may interact with the

td



insialled part of the elevator system during the period of time when maintenance
of the wind energy system is undertaken, or other times when transport to the
nacelle is desired.

The embodiments described in the present invention facilitate
maintenance of a wind energy system. By creating an elevator system that is
safer and less expensive than previous maintenance designs, the present
invention matenally contributes to the development of renewable energy by
reducing the manufacturing costs, as well as maintenance and repair costs. AS
such, embodiments of the present invention facilitate the production of high
autput power wind energy systems, which in turm promotes increased energy
produyction.

The undersigned attorney may be contacted at the number below to
facilitate the resolution of any matiers. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 09-0470.

Respectfully submitted,
General Electric Company

By:  /Allison W Mages/

Allison Weiner Mages
Reg. No. 57,275

Dated: July 8, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Sheiton, CT 06484
203-944-6730

Lok



Doc Code: PET.GREEN
Document Dascription: Petition for Green Tech Pilot

PTOISBAR0 (83-11)

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Rorey Docket 5352801 hpplcaton Number 12/770,396 | Fing aaie: 04-29-2010

First Named

frvenior: J&C()b JOhaﬁﬂeS NieS

wee: £l EVATOR FOR WIND ENERGY SYSTEMS

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNGCLOGY PILOT PROGRAM FOR
THE ABOQVE-IDENTIFIED APPLICATION. See instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electionic filing system, EFS-Weh.
1. By filing this petifion:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18{d) accompanies this request.

2. By fiiling this petition: applicant is agreeing {o make an election without traverse in 8 telephonic interview and

glect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims arve not obviously divected 1o a single invention. See Instruction Sheet.

3. This request is accompanied by siatements of special status for the eligibility reguirament.
4, The application contains no more than three (3} independent clalms and twenty (20) fotal claims.

5. The application does not contain any multiple dependent claims.

8. Other attachments: Siatement Goncarning the Basis for the Special Status

Signature fAmson W MageSI JUiy 8, 201?

| Date

57,275

Name i< - |
{Pan:tf'fyped} Alhsen W Mages Hagistration Numbey

Nate: Signatures of a the inveniors or assignees of recard of the enlive inferest or their representative(s) are required in accordance with
37 CFR 1.33 and 71.18. Please see I7 CFR 1.4{d) for the form of the signature. If necessary, submil multiple forms for more than one
signature, seg below”

E] *Total of

forms are submitied,

if you need assistance in completing the form, call 1.800-PT0-5188 and select aption 2.
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United States Patent and Trademark Office
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P.O. Box 1450
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WWW.Uuspto.gov

r APPLICATION NO. FILING DATE | FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. ]
12/770,396 04/29/2010 Jacob Johannes Nies 235280-1 . 9638

52082 7590 07/1312011

General Electric Company I
GE Global Patent Operation
2 Corporate Drive, Suite 648 I ART UNIT | PAPER NUMBER —I
Shelton, CT 06484

EXAMINER I

3654

| NOTIFICATION DATE | DELIVERY MODE |

07/13/2011 ELECTRONIC
Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

gpo.mail@ge.com
allyson.carnaroli@ge.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

JUuL 1 2201

General Electric Company
GE Global Patent Operation
2 Corporate Drive, Suite 648

Shelton CT 06484
In re Application of :

JACOB NIES : DECISION ON PETITION
Application No. 12/770,396 : TO MAKE SPECIAL UNDER
Filed: April 29, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 235280-1 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed July 8, 2011 to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
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Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The petition lacks item(s) 4.

In regard to item 4, the claimed detachable elevator cabin used in a wind tower and its method of
using would not materially contribute to the development of renewable energy resources or
energy conservation since neither the elevator nor the tower assembly can generate energy or
convert the mechanical energy into electrical energy. It is unclear which part of the elevator can
conserve energy. An elevator may make maintenance works on a wind tower easier and safer;
however, it plays no role in the operation of the wind turbine. In addition, as the claimed
elevator and tower would not necessarily be used to support a wind turbine, petitioner’s assertion
of the elevator’s contribution to the development of renewable energy resources or energy
conservation is entirely speculative. As stated in the notice, the materiality standard does not
permit an applicant to speculate as to how a hypothetical end-user might specially apply the
invention in a manner than could materially contribute to category (A) or (B). Also see MPEP §
708.02 (VI). Accordingly, it is not agreed that the application on its face meets that materiality
standard.

Any reconsideration of this decision should be submitted through the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on
the EFS-Web screen.

Telephone inquiries concerning this decision should be directed to Lanna Mai at 571-272-6867.
The application is being forwarded to the Technology Center Art Unit 3654 for action in

its regular turn.

/Lanna May/

Lanna Mai
Quality Assurance Specialist
Technology Center 3600
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First Named Inventor: Jacob Johannes NIES )

Confirmation No.: 9638 )
)

Serial No.: 12/770,396 )
}

Filing Date: 04-29-2010 }
)

Atty Docket No.: 2352801 )

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Reguest for Reconsideration

SIR:

This is responsive to the Decision on Petition, dated as mailed 13 July
2011, in the above-referenced application.

Applicant respectfully requests reconsideration of Applicant’s Petition {o
Make Special on the basis that the present invention materially contributes to the
development of renewable energy resources or energy conservation,

The Decision to Make Special Under the Green Technology Pilot Program
{hereinafter “the Decision”) alleges that the claimed detachable elevator cabin
used in a wind fower and its method of using would not matenally contribute to
the development of renewable energy resources or energy conservation since
neither the elevator nor the tower assembly can generate energy or convert the
rmechanical energy into electrical energy. The Decision states that it is unclear
which part of the elevator can conserve energy. The Decision continues by
stating that an elevator may make maintenance work on a wind furbine easier
and safer; however, it plays no role in the operation of the wind turkine. Further,

the Decision states that as the claimed elevator and tower would not necessarily



be used 1o suppor a wind turbine, petilioner’s assertion of the elevator's
contribution {o the development of renewable energy resources or energy
conservation is entirely speculative. Applicant does not agree with the comments
made in the Decision.

Apphcant respectfully submits that the present invention is generally
directed to an slevator for wind energy systems. (see at least paragraph {0001]).
Applicant respectfully notes the fitle of the present application, Elevator for Wind
Energy Systems, and respectfully submits that the use of the claimed detachable
elevator cabin, the claimed wind energy system and the claimed method in a
wind turbine is not mere speculation as alleged in the Decision.

While wind power is considered one of the cleanest, most environmentally
friendly energy sources presently available, the availability of wind energy as &
viable power generating option heavily depends on the cost/benefit econamics of
wind energy. As such, it is important that the cost of producing the energy,
including the maintenance costs of the wind turbines, cannot outweigh the
benefils.

Presently, wind energy systems with a clean energy production of greater
than one megawatt are known in the art and installed in many places. Typically,
systems with a high power output have rotor diameters of up to 100 meters and
more. The tower of the wind energy systems is in most cases also highsr than
100 meters. Al least some wind energy systems are equipped with an elevator
for arriving at the nacelle. The installation of a permanent elevator in a wind
energy system is rather expensive, and increases the maintenance effort of the
wind energy system, as the elevators themselves need maintenance. in other

wind energy systems, 3 ladder is mounted within the tower of the wind energy

td



system so that a person, such as a maintenance engineer, can climb up to the
nacelle. (see at least paragraphs [0002]-{0C03]).

Embodiments disclosed herein may provide many benefits to the
cost/benefit economics of wind energy by providing a method to maintain a wind
turbine at a lower cost by not requirng maintenance engineers o cimb up to the
nacelle, and less expensive wind energy systems by virtue of not requiring a
permanently mounted elevator. As such, embaodiments of the present invention
materially contribute to the development of renswable energy by positively
impacting the cost/benefit economics of wind energy, making the availability of
wind energy a viable power generating option and thus promoting increased
production of renewable energy.

The undersigned altomey may be contacted at the number below to
facilitate the resolution of any matters. Please charge any fees that are incurred

in connection with this Staterent to deposit account no. 09-0470.

Respectiuily submitied,
(General Electric Company
By: [/Aliison W Mages/

Allison Weiner Mages
Reag. No. 57,275

Dated: August 12, 2011

GE Global Patent Operation
2 Corporate Drive, Suile 648
Shelton, CT 06484
203-944-6730
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPLo.gov

APPLICATION NO. FILING DATE J FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. I CONFIRMATION NO. I
12/770,396 04/29/2010 Jacob Johannes Nies 235280-1 9638
52082 7590 08/17/2011
. EXAMINER
General Electric Company I I

GE Global Patent Operation
2 Corporate Drive, Suite 648 I ART UNIT I PAPER NUMBER |
Shelton, CT 06484

3654

| NOTIFICATION DATE I DELIVERY MODE I

08/17/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

gpo.mail@ge.com
allyson.carnaroli@ge.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

General Electric Company

GE Global Patent Operation

2 Corporate Drive, Suite 648 , AUG 17 201
Shelton CT 06484

In re Application of :

Jacob J. Nies ; DECISION ON PETITION
Application No. 12/770,396 ; TO MAKE SPECIAL UNDER
Filed: April 29, 2010 ; THE GREEN TECHNOLOGY
Attorney Docket No. 235280-1 ; PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed August 12, 2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made

" by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).



Application No. 12/770,396 . Page 2

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Blaine Copenheaver at 571-
272-1156.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

/Blaine Copenheaver/

Blaine Copenheaver
Quality Assurance Specialist
Technology Center 1700
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpLo.gov
L APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. [ CONFIRMATION NO. ]
12/770,419 04/29/2010 Kazuo Kitada 0904498 9689
38834 7590 09/29/2010 '
WESTERMAN, HATTORI, DANIELS & ADRIAN, LLP I EXAMINER |
1250 CONNECTICUT AVENUE, NW GRAY, LINDA LAMEY
SUITE 700
WASHINGTON, DC 20036 | ART UNIT I PAPER NUMBER I

1791

| NOTIFICATION DATE [ DELIVERY MODE - |

09/29/2010 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

patentmail@whda.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

September 28, 2010 BC

In re application of X DECISION ON REQUEST TO

Kazuo Kitada et al. : PARTICIPATE IN PATENT

Serial No. 12/770,419 : PROSECUTION HIGHWAY

Filed: April 29, 2010 : PROGRAM AND

For. SYSTEM FOR MANUFACTURING : PETITION TO MAKE SPECIAL
OPTICAL DISPLAY DEVICE : UNDER 37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program filed August 04, 2010.

The request and petition are GRANTED.

A grantable request to part|C|pate in the PPH program and petition to make special
require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or
more applications filed in the JPO, note where the JPO application with similar claims is
not the same application from which the U.S. application claims priority that the
applicant must identify the relationship between the JPO application with similar claims
and the JPO priority application;

(2) Applicant must submit a copy of:

a. The allowable/patentable claim(s) from the JPO application(s) or if a copy of the
allowable/patentable claims is available via the Dossier Access System (DAS)
applicant may request the USPTO to obtain a copy from DAS; however, if the
USPTO is unable to obtain a copy from the DAS, the applicant will be required to
submit a copy;

b. An English translation of the allowable/ patentable claim(s), if applicable; and

c. A statement that the English translation is accurate, if applicable;

(3) Applicant must:
a. Ensure all the claims in the U.S. appllcatlon must sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the
JPO appllcatlon(s) and
b. Submit a claims correspondence table in English;

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit:
a. Documentation of prior office action:



"Application No. 12/770,419

i. a copy of the office action(s) just prior to the “Decision to Grant a Patent’ from
each of the JPO application(s) containing the allowable/patentable claims(s)
or

ii. if the allowable/patentable claim(s) are from “Notlflcatnon of Reasons for

Refusal” then the Notification of Reasons for Refusal or

iii. if the JPO application is a first action allowance then no office action from

the JPO is necessary should be indicated on the request/petition form;

Further, if a copy of the documents from a or b is available via the Dossier

Access System (DAS), applicant may request the USPO obtain a copy from the

DAS; however, if the USPTO is unable to obtain a copy of the DAS, the appllcant

will be required to submit a copy;
b. An English language translation of the JPO Office action from (5)(a)(|) (i) above
if applicable; and
c. A statement that the English translation is accurate;

‘ (6) Applicant must submit:

a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already submitted in this application) '

b. Copies of documents except U.S. patents or U.S. patent application publications
(unless already submitted in this application); and

The request to participafe in the PPH program and pétition comply with the above
requirements. Accordingly, the above-identified application has been accorded
“special” status.

The applicatidn is being forwarded to the examiner for action on the merits-

~ commensurate with this decision.

Any inquiry regarding this decision should be directed to Blaine Copenheaver, Quallty
Assurance Specialist, at (571) 272-1156.

AII other inquiries concerning the examination or status of the appllcatlon is accessible
in the PAIR system at http://www.uspto. gov/ebc/mdex html.

/Blaine Copenheaver/

Blaine Copenheaver
Quality Assurance Specialist
Technology.Center 1700



PTO/SB/83

Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF

CORRESPONDENCE ADDRESS

Application Number 12770436

Filing Date 29-Apr-2010

First Named Inventor Joshua Wachman

Art Unit 3626

Examiner Name CHARLES COLEMAN

Attorney Docket Number 2694-0008

Title

Medicine Bottle Cap With Electronic Embedded Curved Display

® Please withdraw me as attorney or agent for the above identified patent application and 75948
the practitioners of record associated with Customer Number:

The reason(s) for this request are those described in 37 CFR:

10.40(b)(4)

Certifications

X I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

4 I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
to which the client is entitled

[X] |/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to:
The address of the first named inventor or assignee that has properly made itself of record pursuantto 34397
37 CFR 3.71, associated with Customer Number:

| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature /BS/

Name Brian Siritzky

Registration Number 37497




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date : June 3,2011

In re Application of : DECISION ON REQUEST TO WITHDRAW AS

Joshua Wachman ATTORNEY/AGENTOF RECORD
Application No : 12770436
Filed : 29-Apr-2010

Attorney Docket No : 2694-0008
This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR§ 1.36(b), filed June 3,2011

The request is APPROVED

The request was signed by Brian Siritzky (registration no. 37497 ) on behalf of all attorneys/agents
associated with Customer Number 75948 . All attorneys/agents associated with Customer Number 75948 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with Customer humber 24392

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 223131450

WWW.USpto.gov

r APPLICATION NO. FILING DATE FIRST NAMED INVENTOR l ATTORNEY DOCKETNO. | CONFIRMATION NO. J
12/770,498 04/29/2010 Akio Kano SUTOSH.585AUS 9848
20995 7590 05/04/2011
EXAMINER
KNOBBE MARTENS OLSON & BEAR LLP r I
2040 MAIN STREET ASSOUAD, PATRICK }
FOURTEENTH FLOOR
IRVINE. CA 92614 | ART UNIT | PAPER NUMBER |
’
2858
I NOTIFICATION DATE | DELIVERY MODE |
05/04/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

jeartee@kmob.com
efiling@kmob.com
eOAPilot@kmob.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

KNOBBE MARTENS OLSON & BEAR LLP

2040 MAIN STREET

FOURTEENTH FLOOR

IRVINE CA 92614

In re Application of ' : DECISION ON REQUEST TO
Akio KANO : PARTICIPATE IN THE PATENT

Application No.: 12/770,498 : PROSECUTION HIGHWAY

Filed: 29 April 2010 : PROGRAM AND PETITION

Attorney Docket No.: SUTOSH.585AUS : TO MAKE SPECIAL UNDER

For: ELECTRONIC DEVICE : 37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed 13 April 2011 to make the above-identified
application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PPH pilot program and petition to make special require:
1. The U.S. application is

a. a Paris Convention application which either
i. wvalidly claims priority under 35 U.S.C. 119(a) and 37 CFR 1.55 to one or
more applications filed in the JPO, or
ii. validly claims priority to a PCT application that contains no priority
‘ claims, or
b. anational stage application under the PCT (an application which entered the
national stage in the U.S. from a PCT international application after compliance
with 35 U.S.C. 371), which PCT application
1. validly claims priority to an application filed in the JPO, or
ii. validly claims priority to a PCT application that contains no priority
claims, or
iii. contains no priority claim, or
c. aso-called bypass application filed under 35 U.S.C. 111(a) which validly
claims benefit under 35 U.S.C. 120 to a PCT application, which PCT
application
1. validly claims priority to an application filed in the JPO, or
ii. validly claims priority to a PCT application that contains no priority
claims, or _
iii. contains no priority claim;



ot

2. Applicant must submit a copy of:
a. The allowable/patentable claim(s) from the JPO application(s);
b. An English translation of the allowable/patentable claim(s) and
c. A statement that the English translation is accurate;
3. Applicant must:
a. Ensure all the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the
JPO application(s) and
b. Submit a claims correspondence table in English;
4. Examination of the U.S. application has not begun;
Applicant must submit:
a. Documentation of prior office action:

i. acopy of the office action(s) just prior to the “Decision to Grant a Patent”
from each of the JPO application(s) containing the allowable/patentable
claim(s) or

i1. if the allowable/patentable claims(s) are from a “Notification of Reasons
for Refusal” then the Notification of Reasons for Refusal or
1. if the JPO application is a first action allowance then no office action from
the JPO is necessary should be indicated on the request/petition form;
b. An English language translation of the JPO Office action from (5)(a)(i)-(ii) above
¢. A statement that the English translation is accurate;
6. Applicant must submit: _
a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already submitted in this application)
b. Copies of the documents except U.S. patents or U.S. patent application
publications (unless already submitted in this application);

W

The request to participate in the PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Inquiries concerning this decision should be directed to Lee W. Young at 571-272-4549.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once this application’s formality reviews have been completed.

| oo et

Lee W. Youn
TQAS, Technology Center 2800 — Semiconductors
Electrical & Optical Systems & Components



'UNITED STATES PATENT AND TRADEMARK OFFICE

GARLICK HARRISON & MARKISON
P.0. BOX 160727
AUSTIN, TX 78716-0727

In re Application of

Juan Carlos Riveiro et al

Application No. 12/770,586

Filed: April 29,2010

Attorney Docket No. 5367.01CIPI (SMC)

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
MAILED
JuL 14201
OFFICE OF PETITIONS
DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent under 37 C.F.R. § 1.36(b) or

37 C.F.R. § 10.40 filed June 15, 2011.

The request is APPROVED.

A review of the file record indicates that Steven M. Colby: (1) does not have power of attorney
in this patent application; and (2) has been employed or otherwise engaged in the proceedings in
this patent application. In view of the present decision, Steven M. Colby has been withdrawn
from the present application and may not prepare or submit papers under 37 C.F.R. § 1.34, or
correspond in any manner in this application unless appointed in an acceptable power of attorney

under 37 C.F.R. § 1.32(b).

Telephone inquires concerning this decision should be directed to Irvin Dingle at 571-272-3210.

rvin Dingl€
Petitions Examiner
Office of Petitions

cc: Steven M. Colby
Peters Verny, LLP
425 Sherman Avenue, Suite 230
Palo Alto, CA 94306



UNITED STATES PATENT AND TRADEMARK OFFICGE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.Uspto.gov

[ APPLICATIONNUMBER | FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY.DOCKETNO/TITLE |
12/770,586 04/29/2010 Juan Carlos Riveiro 5367.01CIP1 (SMC)
CONFIRMATION NO. 1016
23308 POWER OF ATTORNEY NOTICE

PETERS VERNY , L.L.P.

25 SHERMAN AVENUE L

SUITE 230
PALO ALTO, CA 94306

Date Mailed: 07/15/2011

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 07/06/2011.

* The Power of Attorney to you in this application has been revoked by the assignee who has intervened as
provided by 37 CFR 3.71. Future correspondence will be mailed to the new address of record(37 CFR 1.33).

/idingle/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



UNITED STATES PATENT AND TRADEMARK. OFFICGE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, Virginia 22313-1450
WWW.USPLo.gov

[ APPLICATION NUMBER T FILING OR 371(C) DATE ] FIRST NAMED APPLICANT | ATTY. DOCKET NOJ/TITLE |
12/770,586 04/29/2010 . Juan Carlos Riveiro 5367.01CIP1 (SMC)
CONFIRMATION NO. 1016
51472 ) POA ACCEPTANCE LETTER

PO BOX 160727 o L

AUSTIN, TX 78716-0727
Date Mailed: 07/15/2011

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 07/06/2011.

The Power of Attorney in this application is accepted. Correspondence in this application will be mailed to the
above address as provided by 37 CFR 1.33. .

/idingle/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date: February 13,2012
DECISION ON REQUEST TO WITHDRAW AS

ATTORNEY/AGENTOF RECORD

In re Application of :

Yu-Ching Sun

ApplicationNo: 12770627

Filed : 29-Apr-2010

Attorney Docket No:  ASEG-042/00US 307632-2068

This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR § 1.36(b), filed February 13,2012
The request is APPROVED.
The request was signed by  William S. Galliani (registration no. 33885 ) on behalf of all attorneys/agents

associated with Customer Number 58249 . All attorneys/agents associated with Cusotmer Number 58249 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with correspondence address:

Name Advanced Semiconductor Engineering, Inc.
Name2 c/o Foley & Lardner

Address 1 975 Page Mill Road

Address 2

City Palo Alto

State CA

Postal Code 94304
Country us

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions



PTO/SB/83
Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce
Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF
CORRESPONDENCE ADDRESS
Application Number 12770627
Filing Date 29-Apr-2010
First Named Inventor Yu-Ching Sun
Art Unit 2811
Examiner Name TRANG TRAN
Attorney Docket Number ASEG-042/00US 307632-2068
Title
SEMICONDUCTOR DEVICE PACKAGES WITH INTEGRATED HEATSINKS

Please withdraw me as attorney or agent for the above identified patent application and
the practitioners of record associated with Customer Number: 58249

®

The reason(s) for this request are those described in 37 CFR:

10.40(b)(4)

Certifications

I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

X

I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
X to which the client is entitled

[X] 1/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to the first named inventor or assignee that has
properly made itself of record pursuant to 37 CFR 3.71:

Name Advanced Semiconductor Engineering, Inc. c/o Foley & Lardner
Address 975 Page Mill Road

City Palo Alto

State CA

Postal Code 94304

Country us




| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature

/William S. Galliani/

Name

William S. Galliani

Registration Number

33885




PTO/SB/83

Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF

CORRESPONDENCE ADDRESS

Application Number 12770638

Filing Date 29-Apr-2010

First Named Inventor Kayvan NIAZ|

Art Unit 1643

Examiner Name BRADLEY DUFFY

Attorney Docket Number 638772006701

Title

REAGENTS AND METHODS FOR CANCER TREATMENT AND PREVENTION

Please withdraw me as attorney or agent for the above identified patent application and
the practitioners of record associated with Customer Number: 25226

®

The reason(s) for this request are those described in 37 CFR:

10.40(b)(4)

Certifications

I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

X

I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
X to which the client is entitled

[X] 1/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to the first named inventor or assignee that has
properly made itself of record pursuant to 37 CFR 3.71:

Name The Buck Institute for Age Research
Address 8001 Redwood Blvd.

City Novato

State CA

Postal Code 94945

Country us




| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature

/Catherine Polizzi/

Name

Catherine M. Polizzi

Registration Number

40130




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date: November 7,2011
DECISION ON REQUEST TO WITHDRAW AS

ATTORNEY/AGENTOF RECORD

In re Application of :

Kayvan NIAZI

ApplicationNo: 12770638

Filed : 29-Apr-2010
Attorney Docket No: 638772006701

This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR § 1.36(b), filed November 7,2011
The request is APPROVED.
The request was signed by  Catherine M. Polizzi (registration no. 40130 ) on behalf of all attorneys/agents

associated with Customer Number 25226 . All attorneys/agents associated with Cusotmer Number 25226 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with correspondence address:

Name The Buck Institute for Age Research
Name2

Address 1 8001 Redwood Blvd.

Address 2

City Novato

State CA

Postal Code 94945
Country us

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

ALLERGAN, INC.
2525 DUPONT DRIVE, T2-7H

IRVINE, CA 92612-1599 MAILED
JAN 312011
OFFICE OF PETITIONS
In re Application of :
Babak Honaryar :  DECISION REFUSING STATUS
Application No. 12/770,640 :  UNDER 37 CFR 1.47(a)

Filed: April 29, 2010
Attorney Docket No. 18735 (HEA)

This is in response to the petition under 37 CFR 1.47(a), filed on November 9, 2010.
The petition is dismissed.

A grantable petition under 37 CFR 1.47(b) requires: (1) proof that the non-signing inventor
cannot be reached or refuses to sign the oath or declaration after having been presented
with the application papers (specification, claims and drawings); (2) an acceptable oath or
declaration in compliance with 35 U.S.C. §§ 115 and 116; (3) the petition fee; and (4) a
statement of the last known address of the non-signing inventor. Applicant lacks item

(1) set forth above.

The present states “On or about August 20, 2010, | received an acknowledgement that Philip
Bryer, someone acting in his capacity, received and signed the Return Receipt indicating that
he received my second letter along with a copy of the Patent Application, the Declaration &
Power of Attorney, the Assignment, and the Self-addressed, stamped envelope. The
acknowledgement is attached as Exhibit F.”

It should be noted that the signed Certified Mail receipt submitted as evidence on November
9, 2010, contains a signature of an individual. However, that signature is unclear since the
receipt fanls to contain a printed name of the signer. Therefore, petitioner may wish to check
with the Postal Service for clarification of the signature listed on the Certified Mail recelpt

' The results of this information should be provided in any renewed petition.
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Petitioner should note that it is possible that the package was intercepted by someone other
than non-signing inventor Philip Bryer. If this is the case, petitioner should, at the very least,
conduct a search of the regional or national registry(s). The results of such

search should be made in any future petition for reconsideration. See MPEP 409.03(d).
Additionally, petitioner should state whether he has access to inventor Bryer's personnel
records and, if so, what does inspection of the records reveal as to a current address,
forwarding address, or an address of the nearest living relative? What does inspection of
the phone directories for those address locations reveal? Further, the petition fails to
indicate that correspondence was ever mailed unsuccessfully to the inventor's last known
address. Therefore, at the very least, petitioner should mail correspondence to the
inventor's last known address, return receipt and/or forwarding address requested. If a
forwarding address is provided, petitioner should then mail a complete copy of the
application papers (specification, claims, drawings, oath, etc.) to Mr. Bryer's address, return
receipt requested, along with a cover letter of instructions which includes a deadline or a
statement that no response will constitute a refusal. This sort of ultimatum lends support to
a finding of refusal by conduct. If the papers are returned and all other attempts to locate or
reach the inventor, e.g., through personnel records, co-workers, E-mail, the Internet or the
telephone, etc., continue to fail, then applicant will have established that the inventor cannot
be reached after diligent effort or has refused to join in the application. The statements of
facts must be signed, where at all possible, by a person having firsthand knowledge
of the facts recited therein and should be accompanied by documentary evidence in
support of the statement of facts. It is important that the forthcoming communication
contain statements of fact as opposed to conclusions.

Where there is an express or oral refusal, that fact, along with the time and place of the
refusal, must be stated in an affidavit or declaration by the party to whom the refusal was
made. Where there is a written refusal, a copy of the document(s) evidencing that refusal
must be made part of the affidavit or declaration.

When it is concluded by the rule 47 applicant that an omitted inventor's conduct constitutes a
refusal, all facts upon which that conclusion is based should be stated in an affidavit or
declaration. If there is documentary evidence to support facts alleged in the affidavit or
declaration, such evidence must be submitted. Whenever an omitted inventor gives a
reason for refusing to sign the application oath or declaration, that reason should be stated
in the affidavit or declaration.

Rule 47 applicant is given TWO MONTHS from the mailing date of this decision to reply,
correcting the below-noted deficiencies. Any reply should be entitled "Request for
Reconsideration of Petition Under 37 CFR 1.47(b)," and should only address the deficiencies
noted below, except that the reply may include an oath or declaration executed by the non-
signing inventor. FAILURE TO RESPOND WILL RESULT IN ABANDONMENT OF THE
APPLICATION. Any extensions of time will be governed by

37 CFR 1.136(a).

1
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Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
40l Dulany Street
Alexandria, VA 22314

By fax: ’ (571) 273-8300

ATTN: Office of Petitions
Since the correspondence address of record differs from the address given in the present
petition, a courtesy copy of this decision is being mailed to the address given in the present
petition. However, if the petition under 37 CFR 1.47(a) is granted, all future communications
from the Office will be directed to the address given in the Declaration/Power of Attorney
filsd on November 9, 2010.

elephone inquirjes should be directed to the undersigned at (571) 272-3226.

Office-0f Petitions

cc: Ketan S. Vakil
' 600 Anton Boulevard, Suite 1400
Costa Mesa, CA 92626
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Commissioner for Patents
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ALLERGAN, INC.
2525 DUPONT DRIVE, T2-7H
IRVINE, CA 92612-1599 MAILED

MAR 252011
OFFICE OF PETITIONS
In re Application of :
Babak Honaryar ;. DECISION REFUSING STATUS
Application No. 12/770,640 : UNDER 37 CFR 1.47(a)

Filed: April 29, 2010
Attorney Docket No. 18735 (HEA)

This is in response to the renewed petition under 37 CFR 1.47(b), filed on February 17,
2011, which is properly treated as a petition under 37 CFR 1.47(a).

In response to the decision refusing status under 37 CFR 1.47(a), mailed January 28, 2011,
petitioner hereby submits a Declaration, in compliance with 37 CFR 1.63, signed by the
previously non-signing inventor, Philip Bryer on February 17, 2011.

In view of the joinder of the inventor, the petition is DISMISSED AS MOOT and further
consideration under § 1.47(a) is not necessary.

This application does not have any Rule 1.47 status and no such status should appear on
the record for this file. The application need not be returned to this Office for any further
consideration under 37 CFR 1.47(a).

This application is being referred to Technology Center Art Unit 3735 for examination in due
course.
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Decision Date: February 10, 2012
DECISION ON REQUEST TO WITHDRAW AS

ATTORNEY/AGENTOF RECORD

In re Application of :

Kuo-Hsien Liao

ApplicationNo: 12770645

Filed : 29-Apr-2010

Attorney Docket No:  ASEG-004/05US 307632-2046

This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR § 1.36(b), filed February 10, 2012
The request is APPROVED.
The request was signed by  William S. Galliani (registration no. 33885 ) on behalf of all attorneys/agents

associated with Customer Number 58249 . All attorneys/agents associated with Cusotmer Number 58249 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with correspondence address:

Name Advanced Semiconductor Engineering, Inc.
Name2 c/o Foley & Lardner

Address 1 975 Page Mill Road

Address 2

City Palo Alto

State CA

Postal Code 94034
Country us

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions



PTO/SB/83
Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce
Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF
CORRESPONDENCE ADDRESS
Application Number 12770645
Filing Date 29-Apr-2010
First Named Inventor Kuo-Hsien Liao
Art Unit 2891
Examiner Name PENIEL GUMEDZOE
Attorney Docket Number ASEG-004/05US 307632-2046
Title SEMICONDUCTOR DEVICE PACKAGES WITH ELECTROMAGNETIC INTERFERENCE
SHIELDING

Please withdraw me as attorney or agent for the above identified patent application and
the practitioners of record associated with Customer Number: 58249

®

The reason(s) for this request are those described in 37 CFR:

10.40(b)(4)

Certifications

I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

X

I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
X to which the client is entitled

[X] 1/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to the first named inventor or assignee that has
properly made itself of record pursuant to 37 CFR 3.71:

Name Advanced Semiconductor Engineering, Inc. c/o Foley & Lardner
Address 975 Page Mill Road

City Palo Alto

State CA

Postal Code 94034

Country us




| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature

/William S. Galliani/

Name

William S. Galliani

Registration Number

33885




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named inventor: Jacob Johannes Nies
Confirmation No.: 1160

Serial No.: 12/770,659

Filing Date: 04-29-2010

L et g gt S et it -

Atty Docket No.: 234170
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status

SIR:

Applicant respectfully submits that Special Status is sought on the basis
that the present invention materially contributes to the development of renawable
energy resources or energy conservation.

The undersigned attorney may be contacted at the number below to
facihifate the resolution of any matters. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 09-0470.

Respectiuily submitted,
General Electric Company
By: /Douglas D. Zhang/

Douglas D. Zhang
Reg. No. 37,985

Dated: January 5, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-8755
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APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABQVE-DENTIFIED APRPLICATION, Sew lnstruction Shest on pags 2.

This pelition must be fimely filed elechronically using the USPTO slsctronic Bling svstem, EFS-Weh.
Y By filing this petition:

Applicant is requesting early publication: Applicant herveby requasts early publication under
37 CFR 1.219 and the publication fee set forth In 37 CFR 1.18{d} accompanies this request.
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siact an invention that meets the sligibility requirernents for the Green Technology Pilot Program, ¥ the Office
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.usplo.gov

W\ A

General Electric Company
GE Global Patent Operation
2 Corporate Drive, Suite 648

Shelton CT 06484
In re Application of :

Jacob NIES et al. : DECISION ON PETITION
Application No. 12/770,659 - _ : TO MAKE SPECIAL UNDER
Filed: April 29,2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 234170_1 - : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed January 6, 2011 to make the above-
identified application special under the pilot.program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended.
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
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Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The petition lacks item(s) 4.

In regard to item 4, petitioner should note that the instant petition includes a statement
identifying the basis for the special status as required by sections II and III of the notice.
However, as stated in the notice, applicant must also provide a statement pertaining to the
materiality standard if the application disclosure is not clear on its face as to the materiality of
the basis for the special status of the invention. It is unclear how a flange connection would
materially contribute to the development of renewable energy resources or energy conservation
since the flange connection in and by itself cannot generate energy or convert a mechanical
energy into electrical energy. Even though a wind turbine tower assembly is recited in some
claims, the claimed tower assembly would not materially contribute to the development of
renewable energy resources since the tower assembly in and by itself cannot generate energy or
convert the mechanical energy into electrical energy. It is not agreed that the flange connection,
either singly or in combination with a tower assembly, materially contributes to the development
of renewable energy resources. As stated in the notice, the materiality standard does not permit
an applicant to speculate as to how a hypothetical end-user might specially apply the invention in
a manner than could materially contribute to category (A) or (B). Also see MPEP § 708.02 (V).
Accordingly, it is unclear as to how the claimed invention would materially contribute to
category (B), and it is not agreed that the application on its face meets that materiality standard.

Any reconsideration of this decision should be submitted through the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on
the EFS-Web screen.

Telephone inquiries concerning this decision should be directed to Lanna Mai at 571-272-6867.
The application is being forwarded to the Technology Center Art Unit 3633 for action in

its regular turn.

/Lanna Mai/

Lanna Mai '
Quality Assurance Specialist
Technology Center 3600



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor: Jacob Johannes Nies
Confirmation No.: 1160

Serial No.: 12/770,659

Filing Date: 04-29-2010

S St T e it Vg ol ittt

Atty Docket No.: 234170 _1
Commissioner for Patents
P.0. Box 1450

Alexandria, VA 22313-1450

Reguest for Reconsideration

SiR:

This is responsive to the Decision on Petition, dated as mailed 12 January
2011, in the above-referenced application.

Applicant respectiully requests reconsideration of Applicant’'s Petition {o
Make Special on the basis that the present invention materially contributes to the
development of renewable energy resources or energy conservation.

Applicant respectiully submits that the present invention is directed to a
flange connection for connecting components having an imperfect mating surface
with respect {o each other, such as in a wind turbine. As is known, componenis
of a tower of a wind turbine are connected by bolts such that an entire tower may
be provided by a supplier in portions which easily can be transported to the
location where a wind turbine will be instalied. At the location of the wind turbine
the individual portions of the tower are connected by a flange connection
including bolts with threaded portions and nuts. Due to heavy loads applied at

such kind of a fower of a wind turbine, the flange connection is typically stressed



to a great extent. Stresses applied at bolts and nuls may act in a longitudinal
direction of the bolts and in a shear direction, i.e. in a direction perpendicular to a
longitudinal axis of the bolt, or in a direction which 1s the combination of the two
mentionad above.

The embodiments described herein provide a flange connection having a
large rigidity with respect to different kinds and directions of applied forces and
moments. The present invention minimizes bending moments in the wind turbine
flange connection, which reduces the number of bolts required to assembie a
wind turbine tower. This in twn simplifies wind turbine assembly and leads to
fower assembly costs. Thus the present invention materially contributes to the
development of renswable energy by reducing wind turbine assembly costs and
by providing @ more stable wind turbine, which in turn promotes increased energy
production.

The undersigned attormey may be contacted at the number below to
facilitate the resolution of any matters. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 089-0470.

Respectfully submitied,
General Electric Company
By /Douglas B. Zhang/

Dougtlas D. Zhang
Reg. No. 37 985

Dated: February 7, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-6755

[ S8
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United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
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WWW.uspto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. |
12/770,659 04/29/2010 Jacob Johannes Nics 234170_1 1160 -
52082 7590 02/18/2011

. EXAMINER

General Electric Company : I 4|
GE Global Patent Operation ) LILLIS, EILEENDUNN
2 Corporate Drive, Suite 648 T ONTT PAPER NUMBER
Shelton, CT 06484 L I |

3635

l NOTIFICATION DATE | DELIVERY MODE |

02/18/2011 ELECTRONIC
Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

gpo.mail@ge.com
allyson.carnaroli@ge.com

PTOL-90A (Rcv. 04/07)
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General Electric Company
GE Global Patent Operation
2 Corporate Drive, Suite 648

Shelton CT 06484
In fe Application of :

Jacob NIES et al. : DECISION ON PETITION
Application No. 12/770,659 ' : TO MAKE SPECIAL UNDER
Filed: April 29, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 234170 1 : PILOT PROGRAM '

This is a decision on the renewed petition under 37 CFR 1.102, filed February 8, 2011 to make
the above-identified application special under the pilot program for applications pertaining to
Green Technologies as set forth in 74 Federal Register Notice 64666 (December 8 2009) and
amended by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Reglster Notice
69049 (November 10, 2010).

The petition is DENIED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The petition lacks item(s) 4.

In regard to item 4, petitioner argues that “the present invention minimizes bending moments in
the wind turbine flange connection, which reduces the number of bolts required to assemble a
wind turbine tower.” Petitioner’s argument is not persuasive. A flange connection would not
materially contribute to the development of renewable energy resources or energy conservation
since the flange connection in and by itself cannot generate energy or convert a mechanical
energy into electrical energy. Even though a wind turbine tower assembly is recited in some

~ claims, the claimed tower assembly would not materially contribute to the development of
renewable energy resources since the tower assembly in and by itself cannot generate energy or
convert the mechanical energy into electrical energy. It is not agreed that the flange connection,
either singly or in' combination with a tower assembly, materially contributes to the development
of renewable energy resources. As stated in the notice, the materiality standard does not permit
an applicant to speculate as to how a hypothetical end-user might specially apply the invention in
a manner than could materially contribute to category (A) or (B). Also see MPEP § 708.02 (VI).
Accordingly, it is unclear as to how the claimed invention would materially contribute to
category (B), and it is not agreed that the application on its face meets that materiality standard.

| Telephone inquiries concerning this decision should be directed to Lanna Mai at 571-272-6867.
The application is being forwarded to the Technology Center Art Unit 3633 for action in

its regular turn.

/Lanna Mai/

Lanna Mai
Quality Assurance Specialist
Technology Center 3600
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
www.uspto.gov

| APPLICATION NO. | FILING DATE ] FIRST NAMED INVENTOR I'\TTORNEY DOCKET NO.| CONFIRMATION NO. ]
12/770,661 04/29/2010 Grete Irene Modah! LT00026 1164
| EXAMINER |
7590 01/27/2012
LIFE TECHNOLOGIES CORPORATION LORENGO, JERRY A
Attn: IP Department
5791 Van Allen Way | ART UNIT | PapErNUMBER |
Carlsbad, CA 92008 1731
I NOTIFICATION DATE ] DELIVERY MODE I
01/27/2012 ELECTRONIC

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

Offlce of Data Management

Page 1 of 1
FORM PET651G (Rev. 08/07)



Doc Code: PET.GREEN
Document Dascription: Petition for Green Tech Pilot

PTOISBAR0 (83-11)

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Numor o 2428351 oy 12/770,800 | Ficw e 04-30-2010

e Robert ROESNER

Tt SYSTEM AND METHOD FOR PROTECTION OF A MULTILEVEL CONVERTER

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNGCLOGY PILOT PROGRAM FOR
THE ABOQVE-IDENTIFIED APPLICATION. See instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electionic filing system, EFS-Weh.
1. By filing this petifion:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18{d) accompanies this request.

2. By fiiling this petition: applicant is agreeing {o make an election without traverse in 8 telephonic interview and

glect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims arve not obviously divected 1o a single invention. See Instruction Sheet.

3. This request is accompanied by siatements of special status for the eligibility reguirament.
4, The application contains no more than three (3} independent clalms and twenty (20) fotal claims.

5. The application does not contain any multiple dependent claims.

8. Other attachments: Siatement Goncarning the Basis for the Special Status

sgatee 1 AISON W, Mages/ August 16, 2011

| Date

57,275

Name i< - |
{Pan:tf'fyped} Alhsen W Mages Hagistration Numbey

Nate: Signatures of a the inveniors or assignees of recard of the enlive inferest or their representative(s) are required in accordance with
37 CFR 1.33 and 71.18. Please see I7 CFR 1.4{d) for the form of the signature. If necessary, submil multiple forms for more than one
signature, seg below”

E] *Total of

forms are submitied,

if you need assistance in completing the form, call 1.800-PT0-5188 and select aption 2.
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

Idocket@ecrd.ge.com
wahld@ge.com
haeckl@ge.com

PTOL-90A (Rcv. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450
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GENERAL ELECTRIC COMPANY
GLOBAL RESEARCH

ONE RESEARCH CIRCLE

BLDG. K1-3A59

NISKAYUNA NY 12309

In re Application of :
ROESNER et al. ' : DECISION ON PETITION

Application No. 12/770,800 : TO MAKE SPECIAL UNDER
Filed: April 30, 2011 : THE GREEN TECHNOLOGY
Attorney Docket No. 242835-1 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed on August 16, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth 74 Federal Register Notice 64666 (December 8, 2009) and amended by
75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications and
be filed prior to the date of the notice, December 8, 2009.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
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Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The petition lacks item 4.

In regard to item 4, applicant’s statement pertaining to how the materiality standard is met does
not satisfy the requirements for this pilot. The instant petition includes a statement identifying
the basis for the special status as having claims which materially contributes to the development
of renewable energy resources. The materiality standard does not permit an applicant to
speculate as to how a hypothetical end-user might specially apply the claimed invention in a
manner that could contribute to development of renewable energy resources. Any argument that
the claimed invention can be used for more efficient utilization of renewable energy resources
would be considered speculative as to how a hypothetical end-user might specially apply to the
claimed neutral point converter, particularly since a renewable energy resource is NOT claimed.
The claimed device could be used for non-renewable sources of energy, like a variable speed
drive.

Any reconsideration of this decision should be submitted through the USPTO electronic filing

system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on
the EFS-Web screen.

Telephone inquiries concerning this decision should be directed to Colleen Dunn at 571-272-
1170.

The application is being forwarded to the appropriate Technology Center Art Unit for
action on the merits commensurate with this decision.

/Colleen Dunn/

Colleen Dunn
Quality Assurance Specialist
Technology Center 2800



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named inventor: Detlef MENKE
Confirmation No.: 1439

Serial No.: 12/770,823

Filing Date: 04-30-2010

Atty Docket No.: 2311371

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status
SiR:

Apphcant respectfully submits that Special Status is sought on the basis
that the present invention materially contributes {o the development of renewable
energy resources or energy conservation.

The undersigned attorney may be contacted at the number below to
facilitate the resolution of any matters. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 08-0470.

Respectiully submitted,
General Electric Company
By /Allison W Mages/

Allison Weiner Mages
Reg. No. 57 275

Dated: August 19, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-6755



Doc Code: PET.GREEN
Document Dascription: Petition for Green Tech Pilot
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PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

ey Docket 534437 -1 hpplcaton Namber 12/770,823 | Fung aae: 04-30-2010

et Detlef MENKE

Title: METHOD FOR MEASURING AN OPERATIONAL PARAMETER OF A WIND TURBINE AND MEASUREMENT DEVICE

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNGCLOGY PILOT PROGRAM FOR
THE ABOQVE-IDENTIFIED APPLICATION. See instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electionic filing system, EFS-Weh.

1. By filing this petifion:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18{d) accompanies this request.

2. By fiiling this petition: applicant is agreeing {o make an election without traverse in 8 telephonic interview and

glect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims arve not obviously divected 1o a single invention. See Instruction Sheet.

3. This request is accompanied by siatements of special status for the eligibility reguirament.
4, The application contains no more than three (3} independent clalms and twenty (20) fotal claims.

5. The application does not contain any multiple dependent claims.

8. Other attachments: Siatement Goncarning the Basis for the Special Status

sgatee 1 AISON W, Mages/ August 19, 2011

| Date

name  Allison W. Mages

{Print Typad)

57,275

Hagistration Numbey

Nate: Signatures of a the inveniors or assignees of recard of the enlive inferest or their representative(s) are required in accordance with
37 CFR 1.33 and 71.18. Please see I7 CFR 1.4{d) for the form of the signature. If necessary, submil multiple forms for more than one
signature, seg below”

E] PTOAE OF oo TOTTTIE B78 bt

if you need assistance in completing the form, call 1.800-PT0-5188 and select aption 2.
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| APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. l CONFIRMATION NO. J
12/770,823 04/30/2010 Detlef MENKE 231137-1 1439
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. EXAMINER
General Electric Company I I
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[ NOTIFICATION DATE | DELIVERY MODE J

09/07/2011 ELECTRONIC
Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

gpo.mail@ge.com
allyson.carnaroli@ge.com

PTOL-90A (Rev. 04/07)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

General Electric Company
GE Global Patent Operation
2 Corporate Drive, Suite 648

Shelton CT 06484

In re Application of

MENKE. DETLEF : DECISION ON PETITION
Application No. 12/770,823 : TO MAKE SPECIAL UNDER
Filed: April 30,2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 231137-1 : PILOT PROGRAM

This is a decision on the renewed petition under 37 CFR 1.102, filed August 18, 2011 to make
the above-identified application special under the pilot program for applications pertaining to
Green Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and
amended by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice
69049 (November 10, 2010).

The petition is granted.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Henry C. Yuen at 571-272-
4856.

This application will be forwarded to the Technology Center Art Unit 3745 for action on
the merits commensurate with this decision.

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center TC 3700



Doc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot PTO/SB/420 (11-10)

Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket Application Number N .
Number: 238373-1 (if known): 12/770832 Filing date: 430.2010
First Named

Inventor:  >tefan Voss

Title: APPARATUS AND METHOD FOR PRODUCING A CONCRETE FOUNDATION

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

N

By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.
4. The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments: Statement Concerning the Basis for the Special Status

Signature /Douglas D. Zhang/ Date 1-5-2011
Name Douglas D. Zhan
(PrintTyped) g 9 Registration Number 37,985

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 3
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature
see below”.

\\\\\

*Total of forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35
U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.



PTO/SB/420 (11-10)
Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet for
Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i) “Pilot
Program for Green Technologies Including Greenhouse Gas Reduction,” (ii) “Elimination of
Classification Requirement in the Green Technology Pilot Program,” and (iii) “Expansion and
Extension of the Green Technology Pilot Program,” available on the USPTO web site at http://
www.uspto.gov/patents/init_events/green_tech.jsp):

1)  The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111
(a), or an international application that has entered the national stage in compliance with 35 U.S.C.
371, irrespective of the filing date of the application. Reexamination proceedings are excluded from
this pilot program.

2)  The application must contain three or fewer independent claims and twenty or fewer total claims.
The application must not contain any multiple dependent claims. For an application that contains
more than three independent claims or twenty total claims, or multiple dependent claims, applicant
must file a preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims
and/or the multiple dependent claims at the time the petition to make special is filed.

3) The claims must be directed to a single invention that materially enhances the quality of the
environment, or that materially contributes to: (1) the discovery or development of renewable
energy resources; (2) the more efficient utilization and conservation of energy resources; or (3)
green house gas emission reduction (see the eligibility requirements of sections Il and Il of the
notice (i) cited above). The petition must include a statement that, if the USPTO determines that the
claims are directed to multiple inventions (e.g., in a restriction requirement), applicant will agree to
make an election without traverse in a telephonic interview, and elect an invention that meets the
eligibility requirements in section Il or Il of the notice (i) cited above.

4) The petition to make special must be timely filed electronically using the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the
EFS-Web screen. Applicant should use form PTO/SB/420, which is available as a Portable
Document Format (PDF) fillable form in EFS-Web and on the USPTO Web site.

5) The petition to make special must be filed at least one day prior to the date that a first Office action
(which may be an Office action containing only a restriction requirement) appears in the Patent
Application Information Retrieval (PAIR) system. Applicant may check the status of the application
using PAIR.

6) The petition to make special must be accompanied by a request for early publication in compliance
with 37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A réc)(zrd from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing

inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
atent.

R record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

General Electric Company
GE Global Patent Operation
2 Corporate Drive, Suite 648

Shelton CT 06484
In re Application of :

Stefan VOSS et al. : DECISION ON PETITION
Application No. 12/770,832 : TO MAKE SPECIAL UNDER
Filed: April 30, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 238373 Co PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed January 7, 2011 to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

. In order to qualify for special status, the following requuements must be met. 1) The application

must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable

" energy resources, ii) the more efficient utilization and conservation of energy resources, or 1ii)

greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
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Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The petition lacks item(s) 4.

In regard to item 4, petitioner should note that the instant petition includes a statement
identifying the basis for the special status as required by sections II and III of the notice.
However, as stated in the notice, applicant must also provide a statement pertaining to the
materiality standard if the application disclosure is not clear on its face as to the materiality of
the basis for the special status of the invention. It is unclear how a concrete foundation would
materially contribute to the development of renewable energy resources since the concrete
foundation in and by itself cannot generate energy or convert the rotational mechanical energy.
into electrical energy. Even though a wind turbine is recited in some claims, the wind turbine
appears to be merely a tower assembly. As such, the claimed wind turbine tower assembly
would not materially contribute to the development of renewable energy resources since the
tower in and by itself cannot generate energy or convert the rotational mechanical energy into
electrical energy. It is not agreed that the concrete foundation, either singly or in combination
with a tower assembly, materially contributes to the development of renewable energy resources.
As stated in the notice, the materiality standard does not permit an applicant to speculate as to
how a hypothetical end-user might specially apply the invention in a manner than could
materially contribute to category (A) or (B). Also see MPEP § 708.02 (V). Accordingly, it is
unclear as to how the claimed invention would materially contribute to category (B), and it is not
agreed that the application on its face meets that materiality standard.

Any reconsideration of this decision should be submitted through the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on
the EFS-Web screen.

Telephone inquiries concerning this decision should be directed to Lanna Mai at 571-272-6867.
The application is being forwarded to the Technology Center Art Unit 3633 for action in

its regular turn.

/Lanna Mai/

Lanna Mai
Quality Assurance Specialist
Technology Center 3600



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor: Stefan Voss
Confirmation No.: 1458

Serial No.: 12/770832

Filing Date: 4-30-10

o R adihe i b g

Atty Docket No.: 238373-1
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Request for Reconsideration

SIR:

This is responsive {o the Decision on Petition, dated as mailed 12 January
2011, in the above-referenced application.

Applicant respectiully requests reconsideration of Applicant’'s Petition to
Make Special on the basis that the present invention materially contributes to the
development of renewable energy resources or energy conservation.

Applicant respectfully submits that the present invention is directed to a
prefabricated foundation elemeant for the foundation for the support of a wind
furbine. To mount structures on their respective foundations, a plurality of steel
bolts are used which protrude from a face of the foundation. The bolts are used
to mount a flange of the structure thereon, the flange being provided with through
holes, through which the bolts are pushed during mounting of the flange to the
structure. Once the flange is put in place on the foundation and the bolls are
accommodated in the through holes of the flange, the flange is tightened to the

foundation by nuts which are screwed on the bolis and fastened. Typically, the



greater part of the entire length of the bolts, which are also called anchor bolts,
protrudes through the concrete of the foundation {o provide mechanical stability.
Thus, the bolts are typically installed in the formwork of the foundation before the
concrete foundation 1s cast. When liquid concrete is filled into the formwork, the
greater part of the length of the bolls is buried in the concrete, and only the part
which will later serve for mounting protrudes out of the surface of the concrete.
The geometrical arrangement of the bolts should be sufficiently precise to allow
an installation of the flange with its through holes. In some cases, even if the
geometrical arrangement of the bolis deviates only by some millimeters from the
nominal arrangement, the flange might not fit onto the bolts because the bolts
cannot be pushed through the through holes in the flange. This is undesirable,
as the concrete foundation with the integrated bolts might have to be destroyed
and reconstructed in this case. Conventionally, a support structure may be
introduced to ensure precise arrangement of the upper ends of the bolts. This
support structure includes an adaptor made from steel, which is provided with
holes, and is supporied by columns or pillars. The columns are fixed to or stand
on the bottom of the formwork. The adaptor is then used to fixate the upper end
of the bolts. However, this method is time consuming and the columns are
usually buried in the concrete during casting, which means they cannot be
reused.

The embodiments described herein employ a method of installation of
holts in an anchor bolt system for a concrete foundation before casting which

allows for a precise arrangement of the bolis. At the same time, a higher

S



precision of the mounting between the foundation and the structure is also
provided.

Thus the present invention materially contributes to the development of
renewable energy by facilitating precise fabrication of a wind turbine foundation.
The present invention minimizes efforts and materials required for installation,
which reduces installation costs and overall costs of a wind turbine. The present
invention also improves the mounting between the foundation and the structure,
which provides greater stability to the wind turbine tower. Greater stability
permits the tower to support greater loads and moments of force, which allows
for wind turbines to support larger blades. Larger blades are known {o improve
the operation of the wind turbine and promote increased energy production.

The undersigned attorney may be contacted at the number below to
facilitate the resolution of any matters. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 08-0470.

Respectiully submitted,
General Electric Company
By: {Douglas D, Zhang/

Douglas D. Zhang
Reg. No. 37,985

Dated: February 7, 2011

GE Globatl Patent Qperation
2 Corporate Drive, Suite 648
Shelton, CT 068484
203-944-6755

Snd
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

General Electric Company
GE Global Patent Operation
2 Corporate Drive, Suite 648

Shelton CT 06484
In re Application of :

Stefan VOSS et al. : DECISION ON PETITION
Application No. 12/770,832 _ : TO MAKE SPECIAL UNDER
Filed: April 30, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 238373 : . PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed February 9 2011 to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is DENIED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or-iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).



. Application No. 12/770,832 Page 2

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The petition lacks item(s) 4.

In regard to item 4, petitioner argues that “the present invention materially contributes to the
development of renewable energy by facilitating precise fabrication of a wind turbine
foundation. The present invention minimizes efforts and materials required for installation,
which reduces installation costs and overall costs of a wind turbine.” Petitioner’s arguments are
not persuasive. A concrete foundation would not materially contribute to the development of
renewable energy resources since the concrete foundation in and by itself cannot generate energy
or convert the rotational mechanical energy into electrical energy. Even though a wind turbine
is recited in some claims, the wind turbine appears to be merely a tower assembly. As such, the
claimed wind turbine tower assembly would not materially contribute to the development of
renewable energy resources since the tower in and by itself cannot generate energy or convert the
rotational mechanical energy into electrical energy. It is not agreed that the concrete foundation,
either singly or in combination with a tower assembly, materially contributes to the development
of renewable energy resources. As stated in the notice, the materiality standard does not permit
an applicant to speculate as to how a hypothetical end-user might specially apply the invention in
a manner than could materially contribute to category (A) or (B). Also see MPEP § 708.02 (VI).
Accordingly, it is unclear as to how the claimed invention would materially contribute to
category (B), and it is not agreed that the application on its face meets that materiality standard.

Telephone inquiries concerning this decision should be directed to Lanna Mai at 571-272-6867.
The application is being forwarded to the Technology Center Art Unit 3633 for action in

its regular turn.

/Lanna Mai/

Lanna Mai
Quality Assurance Specialist
Technology Center 3600



Doc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot PTO/SB/420 (05-10)
Approved for use through 05/31/2010. OMB 0651-0062

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Number < 2800/18 Application Namoer 4 o779 892 | Fiing dete: ()4-30-2010

First Named

Inventor: Serg ey FFO|OV

Tite: HYBRID SOLAR DESALINATION SYSTEM

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements set forth in the notice titled “Pilot Program for Green
Technologies Including Greenhouse Gas Reduction,” as modified by the notice titled “Elimination of
Classification Requirement in the Green Technology Pilot Program,” each of which was published in the
Federal Register, if the Office determines that the claims are not obviously directed to a single invention.

3. This request is accompanied by statements of special status for the eligibility requirement.
4.  The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments: Preliminary Amendment

/Stuart H. Mayer/ e 8/16/2010

Signature

e ey Stuart H. Mayer

Registration Number 355277

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with
37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one
signature, see below™.

*Total of1— forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.




PTO/SB/420 (05-10)
Approved for use through 05/31/2010. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet for

Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i) “Pilot
Program for Green Technologies Including Greenhouse Gas Reduction” and (ii) “Elimination of
Classification Requirement in the Green Technology Pilot Program,” available on the USPTO web site
at http://www.uspto.gov/patents/init_events/green_tech.jsp):

(1) The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111(a), or
an international application that has entered the national stage in compliance with 35 U.S.C. 371. The
application must be previously filed before the publication date of the notice cited above. Reexamination
proceedings are excluded from this pilot program.

(2) The application must contain three or fewer independent claims and twenty or fewer total claims. The
application must not contain any multiple dependent claims. For an application that contains more than
three independent claims or twenty total claims, or multiple dependent claims, applicant must file a
preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims and/or the multiple
dependent claims at the time the petition to make special is filed.

(3) The claims must be directed to a single invention that materially enhances the quality of the environment,
or that materially contributes to: (1) the discovery or development of renewable energy resources; (2) the
more efficient utilization and conservation of energy resources; or (3) green house gas emission reduction
(see the eligibility requirements of sections Il and Il of the notice (i) cited above). The petition must
include a statement that, if the USPTO determines that the claims are directed to multiple inventions (e.g.,
in a restriction requirement), applicant will agree to make an election without traverse in a telephonic
interview, and elect an invention that meets the eligibility requirements in section Il or 1l of the notice (i)
cited above.

(4) The petition to make special must be timely filed electronically using the USPTO electronic filing system,
EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the EFS-Web
screen. Applicant should use form PTO/SB/420, which is available as a Portable Document Format (PDF)
fillable form in EFS-Web and on the USPTO Web site.

(5) The petition to make special must be filed at least one day prior to the date that a first Office action (which
may be an Office action containing only a restriction requirement) appears in the Patent Application
Information Retrieval (PAIR) system. Applicant may check the status of the application using PAIR.

(6) The petition to make special must be accompanied by a request for early publication in compliance with
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



Serial No.: 12/770,892

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: Sergey Frolov et al.
Serial No.: 12/770,892

Filed: 04/30/2010

Title: HYBRID SOLAR DESALINATION SYSTEM
Art Unit: 1797

Examiner: Unassigned

Confirmation No.: 1564
Docket No.: 2800/18

Via EFS WEB
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Certificate of Electronic Transmission
Under 37 C.F.R. §1.8

| hereby certify that this correspondence and any document
referenced herein are being electronically filed with the USPTO via
EFS-Web on _8/16/2010

Marjorie Scariati

(Printed Name of Person Sending Correspondence)

/Marjorie Scariati/
/ /
(Signature)

STATEMENT OF SPECIAL STATUS RE: PETITION TO MAKE SPECIAL UNDER
THE GREEN TECHNOLOGY PILOT PROGRAM

Sir;

This Statement of Special Status is accompanied by a Petition to Make Special Under the

Green Technology Pilot Program.

Applicant submits that this application should be deemed eligible to participate in the

Green Technology Pilot Program due to its subject matter. This application relates to renewable

energy. Specifically, it relates to a method and apparatus for water desalination using renewable

solar energy.

CONCLUSION

The undersigned submits that all eligibility requirements have been met, specifically, the

application was filed before December 9, 2009, has not received a Restriction Requirement or

Office Action on the merits to date, contains no more than three (3) independent claims and

twenty (20) total claims following entry of the Preliminary Amendment that is filed herewith,




Serial No.: 12/770,892

contains no multiple dependent claims, and a Petition to Make Special and accompanying
Statement of Special Status have been submitted herewith.

It is respectfully requested that the Petition to Make Special Under the Green Technology
Pilot Program be granted, and the application advance to examination promptly upon the
granting of said Petition. Should the Examiner be of the view that an interview would expedite
consideration of the application, request is made that the Examiner telephone the Applicants’

attorney at (908) 518-7700 in order that any outstanding issues be resolved.

FEES
While it is not believed that any fees are due as a result of this Response, the Office is

authorized to charge any fees required, to deposit account number 50-1047.

Respectfully submitted,
/Stuart H. Mayer/

Attorney for Applicants Stuart H. Mayer

Mayer & Williams PC Registration No. 35,277
251 North Avenue West, 2™ Floor

Westfield, NJ 07090

Tel: 908-518-7700

Fax: 908-518-7795
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[ APPLICATION NO. I FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. I CONFIRMATION NO. ]
12/770,892 04/30/2010 Sergey Frolov ) 2800/18 1564
27774 7590 08/25/2010 ' ' '
MAYER & WILLIAMS PC | EXAMINER |
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I MAIL DATE I DELIVERY MODE I
08/25/2010 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAYER & WILLIAMS PC
251 NORTH AVENUE WEST
2ND FLOOR

WESTFIELD NJ 07090

In re Application of o 'LQ\% ,
Sergey Frolov Yo v : DECISION ON PETITION
Application No. 12/770 892 w : TO MAKE SPECIAL UNDER
Filed: April 30,2010 : THE GREEN TECHNOLOGY
Attorney ref no.: 2800/18 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed August 16, 2010, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010).

The petition is DENIED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications and
be filed prior to the date of the notice, December 8, 2009 (see Requirements (1) on page 64667
(left column) of the December 8, 2009 Fed. Reg. Notice).

The present application is a nonprovisional application filed under 35 USC 111(a).filed after
December 8, 2009. Accordingly, this appllcatlon is not eligible in the Green Technology Pilot
Program.

Telephone inquiries concerning this decision should be directed to Blaine Copenheaver at 571-

272-1156.

/Blaine Copenheaver/

| Blaine Copenheaver
Quality Assurance Specialist
Technology Center 1700



Doc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot PTO/SB/420 (05-10)
Approved for use through 05/31/2010. OMB 0651-0062

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Number < 2800/18 Application Namoer 4 o779 892 | Fiing dete: ()4-30-2010

First Named

Inventor: Serg ey FFO|OV

Tite: HYBRID SOLAR DESALINATION SYSTEM

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements set forth in the notice titled “Pilot Program for Green
Technologies Including Greenhouse Gas Reduction,” as modified by the notice titled “Elimination of
Classification Requirement in the Green Technology Pilot Program,” each of which was published in the
Federal Register, if the Office determines that the claims are not obviously directed to a single invention.

3. This request is accompanied by statements of special status for the eligibility requirement.
4.  The application contains no more than three (3) independent claims and twenty (20) total claims.
5. The application does not contain any multiple dependent claims.

6. Other attachments:

/Stuart H. Mayer/ pate 11/1972010

Signature

e ey Stuart H. Mayer

Registration Number 355277

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with
37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one
signature, see below™.

*Total of1— forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.




PTO/SB/420 (05-10)
Approved for use through 05/31/2010. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet for

Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i) “Pilot
Program for Green Technologies Including Greenhouse Gas Reduction” and (ii) “Elimination of
Classification Requirement in the Green Technology Pilot Program,” available on the USPTO web site
at http://www.uspto.gov/patents/init_events/green_tech.jsp):

(1) The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111(a), or
an international application that has entered the national stage in compliance with 35 U.S.C. 371. The
application must be previously filed before the publication date of the notice cited above. Reexamination
proceedings are excluded from this pilot program.

(2) The application must contain three or fewer independent claims and twenty or fewer total claims. The
application must not contain any multiple dependent claims. For an application that contains more than
three independent claims or twenty total claims, or multiple dependent claims, applicant must file a
preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims and/or the multiple
dependent claims at the time the petition to make special is filed.

(3) The claims must be directed to a single invention that materially enhances the quality of the environment,
or that materially contributes to: (1) the discovery or development of renewable energy resources; (2) the
more efficient utilization and conservation of energy resources; or (3) green house gas emission reduction
(see the eligibility requirements of sections Il and Il of the notice (i) cited above). The petition must
include a statement that, if the USPTO determines that the claims are directed to multiple inventions (e.g.,
in a restriction requirement), applicant will agree to make an election without traverse in a telephonic
interview, and elect an invention that meets the eligibility requirements in section Il or 1l of the notice (i)
cited above.

(4) The petition to make special must be timely filed electronically using the USPTO electronic filing system,
EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the EFS-Web
screen. Applicant should use form PTO/SB/420, which is available as a Portable Document Format (PDF)
fillable form in EFS-Web and on the USPTO Web site.

(5) The petition to make special must be filed at least one day prior to the date that a first Office action (which
may be an Office action containing only a restriction requirement) appears in the Patent Application
Information Retrieval (PAIR) system. Applicant may check the status of the application using PAIR.

(6) The petition to make special must be accompanied by a request for early publication in compliance with
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: Sergey Frolov et al.
Serial No.: 12/770,892

Filed: 04/30/2010

Title: HYBRID SOLAR DESALINATION SYSTEM
Art Unit: 1797

Examiner: Unassigned

Confirmation No.; 1564
Docket No.:  2800/18

Via EFS WEB
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Certificate of Electronic Transmission
Under 37 C.F.R. §1.8

| hereby certify that this correspondence and any document
referenced herein are being electronically filed with the USPTO via
EFS-Web on _November 19, 2010.

Michelle Wolf

(Printed Name of Person Sending Correspondence)

Michelle Wolf
/ /
(Signature)

STATEMENT OF SPECIAL STATUS RE: PETITION TO MAKE SPECIAL UNDER
THE GREEN TECHNOLOGY PILOT PROGRAM

Sir;

This Statement of Special Status is accompanied by a Petition to Make Special Under the

Green Technology Pilot Program.

Applicant submits that this application should be deemed eligible to participate in the

Green Technology Pilot Program due to its subject matter. This application relates to renewable

energy. Specifically, it relates to a method and apparatus for water desalination using renewable

solar energy.

CONCLUSION

The undersigned submits that all eligibility requirements have been met, specifically, the

application has not received a Restriction Requirement or Office Action on the merits to date,

contains no more than three (3) independent claims and twenty (20) total claims, contains no
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multiple dependent claims, and a Petition to Make Special and accompanying Statement of
Special Status have been submitted herewith.

It is respectfully requested that the Petition to Make Special Under the Green Technology
Pilot Program be granted, and the application advance to examination promptly upon the
granting of said Petition. Should the Examiner be of the view that an interview would expedite
consideration of the application, request is made that the Examiner telephone the Applicants’

attorney at (908) 518-7700 in order that any outstanding issues be resolved.

FEES
While it is not believed that any fees are due as a result of this Response, the Office is

authorized to charge any fees required, to deposit account number 50-1047.

Respectfully submitted,
/Stuart H. Mayer/

Attorney for Applicants Stuart H. Mayer

Mayer & Williams PC Registration No. 35,277
251 North Avenue West, 2™ Floor

Westfield, NJ 07090

Tel: 908-518-7700

Fax: 908-518-7795
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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WESTFIELD NJ 07090

In re Application of

Frolov et al.
Application No. 12/770,892
Filed: 4/30/2010

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspio.gov

DECISION ON PETITION
TO MAKE SPECIAL UNDER
THE GREEN TECHNOLOGY
PILOT PROGRAM

~ Attorney Docket No. 2800/18

This is a decision on the petition under 37 CFR 1.102, filed 11/19/2010, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
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request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Tom Dunn at 571-272-1171.

The application is being forwarded to the Technology Center Art Unit 1771 for action
on the merits commensurate with this decision.

/Tom Dunn/

Tom Dunn
Quality Assurance Specialist
Technology Center 1700
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First Named inventor: Werner Barton
Confirmation No.: 1617

Serial No.: 12/770,918

Filing Date: 04-30-2010

L L T LTI S S e

Atfty Docket No.: 232958
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status

SIR:

Applicant respectfully submits that Special Status is sought on the basis
that the present invention materially contributes to the development of renawable
energy resources or energy conservation.

The undersigned attorney may be contacted at the number below to
facihifate the resolution of any matters. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 09-0470.

Respectiuily submitted,
General Electric Company
By: /Douglas D. Zhang/

Douglas D. Zhang
Reg. No. 37,985

Dated: January 5, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-8755
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APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR I ATTORNEY DOCKETNO. | CONFIRMATION NO. |
12/770,918 04/30/2010 Werner BARTON 232958 1617
52082 7590 01/12/2011

. EXAMINER

General Electric Company v L |
GE Global Patent Operation NGUYEN, HOAI AN D
2 Corporate Drive, Suite 648 — PV — I
Shelton, CT 06484 ' L I

2858

| NOTIFICATION DATE I DELIVERY MODE I

01/12/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

gpo.mail@ge.com
allyson.carnaroli@ge.com

PTOL-90A (Rev. 04/07)
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General Electric Company
GE Global Patent Operation
2 Corporate Drive, Suite 648

Shelton CT 06484

In re Application of :

Werner BARTON ’ : DECISION ON PETITION
Application No. 12/770,918 : TO MAKE SPECIAL UNDER
Filed: April 30, 2010 : THE GREEN TECHNOLOGY

Attorney Docket No. 232958 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed on January 06, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth 74 Federal Register Notice 64666 (December 8, 2009) and amended by
75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a)orbe a nation\al stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Lee W. Young at 571-272-
4549. :

The application is being forwarded to the Technology Center Art Unit 2858 for action in
its regular turn.

| cwey
Lee W. You‘?%/
Quality Assufan€e Specialist

' Technology Center 2800




UNITED STATES PATENT AND TRADEMARK QFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
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. I APPLICATION NO. 1 FILING DATE FIRST NAMED INVENTOR l‘\TTORNEY DOCKET NO.|  CONFIRMATION NO. J
12/770,984 04/30/2010 Hahyun LEE CU-8338 WWP 1741
7590 01/03/2011 [ EXAMINER I

LADAS & PARRY LLP
224 SOUTH MICHIGAN AVENUE

SUITE 1600 | ART UNIT | PAPER NUMBER I
CHICAGO, IL 60604 —
' | MAIL DATE ] DELIVERY MODE I
01/03/2011 PAPER

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

Telephone ipguiries should be directed to the Office of Data Management at (5671) 272-4200.

/o

Patefit Publication Branch
Office of Data Management

Page 1 of 1
FORM PET651G (Rev. 08/07)
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HUFFMAN LAW GROUP, P.C.

1900 MESA AVE. MAILED

COLORADO SPRINGS, CO. 80906 APR 2 62011
OFFICE OF PETIIONS

In re Application of

Xiaodong ZHAN et al :

Application No. 12/770,993 :  DECISION ON PETITION

Filed: April 30, 2010
Attorney Docket No. 2269-SE-2740-1P

This is a decision on the petition under 37 CFR 1.59(b), filed November 9, 2010, to expunge
information from the above identified application. The petition will be considered under 37 CFR
1.181.

The petition is GRANTED.

Petitioner, in substance, requests that communication containing a Request for a Corrected Filing
Receipt and Application Data Sheet, filed October 27, 2010, be expunged from the record.

A review of the file indicates that the proper status identifiers were submitted with the
communication filed October 27, 2010. The submitted information has been determined to be not
material to the prosecution of the above identified application. The petition is granted.

In a paper file, the unintentionally submitted exhibits could, but not necessarily would, have been
physically removed from the file wrapper and returned to applicant. In the IFW realm the
corresponding action(s) is to close the document and also remove such from the listing of
"Public[ly available] Documents." It is agreed that it would be appropriate in this instance to
close the information in application serial no. 12/770,993 that was erroneously filed in the above
identified application, and also remove such from the listing of publicly available documents for
this Image File Wrapper (IFW).

Applicant is required to retain the expunged material(s) for the life of any patent which issues on
the above-identified application.
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Telephone inquiries concerning this communication should be directed to the undersigned at
571-272-0602.

~ T K

Thurman K. Page
Petitions Examiner
Office of Petitions
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In re Application of

Jens Schneider :

Application No. 12/771,026 : DECISION REFUSING STATUS
Filed: April 30,2010 ‘ ’ : UNDER 37 CFR 1.47(b)
Attorney Docket No. 5253-87

For: WATCH

This is a decision on the petition under 37 CFR 1.47(b), filed September 3, 2010.
The petition under 37 CFR 1.47(b) is dismissed.

Any request for reconsideration under this decision must be submitted within TWO (2) MONTHS from
the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted. Failure to
respond will result in the abandonment of this application. Any response should be titled “Request for
Reconsideration of Petition Under 37 CFR 1.47(b).

The above-identified application was filed on April 30, 2010, without an executed oath or declaration or
filing fee. Accordingly, a “Notice to File Missing Parts Nonprovisional Application” (the “Notice”) was
mailed on May 12, 2010, requiring an executed oath or declaration and a surcharge for the late filing of
the oath or declaration. The instant petition was filed on September 3, 2010.

A grantable petition under 37 CFR 1.47(b) requires:

m proof that the non-signing inventor(s) cannot be reached or refuses to sign the oath or
declaration after having been presented with the application papers (specification, claims, and
drawings);

(2) an acceptable oath or declaration in compliance with 35 U.S.C. §§ 115 and 116;
3) the petition fee

4) a statement of the last known address of the non-signing inventor,
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®)) proof of proprietary interest, and

(6) a showing (statement) that such action is necessary to preserve the rights of the

parties or to prevent irreparable damage.

The instant petition has not satisfied item (5) above. Further to this point, Section 409.03(f) of the
Manual of Patent Examining Procedure (MPEP) provides, in pertinent part, that:

When an application is deposited pursuant to 37 CFR 1.47(b), the 37 CFR 1.47(b) applicant must
prove that

(A) the invention has been assigned to the applicant, or
(B) the inventor has agreed in writing to assign the invention to the applicant, or

(C) the applicant otherwise has sufficient proprietary interest in the subject matter to justify the
filing of the application.

If the application has been assigned, a copy of the assignment (in the English language) must be
submitted. The assignment must clearly indicate that the invention described in the 37 CFR
1.47(b) application was assigned to the 37 CFR 1.47(b) applicant. A statement under 37 CFR
3.73(b) by the assignee must also be submitted (see MPEP § 324). An assignment of an
application and any "reissue, division, or continuation of said application” does not itself establish
an assignment of a continuation-in-part application. /n re Gray, 115 USPQ 80 (Comm'r Pat.
1956). An assignment to a 37 CFR 1.47(b) applicant for the sole purpose of obtaining a filing date
for a 37 CFR 1.47(b) application is not considered an assignment within the meaning of 35 U.S.C.

118 and 37 CFR {.47(b).

When an inventor has agreed in writing to assign an invention described in an application
deposited pursuant to 37 CFR 1.47(b), a copy of that agreement should be submitted. If an
agreement to assign is dependent on certain specified conditions being met, it must be established
by a statement of facts by someone with first hand knowledge of the circumstances in which those
conditions have been met. A typical agreement to assign is an employment agreement where an
employee (nonsigning inventor) agrees to assign to his or her employer ( 37 CFR 1.47(b)
applicant) all inventions made during employment. When such an agreement is relied on, it must
be established by a statement of a person having firsthand knowledge of the facts that the
invention was made by the employee while employed by the 37 CFR 1.47(b) applicant.

If the invention has not been assigned, or if there is no written agreement to assign, the 37 CFR
1.47(b) applicant must demonstrate that he or she otherwise has a sufficient proprietary interest in
the matter.

A‘proprjeta?/ interest obtained other than by assignment or agreement to assign may be demonstrated by an
appropriate [egal memorandum to the effect that a court of competent jurisdiction (federal, state, or foreign)
would by the weight of authority in that jurisdiction award title of the Invention to the 37 CFR 1.47(b
applicant. The facts in support of any conclusion that a court would award title to the 37 CFR .47
applicant should be made of record by way of an affidavit or declaration of the person having firsthand
knowledge of same, The legal memorandum should be prepared and signed by an attom?y at law familiar
with the Taw of the jurisdiction involved. A coEy (in the English language) of a statute (if other than the
United States statute) or a court decision (if other than a reported decision of a federal court or a decision
repgrtecfi in thez1 United States Patents Quarterly) relied on to demonstrate a proprietary interest should be
made of record.
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Petitioner has not established that the 37 CFR 1.47(b) applicant has sufficient proprietary interest to
prosecute the application. The petition states that German law dictates that a court would award title to
the 37 CFR 1.47(b) applicant, but no memorandum was found with the petition expressly stating that a
court of competent jurisdiction (federal, state, or foreign) would by the weight of authority in that
Jurisdiction award title of the invention to the 37 CFR 1.47(b) applicant. Being careful to adhere to the
guidance provided above, the renewed petition must establish that the non-signing inventors assigned, or
agreed to assign, their rights to the invention to the 37 CFR 1.47(b) applicant, or that a court of competent
Jurisdiction would award title of the invention to the 37 CFR 1.47(b) applicant.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop Petitions
: Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX: (571)273-8300
Attn:  Office of Petitions

An extension of time within the second month is necessary in order for the instant petition to be

considered timely. Accordingly, deposit account 03-2412 will be charged $490.00 for the extension of
time within the second month.

Further, the deposit account will be charged $130.00 for the surcharge required when a properly executed
oath of declaration under 37 CFR 1.63 does not accompany the original application papers. See 37 CFR
1.16(f). ‘ '

Telephone inquiries regarding this decision should be directed to the undersigned at (571) 272-3222.

/Kenya A. McLaughlin/
Kenya A. McLaughlin
Petitions Attorney
Office of Petitions
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- In re Application of OFFICE OF PETITIONS
Schneider
Application No. 12/771,026 : DECISIONACCORDING STATUS
Filed: April 30, 2010 : UNDER 37 CFR 1.47(b)
Attorney Docket No. 5253-87
For: WATCH

This is in response to the renewed petition under 37 CFR 1.47(b), filed November 9, 2010.
The renewed petition is GRANTED.

The above-identified application and papers have been reviewed and found in compliance with 37 CFR
1.47(b). This application is hereby accorded Rule 1.47(b) status.

The above-identified application was filed on April 30, 2010, without an executed oath or declaration or
filing fee. Accordingly, a “Notice to File Missing Parts Nonprovisional Application” (the “Notice’) was
mailed on May 12, 2010, requiring an executed oath or declaration and a surcharge for the late filing of
the oath or declaration, in addition to other fees. A petition under 37 CFR 1.47(b) was filed on September
3, 2010, with a request for an extension of time within the third month. The petition was dismissed by a
decision mailed September 23, 2010.

By the instant renewed petition and evidentiary documents, petitioner has established that the sole
inventor has refused to join the prosecution of the application and that the 37 CFR 1.47(b) applicant has
sufficient proprietary interest to proceed with prosecution of the application without the sole inventor.

As provided in Rule 1.47(c), this Office will forward notice of this application’s filing to the non-signing
inventor at the address given in the petition. Notice of the filing of this application will also be published
in the Official Gazette.

This application will be forwarded to the Office of Patent Application Processing for further processing.
Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3222.
/Kenya A. McLaughlin/

Kenya A. McLaughlin

Petitions Attorney
Office of Petitions
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RALEIGH NC 27627 SEP 13 2010
OFFICE OF PETITIONS

In re Application of :
Sayeram, et al. :  DECISION ON PETITION

Application No. 12/771,032
Filed: 30 April, 2010
Attorney Docket No. 9526-25

This is a decision on the petition filed on 11 August, 2010, pursuant to 37 C.F.R. §1.47
The petition as considered under 37 C.F.R. §1.47(a) is GRANTED.

A grantable petition pursuant to 37 C.F.R. §1.47(a) requires: (1) petition and fee; (2) proof that

the non-signing inventor cannot be reached or refuses to sign the oath or declaration after having
been presented with the application papers (specification: description, claims and drawings); (3)

an acceptable oath or declaration in compliance with 35 U.S.C. §§ 115 and 116; and (4) a

statement of the last known address of the non-signing inventor(s)—with diligence in the effort .
to ascertain the validity of the address set forth as the reasonably believed to be last
known/current/valid address.

(Petitioners always are reminded that for transmission by Email of any document to be accepted
by the Office, written acknowledgment of receipt and readability will be required.)

BACKGROUND

The record reflects as follows:

The application was deposited on 30 April, 2010, without, inter alia, a fully executed
oath/declaration '

On 11 May, 2010, the Office mailed a Notice of Missing Parts requiring, inter alia, a fully
executed oath/declaration.
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On 11 August, 2010, Petitioner Elizabeth A. Stanek (Reg. No. 48,568) submitted, inter alia: a
request and fee for extension of time, a petition pursuant to 37 C.F.R. §1.47(a) with fee with
statement, and with: an oath/declaration executed by co-inventors Sayeram, Vance, Huening,
Buckland and Izatt for themselves and on behalf of non-signing representative of deceased
inventor Glenn A. Myers (Mr. Myers). Petitioner set forth addresses to which it was averred that
papers were transmitted to the nonsigning inventors, with a showing that included letters
evidencing transmission of the entire application (description, claims, abstract and drawings) to
the non-signing legal representative (Ms. Sarah Myers) of deceased inventor Mr, Myers and—
upon a showing of a diligent effort to ascertain a valid/current/reasonably believed to be last
known address for Ms. Sarah Myers—a failure to reply to the application papers transmitted, as a
form of constructive refusal to sign.

Thus Petitioner made a showing that the entire application (description, claims, abstract,
drawings) was sent to the non-signing legal representative of the deceased inventor and that the
non-signing legal representative (constructively) refused to sign the oath/declaration after having
been presented with the entire application (specification: description, claims, abstract and
drawings); and a statement of the last known address of the non-signing legal representative of
the deceased inventor with a showing of diligence in the effort to ascertain the validity of the
address set forth as the reasonably believed to be last known/current/valid address. The showing
presented of record indicates that the legal representative (constructively) refused to sign.

Thus, Petitioner sought to satisfy the requirements pursuant to the Rule and the guidance in the
Commentary at MPEP §409.03, and §409.03(a) et seq.), and provide a showing that the non-
signing inventor constructively refused to sign.

The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application. Thus,
now if one wishes to know the progress in and/or status of an application or the accuracy of the
data therein, one need only look at the file online.

Out of an abundance of caution, Petitioners always are reminded that those registered to practice
and all others who make representations before the Office must inquire into the underlying facts
of representations made to the Office and support averments with the appropriate
documentation—since all owe to the Office the continuing duty to disclose.'

! See supplement of 17 June, 1999. The Patent and Trademark Office is relying on petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Office at 88
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumstances
when providing statements to the Patent and Trademark Office). See specifically, the regulations at 37 C.F.R. §10.18.
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CONCLUSION

The instant petition under 37 C.F.R. §1.47(a) is granted (status is accorded pursuant to 37
C.FR. §1.47(a).)

As provided in 37 C.F.R. §1 .47(6); this Office will forward notice of this application’s filing to
the non-signing inventors at the addresses given in the petition. Notice of the filing of this
application will also be published in the Official Gazette.

The instant application is released to the Office of Patent Application Processing (OPAP) for
such processing as required in due course.

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-
3214—it is noted, however, that all practice before the Office is in writing (see: 37 C.F.R. §1.2%)
and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discugdion may be controlling or considered authority for Petitioner’s action(s). .

/John J. Gillon, Jr./
John J. Gillon, Jr.
Senior Attorney
Office of Petitions

2 The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is
disagreement or doubt
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SARAH MYERS MAILED

50 ST. NICHOLAS AVE./APT. 2F -

BROOKLYN, NY 11237 SEP 13 2010
OFFICE OF PETITIONS

In re Application of :

Sayeram, et al. : COMMUNICATION
Application No. 12/771,032 :

Filed: 30 April, 2010

Attorney Docket No. 9526-25

Dear Sarah Myers:

You are (the deceased inventor of whom you are legal representative is) named as an inventor in
the above-identified United States patent application, filed under the provisions of 35 U.S.C.
§116 (United States Code), and 37 C.F.R. §1.47 (Code of Federal Regulations), Rules of Practice
in Patent Cases. Should a patent be granted on the application you will be designated therein as
an inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 C.F.R. §1.19) or make your
position of record in the application. Alternatively, you may arrange to do any of the preceding
through a registered patent attorney or agent presenting written authorization from you. If you

~ care to join the application, counsel of record (see below) would presumably assist you. Joining
the application would entail the filing of an appropriate oath or declaration by you pursuant to 37
C.F.R. §1.63.

Should you elect to join in the application, the contact information for Counsel of Record is set
forth at the end of this Communication.

Should you seek to identify independent Counsel, you may find the Patent Attorneys/Agents
Search engine of assistance (https://oedci.uspto.gov/OEDCI/ ).

Requests for information regarding your application should be directed to the File Information
Unit at (703) 308-2733. Information regarding how to pay for and order a copy of the
application, or a specific paper in the application, should be directed to the Certification Division
at (571) 272-3150 or 1 (800) 972-6382 (outside the Washington, DC area).
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Telephone inquiries regarding this communication may be directed to the undersigned at (571)
272-3214—it is noted, however, that all practice before the Office is in writing (see: 37 C.F.R.
§1.2" and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore. no telephone
discussion may be controlling or considered authority for Petitioner’s action(s) Moreover, the
Office can neither advise you nor recommend Counsel in this matter.

Senior Attorney
Office of Petitions

Counsel of Record:
MYERS BIGEL
SIBLEY & SAJOVEC
PO BOX 37428
RALEIGH NC 27627

! The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is
disagreement or doubt
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BAKER DONELSON BEARMAN, CALDWELL & BERKOWITZ, PC
920 Massachusetts Ave, NW

Suite 900
WASHINGTON, DC 20001 : MAILED
' DEC 17 2010
OFFICE OF PETITIONS

In re Application of

Anna K. Fulbright, et. al. : ‘

Application No. 12/771,042 . DECISION ON PETITION
Filed: April 30, 2010 X

Attorney Docket No. 2912943-014001

This is a decision on the” Petition for Change in First Named Inventor” filed September 8,
2010, which is being treated as a petition under 37 CFR 1.182, to change the order of the
names of the inventors. ‘

The petition is GRANTED.

Office records have been corrected to reflect the change in the order of the named
inventors. A corrected Filing Receipt, which sets forth the desired order of the named
inventors, accompanies this decision on petition.

As authorized, the $400 petition fee has been charged to petitioner’s deposit account.

This application is being referred to Technology Center Art Unit 1637 for examination in due
course.

Office of Petitions

ATTACHMENT: Corrected Filing Receipt
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APPLICATION FILING of GRP ART
NUMBER 371(c) DATE UNIT FIL FEE RECD ATTY.DOCKET.NO TOT CLAIMS]IND CLAIMS
12/771,042  04/30/2010 1637 1752 2912943-014001 26 4
CONFIRMATION NO. 1858
84538 CORRECTED FILING RECEIPT

CAKER DONELSON BEARMAN, CALDWELL & BERKOWITZ, PC e
920 Massachusetts Ave, NW (L Ill ll !
WASHINGTON, DC 20001

Date Mailed: 12/15/2010

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts"” for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Anna K. Fulbright, Columbia, MD;
Brian Lowe, Onley, MD;
Irina Nazarenko, Gaithersburg, MD;
Assignment For Published Patent Application
QIAGEN GAITHERSBURG INC., GAITHERSBURG, MD
Power of Attorney: The patent practitioners associated with Customer Number 84538

Domestic Priority data as claimed by applicant
This appln claims benefit of 61/174,938 05/01/2009
and claims benefit of 61/174,946 05/01/2009

Foreign Applications

If Required, Foreign Filing License Granted: 05/10/2010

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 12/771,042 '

Projected Publication Date: Not Applicable
Non-Publication Request: No

Early Publication Request: No

page 1 of 3



Title

NON-TARGET AMPLIFICATION METHOD FOR DETECTION OF RNA SPLICE-FORMS IN A
SAMPLE

Preliminary Class
435

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadiines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at hitp://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www .stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where

page 2 of 3



the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forthin 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing faws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especiatly with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau -of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy. '

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

page 3 of 3
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Commissioner for Patents
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MAILED
STEIN MCEWEN, LLP
1400 EYE STREET, NW Nov 182010
SUITE 300
WASHINGTON, DC 20005 OFFICE OF PETITIONS
In re Application of :
Kunio Takayama : DECISION REFUSING STATUS
Application No. 12/771,044 : UNDER 37 CFR 1.47 (b)
Filed: April 30, 2010 :
Attorney Docket No.: 66335/P849

This is a decision on the petition, filed September 9, 2010, under
37 CFR 1.47 (b).

The petition is not signed by a registered patent attorney or patent
agent of record. However, in accordance with 37 CFR 1.34, the
signature of Mr. Oliver S. Bajracharya appearing on the
correspondence shall constitute a representation to the United
States Patent and Trademark Office that he is authorized to
represent the particular party on whose behalf he acts.

The petition is DISMISSED.

Rule 47 applicant is given TWO MONTHS from the mailing date of this
decision to reply, correcting the below-noted deficiencies. Any
reply should be entitled "Request for Reconsideration of Petition
Under 37 CFR 1.47(b)," and should only address the deficiencies
noted below, except that the reply may include an oath or
declaration executed by the non-signing inventor. FAILURE TO
RESPOND WILL RESULT IN ABANDONMENT OF THE APPLICATION. Any
extensions of time will be governed by 37 CFR 1.136(a).

The above-identified application was filed on April 30, 2010,
without an executed oath or declaration. Accordingly, on May 10,
2010, a “Notice to File Missing Parts of Nonprovisional
Application,” was mailed, requiring an executed oath or declaration
and payment of the surcharge for late filing under § 1.16(e). This
Notice set a two-month period for reply, with extensions of time
obtainable under § 1.136(a). On September 9, 2010, rule 47 applicant
timely filed the instant petition, along with the late surcharge,
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the requisite petition fee and an appropriate 2-two month petition
for extension of time.

A grantable petition under 37 CFR 1.47(b) requires:

(1) proof that the non-signing inventor cannot be
reached or refuses to sign the oath or declaration
after having been presented with the application papers
(specification, claims and drawings); (2) an acceptable
oath or declaration in compliance with 35 U.S.C. §§ 115
and 116; (3) the petition fee; (4) a statement of the
last known address of the non-signing inventor; (5)
proof of proprietary interest, and (6) proof of
irreparable damage.

Application lacks items (1) and (2).

As to item (1)-- Before a refusal to sign an oath or declaration can
be alleged, it must be demonstrated that a bona fide effort has been
made to present a complete copy of the application papers
(specification, including claims, drawings, and oath or declaration)
to the non-signing inventor at the non-signing inventor’s last know
address.

Petitioner’s declaration indicates that the application was mailed
to the non-signing inventor, but that the non-signing inventor did
not thereafter sign the declaration. Refusal by inventor cannot be
inferred as the evidence submitted does not indicates that the

application was actually received by him at his last known address.

Therefore, at the very least, petitioner should mail correspondence
to the last known address of joint inventor, return receipt and/or

forwarding address requested. If a forwarding address is provided,
petitioner should then mail a complete copy of the application
papers (specification, claims, drawings, oath, etc.) to that

address, return receipt requested, along with a cover letter of
instructions which includes a deadline or a statement that no
response will constitute a refusal. This sort of ultimatum lends
support to a finding of refusal by conduct.

In the event that the application papers are returned as
undeliverable, petitioners may show diligent efforts to locate the
non-signing inventor by providing a copy of an envelope showing that
a letter sent to the last known address of the non-signing inventor
was returned as undeliverable by the post office. Furthermore,
details of the efforts made to locate the non-signing inventor
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should be set forth in an affidavit or declaration of facts by a
person having first-hand knowledge of the details.

Where there is an express or oral refusal, that fact, along with the
time and place of the refusal, must be stated in an affidavit or
declaration by the party to whom the refusal was made. Where there
is a written refusal, a copy of the document (s) evidencing that
refusal must be made part of the affidavit or declaration.

If repeated attempts to contact the non-signing inventor are
unsuccessful, petitioners will have demonstrated that the inventors
cannot be reached, despite diligent efforts, or have refused to sign
the declaration.

As to item (2)-- A signed declaration in compliance with 37 CFR 1.63
and 1.64 must be made by the 37 CFR 1.47(b) applicant. Where a
corporation is the 37 CFR 1.47(b) applicant, an officer (President,
Vice-President, Secretary or Treasurer) may sign the oath or
declaration. Where an oath or declaration is being signed on behalf
of an assignee, note MPEP Section 324, which, however, presupposes
that an executed assignment by the inventor has been recorded, or
submitted for recordation.

In view of the above, the petition cannot be granted at this time.

Further correspondence with respect to this matter should be
delivered through one of the following mediums:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

By internet: EFS-Web!

! www.uspto.gov/ebc/efs help.html (for help using EFS-Web call the Patent Electronic
Business Center at (866) 217-9197)
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Any questions concerning this matter may be directed to the
undersigned at (571) 272-3204.

%oé-

Sherry D.~Brinkley
Petitions Examiner
Office of Petitions
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MAILED

CHRISTIE PARKER AND HALE LLP
P O BOX 7068 MAR 09 2011
PASADENA, CA 91109 OFFICE OF PETITIONS

In re Application of

Kunio Takayama :
Application No. 12/771,044 :  DECISION ACCORDING STATUS

Filed: April 30,2010 : UNDER 37 CFR 1.47(b)
Attorney Docket No.: 66335/P849 :

This is a decision in response to the renewed petition under 37 CFR 1.47(b) filed January 14, 2011.
The petition is GRANTED.

Petitioner has shown that the non-signing inventor, Kunio Takayama, has refused to join in the filing
of the above-identified application.

The application and papers have been reviewed and found to be in compliance with 37 CFR 1.47(a).
This application is hereby accorded Rule 1.47(b) status.

As provided in 37 CFR 1.47(c), this Office will forward notice of this application’s filing to the non-
signing inventor at the address given in the petition. Notice of the filing of this application will also
be published in the Official Gazette.

The application is being referred to the Office of Patent Application Processing (OPAP) for further
processing.

Telephone inquires related to this decision should be directed to the undersigned at (571) 272-3204.
Telephone inquiries related to processing at OPAP should be directed to their hotline at (571) 272-
4000.

/SDB/
Sherry D. Brinkley

Petitions Examiner
Office of Petitions
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MR. KUNIO TAKAYAMA MAILED

SIBEOMDANIJI HYUNDAI APT. 428-2304 »
SEOHYEON-DONG, BUNDANG-GU MAR 08 2011
SEONGNAM-SI, GYEONGGI-DO 463-777

REPUBLIC OF KOREA OFFICE OF PETITIONS
In re Application of

Kunio Takayama :

Application No. 12/771,044 : LETTER

For: PLASMA DISPLAY DEVICE

Dear Mr. Takayama:

You are named as the inventor in the above-identified United States é)atent application filed under the
provisions of 35 U.S.C. 116 (United States Code) and 37 CFR 1.47(b), Rules of Practice in Patent
Cases. Should a patent be granted on the application you will be designated therein as the inventor.

As the named inventor you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position of
record in the application. Alternatively, you may arrange to do any of the preceding through a
registered patent attorney or agent presenting written authorization from you. If you care to join the
application, counsel of record (see below) would presumably assist you. Joining in the application
would entail the filing of an appropriate oath or declaration gy you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed to the undersigned at (571) 272-
3204. Requests for information regarding your application should be directed to the File Information
Unit at (703) 308-2733. Information regarding how to pay for and order a copy of the application, or
a specific paper in the application, should be directed to Certification Division at (571)272 -3150 or
1-800-972-6382 (outside the Washington D.C. area).

/SDB/

Sherry D. Brinkley
Petitions Examiner
Office of Petitions

cc: CHRISTIE PARKER AND HALE LLP
P O BOX 7068
PASADENA, CA 91109
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UNITED STATES DEPARTMENT OF
United States Patent and Trademark

COMMERCE
Office

Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.uspto.gov

APPLICATION NO.

FILING DATE

FIRST NAMED INVENTOR

| ATTORNEY DOCKET NO. CONFIRMATION NO.

12/771,078 04/30/2010

13733 7590

Actamax Surgical Materials, LLC

c/o McCarter & English, LLP

ROBERT RAY BURCH

Renaissance Centre, 405 N. King Street, 8th Floor

Wilimington, DE 19801

CL2912USNA

1938

I EXAMINER

ORLANDO, MICHAEL N

I ART UNIT | PAPER NUMBER

1745

I MAIL DATE ] DELIVERY MODE '

02/03/2012 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Actamax Surgical Materials, LLC

c/o McCarter & English, LLP

Renaissance Centre, 405 N. King Street, 8th Floor
Wilmington DE 19801

Applicant: Burch

Appl. No.: 12/771,078

Filing Date: April 30, 2010

Title: TEMPERATURE SWITCHABLE ADHESIVES COMPRISING A CRYSTALLIZABLE
OIL

Attorney Docket No.: CL2912USNA

Pub. No.: US 2011/0265949 A1

Pub. Date: November 3, 2011

This is a decision on the request for republication of patent application publication under
37 CFR 1.221(a), filed on December 12, 2011, for the above-identified application.

The request under 37 CFR 1.221(a) is DISMISSED.

37 CFR 1.221(a) requires “a copy of the application in compliance with the Office electronic
filing system requirements and be accompanied by the publication fee set forth in § 1.18(d) and
the processing fee set forth in § 1.17(i)”. If the request for republication does not comply with
the electronic filing system requirements, the republication will not take place and the
publication fee set forth in § 1.18(d) will be refunded. The processing fee will be retained.

The applicant did not supply a copy of the application in compliance with the Office electronic
filing system, as required by 37 CFR 1.221(a) because the applicant submitted the papers as a
“Document for an existing application”, which are entered into the application file, and not
as a “Pre-Grant Publication” submission. In addition, the applicant did not provide a copy of
the application papers for publication purposes. The request for republication does not comply
with the electronic filing system requirements, thus republication will not take place.